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The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. ‘To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 


Brown Cloth 

Brown Buckram 

Digest, vols. 1-14, inc. (either binding) 
Digest, vols. 15-26, inc. (either binding) 


Add to the above prices two and one-half percent for each year 
elapsed since year of publication, except in the case of the Dicxst. 
Transportation extra. 


Tue Unirep States Trape-Mark AssociaTIoNn, 
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BippLe PurcuasinG Co. er av. v. Feperat Trape Commission’ 
(92 F. [2d] 687) 


United States Circuit Court of Appeals, Second Circuit 


May 2, 1938 


Unrarr Competition—-Feperat Trape Commission Act—UNFatrr Discrimt- 
NATION—VIOLATION OF RoprnsoN-PatTMAN Act. 

Respondent, Biddle Purchasing Company, a brokerage firm, sold to 
its subscribers a service which supplied to buyers market information, 
also a purchasing service, for which it received a monthly fee of from 
$25 to $50, and acted as intermediary between seller and buyer, receiv- 
ing from the seller a commission on all sales made. In 14 percent of 
such sales where the commissions exceeded the service charge, the excess 
was paid to the buyers. Said acts held in violation of the Robinson-Pat- 
man Act and the Federal Trade Commission’s “cease and desist” order 
was affirmed. 

Unrarr ComPeTITION—PAYMENT OF COMMISSIONS FOR No SERVICE RENDERED. 

Congress had authority to prohibit the practice of paying com- 
missions in business transactions to persons who have rendered no serv- 
ice in connection therewith. 


In equity. On appeal from an order of the Federal Trade 
Commission directing petitioners to “cease and desist’ from prac- 
tices held to violate Section 2 (c) of the Robinson-Patman Act. 
Order affirmed. 


Davies, Richberg, Beebe, Busick & Richardson, of Washington, 
D. C., and Kaufman & Weitzner, of New York City (lRay- 
mond N. Beebe and Adrien F. Busick, both of Washington, 
D. C., and Samuel H. Kaufman, of New York City, of coun- 
sel), for petitioners. 

T. Kelley, chief counsel, Federal Trade Commission, of 
Washington, D. C. Allen C. Phelps, Sp. Atty. Federal 
Trade Commission, of Brush, Colo., for respondent. 

Felix H. Levy, of New York City (Felix H. Levy, J. G. L. Mol- 

loy, George B. Levy, and John D. Swartz, all of New York 


City, of counsel), amici curie. 


Before Manton, L. Hann, and Swan, Circuit Judges. 


1 Note.—The following decision has been taken to the United States 
Supreme Court on certiorari.—Enp. 
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~ Manton, C. J.: Complaint was issued by the Federal Trade 
Commission, charging petitioners with violating the provisions of 
the Clayton Act as amended by Section 2(c) of the Robinson- 
Patman Price Discrimination Act, 15 U. S. C. A. § 18(c).  Peti- 
tioner Biddle Purchasing Company is in the brokerage business as 
herein described. Some of the petitioners are buyers, while others 
are sellers of commodities bought and sold in interstate commerce 
through the Biddle Company as brokers. The sellers were charged 
with unlawfully paying brokerage fees to the Biddle Company for 
the use of buyers of the commodities in interstate commerce. 

The order appealed from provides that the Biddle Company, 
“its officers, representatives, agents and employees, in connection 
with the purchase or sale of commodities in interstate commerce or 
in the District of Columbia, do forthwith cease and desist from: 

(1) Receiving or accepting any fee or commission, as brokerage or as 
an allowance in lieu thereof, from any seller of commodities, which fee or 
commission is intended to be paid over to the purchaser of such commodities, 
or which is to be applied for the use and benefit of such purchaser; (2) 
Paying or granting to any purchaser of commodities any fee or commis- 
sion received or accepted by said Biddle Purchasing Company, as brokerage 
or an allowance in lieu thereof, from the seller of such commodities. 

The Commission found that those of the petitioners who were 
sellers violated Section 2(c) of the Robinson-Patman Act by pay- 
ing brokerage fees to petitioner Biddle Company, with knowledge 
of the fact that the fees were intended to be and were being paid 
over by said Biddle Company to its buyers; that the buyers were 
violating the statute by receiving and accepting brokerage fees paid 
by the sellers in connection with the purchase of commodities by 
said buyers, through the Biddle Company; and that the latter was 
violating the statute by accepting such fees and transmitting them 
to the buyers. 

Section 2(c) of the Robinson-Patman Act provides that 


It shall be unlawful for any person engaged in commerce, in the course 
of such commerce, to pay or grant, or to receive or accept, anything of 
value as a commission, brokerage, or other compensation, or any allow- 
ance or discount in lieu thereof, except for services rendered in connection 
with the sale or purchase of goods, wares, or merchandise, either to the other 
party to such transaction or to an agent, representative, or other in- 
termediary therein where such intermediary is acting in fact for or in 
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behalf, or is subject to the direct or indirect control, of any party to such 
transaction other than the person by whom such compensation is so granted 
or paid. 

Biddle Company’s business method was to obtain subscribers 
to its combined market information and purchasing service charging 
therefor from $25 to $50 per month. It provides a trade informa- 
tion and purchasing service for wholesalers and jobbers throughout 
the country. It also is engaged in selling the products of numerous 
manufacturers, canners, and packers to the concerns for whom it 
supplies market information and purchasing service. Biddle Com- 
pany has written contracts with the buyers. With the sellers oral 
contracts to dispose of their products were made under which the 
commissions were paid to Biddle which in turn paid them over to the 
buyer of the particular commodity. In about 86 percent of these 
transactions the buyers received back as commissions no more than 
the amount they had paid to the Biddle Company for its market 
information service, but in 14 percent the commissions exceeded that 
sum and this excess was paid to the buyers. Large numbers of buy- 
ers subscribe to its service. It has sold for many sellers. The Bid- 
dle Company is not controlled by, or affiliated with either buyers or 
sellers through stock ownership, but is an independent corporation. 
This method of transacting business, with the remission of the sell- 
ing commissions to the buyers, in effect, gives the buyer a discount 
on his purchase. 

The regulation of competition results in a competitive etiquette, 
in standards of business conduct, in a plane of competition. Trusts 
were forbidden because they stifled competition and tended to create 
monopoly. The prohibitions of the Sherman Anti-Trust Act, 15 
U.S. C. A. §§ 1-7, 15 note, set a plane of monopolistic conduct 
rather than a plane of competition. Anti-trust laws regulate mo- 
nopolistie practices which are repugnant to decent business morality, 
which are injurious to competitors and to consumers, which are eco- 
nomically wasteful, but which do not jeopardize to an appreciable 
degree the very existence of competition. Both types of practice 
must be included in the legal plane of competition; both are types 


of regulation which enforce each other; both are animated by a com- 
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“mon objective notwithstanding the differences of their intermediate 
ends. Monopolistic purpose and intent (Swift & Co. v. United 
States, 196 U.S. 875, 25 S. Ct. 276, 49 L. Ed. 518) are illustrated 
by decisions as in Standard Oil Company Case, Standard Oil Co. v. 
United States, 221 U.S. 1, 81S. Ct. 502, 55 L. Ed. 619, 34 L. R. A,, 
N.S., 834, Ann. Cas. 1912D, 734, where the Oil Company was en- 
gaged in local price cutting and espionage, established bogus inde- 
pendents, and granted rebates to preferred customers and exacted 
rebates and preferences from railroads, all for the purpose of sup- 
pressing competition. And the American Tobacco Company v. 
United States, see 221 U. S. 106, 31 S. Ct. 632, 55 L. Ed. 663, 
employed fighting brands for the same purpose. The United States 
v. International Harvester Company, D. C., 214 Fed. 987, appeal 
dismissed 248 U.S. 587, 89 S. Ct. 5, 68 L. Ed. 434; Jd., 274 U.S. 
693, 47 S. Ct. 748, 71 L. Ed. 1302, closed the channel of trade to 
competitors by tying up all the main retail outlets with exclnsive 
dealing contracts. It is reasonably clear that most of these methods 
violated the Sherman Anti-Trust Act only when they were part of 
a scheme to stifle competition and to obtain control of an industry. 

Resale price maintenance has received fuller consideration than 
any of the other selling devices challenged under the anti-trust laws. 
Agreements maintaining resale prices have been condemned as a 
restraint of trade. Dr. Miles Medical Co. v. John D. Park & Sons 
Co., 220 U. S. 878, 31 S. Ct. 376, 55 L. Ed. 502; Straus v. Victor 
Talking Machine Co., 243 U.S. 490, 37 S. Ct. 412, 61 L. Ed. 866, 
L. R. A. 1917E, 1196, Ann. Cas. 1918A, 955. And as an unfair 
method of competition under the Federal Trade Commission Act, 
15 U.S. C. A. § 41 et seq., see, Federal Trade Comm. v. Beech-Nut 
Packing Co., 257 U.S. 441, 42 S. Ct. 150, 66 L. Ed. 307, 19 A. L. R. 
882 [10 T.-M. Rep. 317]; J. W. Kobi Co. v. Federal Trade Comm., 
2 Cir., 23 F. (2d) 41. The injury, if any, resulting from price main- 
tenance, is suffered not by the competitors of the producer but by 
the retailer and the ultimate consumer. The courts draw the dis- 


tinction between price maintenance by agreement and price main- 


tenance by refusing to deal. United States v. Colgate § Co., 250 
U. S. 300, 39 S. Ct. 465, 68 L. Ed. 992, 7 A. L. R. 443 [9 T.-M. 
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Rep. 229]. Cf. Frey & Son, Inc. v. Cudahy Packing Co., 256 U. S. 
208, 41 S. Ct. 451, 65 L. Ed. 892. 

Thus the rules governing the maintenance of prices must be 
included in any discussion of unfair competition, although the prob- 
lem is somewhat different from other trade practices. But the Clay- 
ton Act, 38 Stat. 730, singled out two practices for special treat- 
ment, price discrimination and exclusive dealing and other tying 
agreements. Section 2 forbids discriminations in price not based 
upon differences in grade, quality, quantity, or cost of transporta- 
tion which substantially lessen competition or tend to create a 
monopoly in any line of commerce. The section outlaws unfair dis- 
criminations which substantially lessen competition or lead to 
monopoly. It does not compel a one-price sales policy. It does 
not forbid sales below cost in the absence of discrimination. Porto 
Rican-American Tobacco Co. v. American Tobacco Co., 2 Cir., 30 F. 
(2d) 234. 

The amendment in section 2(a), 15 U.S.C.A. § 13 (a), has for 
its purpose making discrimination in prices unlawful “where the 
effect of such discrimination may be substantially to lessen compe- 
tition or tend to create a monopoly in any line of commerce, or 
to injure, destroy, or prevent competition with any person who 
either grants or knowingly receives the benefit of such discrimina- 
tion, or with customers of either of them.” 

It is argued that section 2(c), 15 U.S.C.A. § 13(a), under which 
this proceeding is brought, is to be construed in the light of section 
2(a), and that, so construed, the payment or receipt of the brokerage 
is illegal only when it has such effect upon competition as is provided 
in section 2(a). The argument is that the receipt of brokerage here 
would be illegal only if it restricts competition or restrains trade 
or injures a competitor. But no complaint is made against Biddle 
Company or the other petitioners for this reason. The complaint 
here is under the provisions of section 2(c) and not section 2(a) 
of the statute. The validity of the order entered is dependent en- 
tirely upon the legality of section 2(c). Section 2(c) contains no 


classification provision nor is there anything in it which would 
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“justify the conclusion that it would not be uniformly applied. It 


in no way supports the theory that the relative size of businesses 
coming within its purview or other differing plans of organization 
determine the question as to whether or not violations of the 
statute occur. 

Petitioners say that, if section 2(c) is construed to prohibit 
the payment or receipt of brokerage irrespective of a finding of 
injurious effect on competition, then section 2(c) deprives peti- 
tioners of their right to make usual and ordinary contracts for 
the disposition of property and services without due process of 
law contrary to the Fifth Amendment of the Constitution U.S.C.A. 
Const. Amend. 5. While the Biddle Company was disassociated in 
ownership and management from either buyers or sellers, direct 
and indirect control can be exercised by buyers or sellers over a 
broker in transactions of purchase and sale by means other than 
participation in the broker’s ownership and management. In the 
purchasing transactions which the Biddle Company executes for its 
buyers, it is the agent and representative of the buyers, and is there- 
fore to that extent subject to their control. The fact that the 
buyers do not own some or all of the stock of the Biddle Company 
does not negative the fact that the Biddle Company is under their 
control when so employed. 

Biddle Company’s vice-president testified that its entire income 
is derived from the monthly service charges. 

Everything we get in buying we turn back to our clients. We are not 
dependent on sales. We are dependent on getting orders from people. 
They are important to us, because it is through the placing of their orders 
that we get the touch of the market that is so necessary, but we have no 
immediate interest as regards immediate income from that source. 


By the terms of the contract, the buyer 


employs Biddle Purchasing Company of New York to purchase such ma- 
terial as they may order from time to time within reasonable credit limits 
and agrees to pay Biddle Purchasing Co. for such services $———. 

Such is the contract of employment which makes the Biddle 
Company a purchasing agent for the buyers. 

It is clear that the statute prohibits payment of brokerage by 


the seller to the buyer or his agent or representative or controlled 
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intermediary except for services rendered. Congress intended to 


prohibit such payments as an unfair trade practice. The report of 


the House and Senate Conference Committee, submitted in referring 
the bill in its present form, interprets the section as having this 
meaning.’ It is manifest that the words “except for services ren- 
dered in connection with the sale or purchase of goods” prohibit 
payments which were made here to the buyers. 

It is argued that the Biddle Company is a true intermediary and 
that under the statute it can represent and collect compensation 
from both buyer and seller. The Commission, on the other hand, 
argues that the statute does not permit such an arrangement. We 
need not decide that question, since the evidence shows that Biddle 
Company receives its compensation solely from the buyers. What 
it receives from the sellers is not retained by it but merely passed 
on to the buyers or credited to their account. 

Congress must have intended that payments by sellers should 
not be made to buyers through any one acting as agent for the 
buyer. Significance and effect must, if possible, be accorded to 
every part of the act. United States v. Lexington Mill & Elevator 
Co., 282 U. S. 399, 34 S. Ct. 387, 58 L. Ed. 658, L. R. A. 1915B, 
774. In the last phrase of the section “either to the other party,” 
etc., the description of the persons to whom it is unlawful to pay 
brokerage fees is not separable into constituent parts, and hence this 
clause stands in its entirety or falls altogether. It may not be said 
that payments to buyers are in any different category than those to 
agents or those who act for or under the control of the buyers. If 
buyers’ agents or intermediaries are excepted for services rendered, 
so too are the buyers themselves. The intent of Congress must be 
recognized and applied and this may best be given effect by a con- 

'This subsection permits the payment of compensation by a seller to 
his broker or agent for services actually rendered in his behalf; likewise 
by a buyer to his broker or agent for services in connection with the pur- 
chase of goods actually rendered in his behalf; but it prohibits the direct 
or indirect payment of brokerage except for such services rendered. It 
prohibits its allowance by the buyer direct to the seller, or by the seller 
direct to the buyer; and it prohibits its payment by either to an agent or 


intermediary acting in fact for or in behalf, or subject to the direct or in- 
direct control of the other.” House Rep., 2951, 74th Congress, 2d Session. 
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.struction of the phrase “except for services rendered” that will 
harmonize with the remainder of the section. As the House and 


Senate Committees said, the intermediary is entitled to nothing more 


than “appropriate compensation by the one in whose interest he so 
serves, and one who acts in such capacity may not receive fees from 
the seller when he is under contract and does in fact turn over such 
fees to the buyer. Cf. Lehigh Valley R. Co. v. United States, 243 
U.S. 444, 37S. Ct. 434, 61 L. Ed. 839; Union Pac. R. Co. v. Updike 
Grain Co., 222 U. S. 215, 82 S. Ct. 39, 56 L. Ed. 171; Interstate 
Commerce Comm. v. F. H. Peavey & Co., 222 U.S. 42, 32 S. Ct. 22, 
56 L. Ed. 83. Indeed, the brokerage fees by the sellers to the 
Biddle Company could not be made in good faith as compensation 
for services rendered, since the fees are intended for the buyers 
and are immediately transmitted to them. 

The Fifth Amendment of the Constitution, U. S. C. A. Const. 
Amend, 5, does not prohibit governmental regulation for the public 
welfare. The guaranty of due process merely demands that the 
law shall not be unreasonable, arbitrary, or capricious and that the 
means selected shall have a real and substantial relation to the 
objects sought to be obtained. Nebbia v. New York, 291 U.S. 502, 
54S. Ct. 505, 512, 78 L. Ed. 940, 89 A. L. R. 1469. Congress has 
the power to reguiate commerce and this gives it power to enact 
“all appropriate legislation’ for its ‘protection and advancement’ 
.... to adopt measures ‘to promote its growth and insure its safety,’ 
.... protect, control, and restrain.’ ’’ U. S. C. A. Const. Art. 1, § 8, 
cl. 83. Teras & N. O. R. Co. v. Brotherhood of Ry. & S. 8. Clerks, 
281 U.S. 548, 50 S. Ct. 427, 483, 74 L. Ed. 1034. It may be ex- 
ercised to protect interstate commerce from dangers which threaten 
it. Kentucky Whip & Collar Co. v. Ill. Central R. Co., 299 U.S. 
334, 57 S. Ct. 277, 81 L. Ed. 270; National Labor Relations Board 
v. Jones & Laughlin Steel Corp., 301 U.S. 1, 37, 57 S. Ct. 615, 624, 
81 L. Ed. 898, 108 A. L. R. 1852. A practice which threatens to 
obstruct or unduly burden the freedom of interstate commerce is 
within the regulatory powers of Congress under the commerce 


clause. If Congress decides the fact of danger, it may meet it by 
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legislation. Stafford v. Wallace, 258 U.S. 495, 42 S. Ct. 397, 66 
L. Ed. 735, 23 A. L. R. 229. 

The right of freedom or liberty of contract guaranteed by the 
Fifth Amendment to the Federal Constitution does not proscribe 
the exercise by Congress of its power to regulate commerce in der- 
ogation of that right. Tagg Bros. & Moorhead v. United States, 
280 U.S. 420, 50 S. Ct. 220, 74 L. Ed. 524. As said in Nebbia v. 
New York, supra: 

Legislation concerning sales of goods, and incidentally affecting prices, 
has repeatedly been held valid. In this class fall laws forbidding unfair 
competition by the charging of lower prices in one locality than those 
exacted in another, by giving trade inducements to purchasers, and by other 
forms of price discrimination. The public policy with respect to free 
competition has engendered state and federal statutes prohibiting monopo- 
lies, which have been upheld. 

Congress may have had in mind that one of the principal evils 
inherent in the payment of brokerage fees by the seller to the 
buyer directly or through an intermediary, is the fact that this prac- 
tice makes it possible for the seller to discriminate in price without 
seeming to do so. If a price discount is given as a brokerage pay- 
ment to a controlled intermediary, it may be and often is concealed 
from other customers of the seller. One of the main objectives of 


Section 2(c) was to force price discriminations out into the open 


where they would be subject to the scrutiny of those interested, par- 


ticularly competing buyers. See T'runz Pork Stores v. Wallace, 2 
Cir., 70 F. [2d] 688. The order entered is responsive to and justi- 
tied by the findings of the Commission and satisfies the requirements 
of due process. 

Petitioners refer to Fairmont Creamery Co. v. Minn., 274 U.S. 
1,47 S. Ct. 506, 71 L. Ed. 898, 52 A. L. R. 168, which recognizes 
the distinction between prohibition and regulation. The rule of that 
case is not inconsistent with the principle here announced. Section 
2(c) was clearly intended to restore equality of opportunity in busi- 
ness by strengthening the anti-trust laws through protecting trade 
and commerce against unfair practices and unlawful price dis- 
crimination. The power of Congress to define this trade practice 


and declare it to be unfair cannot be doubted. Federal Trade Comm. 
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v. Keppel & Bro., 291 U.S. 304, 54S. Ct. 423, 78 L. Ed. 814 
T.-M. Rep. 335]. 


Petition: denied. 


24 





Swan, C. J. (dissenting): For reasons which may be briefly 
stated, I am unable to concur in the opinion of the court. 

l’or an agreed monthly subscription price the Biddle Purchasing 
Company supplies a market informational and purchasing service 
to some 2,400 subscribers (wholesalers and distributers). The 
Biddle Company keeps in touch with about 5,000 producers and gets 
prices and other market information which it transmits to its sub- 
scribers. When a subscriber desires to make a purchase, he in 
forms Biddle Company of his need, and the price he wants to pay. 
and Biddle Company sends the order to one of the producers, who 
ships and bills the goods direct to the subscriber. The seller pays 
Biddle Company a brokerage commission on the sale, and this is 
credited to the subscriber in reduction of the subscription price 
agreed to be paid for Biddle Company’s service. About 14 percent 
of the subscribers receive cash remittances after their subscriptions 
have been completely paid for by the crediting of commissions. 

The Commission has found that Biddle Company does not act 
for the sellers but only for its subscribers. In my opinion this 
finding cannot be sustained. Biddle Company performs a regular 
brokerage service for the sellers and receives the same fee as they 
pay other brokers for a similar service. The fact that in many 
instances Biddle Company selects the seller, since the subscriber 
frequently does not designate from whom to buy, shows clearly that 
Biddle Company performs a service for the seller. It performs a 
further service in bringing the seller’s products and prices to the 
attention of the subscribers, even though no sale immediately results. 
Biddle Company also performs a service for the buyer by supplying 
market information in addition to the purchasing service when an 
order is placed. Unless the statute forbids it, there could be no ob- 


jection to the Biddle Company getting the customary brokerage 


from the seller and also a fee from the buyer, since the parties 


know that it is to be compensated by both. In other words, if Biddle 
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Company kept the commissions paid by the sellers, the statute would 
not forbid it. It would be within the exception “for services ren- 
dered.” Section 1(c) of the Robinson-Patman Price Discrimination 
Act, 49 Stat. 1526, 15 U.S. C. A. § 13(¢) though ungrammatically 
phrased, expresses the intention to forbid a seller from paying a 
brokerage fee to a buyer or his agent unless the payee renders some 
service to the seller. Its object is to prevent unfair competitive con 
ditions which are created when a buyer gets a lower price than com 
petitors in the guise of a commission paid to the buyer or to some 
agent or dummy. In my opinion, it was not intended to eliminate 
such a business as the Biddle Company does for 86 percent of its 
subscribers. Their goods cost them as much as their competitors 
would pay for the same goods. In addition, they pay something to 
Biddle Company for the service it renders them. In effect, the 
arrangement is that the Biddle Company will charge for its in- 
formational and purchasing service the difference between what it 
collects from sellers as brokerage on orders placed by the sub- 
scriber, and the monthly subscription price. This means that dif- 
ferent subscribers pay different sums for the Biddle service, and 
the less they order through the Biddle Company the more they pay 
for informational and purchasing service, but I see nothing in the 
statute forbidding that. Only when the Biddle Company pays over 
brokerage fees in excess of the subscriber's subscription price does 
the buyer get a discriminatory rebate which gives him an advantage 
over a competitor who does not take the Biddle service. It seems to 
me that the statute should be construed to forbid Biddle Company’s 
method of doing business only with respect to the 14 percent of its 
customers who really get a price reduction on the goods through the 
commissions paid Biddle Company by the sellers. Such a construe- 
tion will save a legitimate and useful business which has existed for 
half a century, and one which I do not believe Congress intended 
to outlaw by the statute in question. 

I think the order of the Commission should be vacated except 
in so far as it forbids the Biddle Company from paying over to a 
subscriber any excess of commissions above the subscription price of 


the service. 
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ANCHOR Stove & RanGeE Co. v. RYMER ET AL. 
(97 F. [2d] 689) 


United States Circuit Court of Appeals, Sixth Circuit 


June 29, 1938 






Unrarr Competirion—Svuits— Dam aces. 
In cases of unfair competition or trade-mark infringement the in- 
fringer may be required to account for and yield up his gains to the 
true owner. 
Unrarr Competirion—Eauity JURISDICTION. 

When equity jurisdiction is rested on equitable ground, such as the 
right to injunction, the court will retain it for the purpose of adminis- 
tering complete relief rather than send the injured party to a court of 
law for damages. 

Unrarr Competition—Svuirs—AccountTinG oF Prorits. 

In a case of unfair competition, such as above cited, it is not fatal 
that the plaintiff is unable to show what proportion of the profit is due 
to the trade-mark and what to the intrinsic value of the goods. 

Unrair Competirion—APPEAL—DAM AGES. 

On reconsideration of a case of unfair competition, wherein the 
defendants were found guilty of simulating the design of plaintiff's 
heaters, which were sold to a mail order house without sufficient indicia 
to show their origin, in which case was affirmed a decree granting the 
plaintiffs relief and reference to a master, held that the order of the 
master looking toward the ascertainment and award to plaintiff of the 
defendants’ profits should be overruled and the decree affirmed. 























In equity. Action for unfair competition. From a decree 


awarding nominal damages only, plaintiff appeals. Decree affirmed. 


Walter F. Murray, of Cincinnati, Ohio (Walter F. Murray and 
Murray, Sackhoff § Paddack, all of Cincinnati, Ohio, on the 
brief), for appellant. 

J. B. Sizer, of Chattanooga, Tenn. (Chas. S. Mayfield, of Cleve- 
land, Tenn., and J. B. Sizer and Sizer, Chambliss & 
Kefauver, all of Chattanooga, Tenn., on the brief), for 


appellees. 


Before Simons, ALLEN, and Hamivtton, Circuit Judges. 











Simons, C. J.: The cause is here for the second time. In our 
former decision tymer v. Anchor Stove & Range Co., 6 Cir., 70 
F. (2d) 886 [24 T.-M. Rep. 269], we adjudged the present appellees 
guilty of unfair competition in simulating the design of appellant’s 


heaters, which were sold to the mail order house of Montgomery 
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Ward & Company of Chicago, without sufficient indicia thereon to 
show their origin, and affirmed a decree granting the plaintiffs in- 
junctive relief and reference to a master to assess damages. 

Upon the first appeal no complaint was made with respect to the 
remedy decreed below, nor was it contended that the plaintiff was 
entitled to profits made by the defendant upon the heaters there held 
to infringe the plaintiff’s rights. Neither was there objection to 
the accounting and assessment of damages adjudged. In sustaining 
the decree we said (page 389): 

We recognize equally with the court below the difficulty of submitting 
to the master the proofs upon which damages may be assessed. The dif- 
ficulty is not, however, insurmountable. Certainly with respect to the 
orders actually cancelled and not reinstated upon explanation by the plain- 
tiff to its dealers, there is a sufficiently adequate factual basis for measur- 


ing damages, though we do not mean by this to imply that the proofs should 
be limited to such cancellations. 


When the cause was returned to the District Court and by it 
referred to a master for an accounting, the plaintiff offered no proof 


of damages sustained by reason of cancelled orders, but sought an 


order requiring the defendants to open their books for inspection, 


first as to the number of infringing heaters sold by them to Mont- 
gomery Ward & Company, and second as to the profits which they 
had made on such heaters. The master granted the plaintiff an order 
of the scope requested, but upon exception it was amended by the 
District Judge in so far as it concerned the defendants’ profits, on 
the ground that such profits were not within the scope of the inter- 
locutory decree sustained in this court and that neither court nor 
master could enlarge or alter a decree sustained upon review. The 
plaintiff then contented itself with proof tending to show its damage 
to be $5.65 lost profit on each of 3,335 heaters which it claimed it 
would have sold had the defendants not resorted to unlawful simula- 
tion and infringement of its proprietary right, and had they not 
sold an equal number of infringing heaters to Montgomery Ward & 
Company. No proof of any kind was adduced to show that either 
Montgomery Ward & Company or a single one of its customers would 


have bought heaters from the plaintiff had the condemned simula- 
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‘tion not taken place, or that the plaintiff had lost a single customer 
thereby. 

The master found the sales of the defendant to Montgomery 
Ward & Company to be in the number indicated, and the average 
net profit per heater of those sold by the plaintiff in 1928 to be 


$5.65. He thereupon awarded the plaintiff damages in the sum of 


$18,842.75, on the ground that the presumption in cases of infringe- 


ment and unfair competition is against the wrongdoer. This award 
the District Court set aside because of the failure of the proofs to 
indicate that the sales to Montgomery Ward by the defendants re- 
sulted in any loss of sales to the plaintiff, and a decree was entered 
awarding the plaintiff but nominal damages. 

Upon the present appeal the plaintiff complains that the court 
should have permitted the master to ascertain the profits made by 
the defendants on their sale of heaters to Montgomery Ward & 
Company and to award it such profits, and that the court should 
have sustained the master’s award of damages arrived at by mul- 
tiplying the plaintiff's profit per heater unit by the number of 
units the defendants sold to Montgomery Ward & Company. 

Since the decision in Hamilton Brown Shoe Co. v. Wolf Bros. 
§ Co., 240 U. S. 251, 36 S. Ct. 269, 60 L. Ed. 629 [6 T.-M. Rep. 
169], and by analogy to the relief granted in patent and trade- 
mark infringement cases, it is clear that the infringer may be re- 
quired in equity to account for and yield up his gains to the true 
owner upon a principle analogous to that which charges a trustee 
with the profits acquired by a wrongful use of the property of the 
cestui que trust. As there pointed out, when equity jurisdiction is 
rested upon some equitable ground, such as the right to injunction, 
the court will retain it for the purpose of administering complete 
relief rather than send the injured party to a court of law for 
damages, and the infringer’s profits are then allowed as an equitable 
measure of compensation on the theory of a trust ex maleficio, and it 
is not fatal that the plaintiff is unable to show what proportion 
of the profit is due to the trade-mark or the patent and what to the 
intrinsic value of the commodity, for (page 273) “it is more con- 


sonant with reason and justice that the owner of the trade-mark 
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should have the whole profit than that he should be deprived of any 
part of it by the fraudulent act of the defendant.” 

The difficulty which the appellant encounters here is that in the 
case as originally made below it sought no recovery of the defendants’ 
profits upon any trust theory. It asked for injunction and an ac- 
counting for damages. When it appealed to this court it complained 
of the scope of the decree only in so far as it failed to include heat- 
ers other than those sold to Montgomery Ward & Company. No 
complaint was made as to the failure of the court by its decree to 
hold it entitled to the defendants’ profits. This decree we sus- 
tained, and while refusing to enlarge its application, the plaintiff 
within its limits secured the precise relief sought. The order of 
reference upon remand followed the terms of the decree. Our deci- 
sion and mandate have become the law of the case and the court 
below was not in error in overruling the order of the master looking 
toward the ascertainment and award to the plaintiff of the de- 
fendants’ profits. Sharpless Co. v. Lawrence, 3 Cir., 213 Fed. 42! 

t T.-M. Rep. 5]. 


As to recovery of lost profits by way of damages, the usual 


t 


principles apply. As was said by this court in Dickinson v. O. & W. 
Thum Co., 6 Cir., 8 F. (2d) 570, 575 [7 T.-M. Rep. 469]: 

When a plaintiff in a trade-mark or unfair competition case seeks to 
recover damages, the burden is on him to prove by competent and sufficient 
evidence his lost sales, or that he was compelled to reduce prices as the 
result of his competitor's wrongful conduct. ‘There is no presumption of 
law or of fact that a plaintiff would have made the sales that the defendant 
made. 

The authorities sustaining this principle are sufficiently cited in 
the text. Especially is this true when the alleged infringer sells 
his product at a substantially lower price, for “It does not follow, 
because a party makes a purchase at a lower price, that he would 
have bought the same article at a higher price.” Cincinnati Siemans 
Gas Co. v. Western Siemans Co., 152 U.S. 200, 206, 14 S. Ct. 5238, 
526, 38 L. Ed. 411. 


The presumption relied upon by the master is undoubtedly de- 


rived from those cases in which an award of profits made by the 


wrongdoer is made to the person injured on the theory that the 
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wrongdoer is not to be permitted to profit by his unlawful act. 
Liability for damages arises solely from the injury done to the 
property rights of the adverse party, and is not supported by the 
fiction which places the infringer in the position of a trustee and 
requires him to account for profits made as such. Dickinson v. 
Thum Co., supra; United States v. Bitter Root Development Co., 
200 U.S. 451, 26 S. Ct. 318, 50 L. Ed. 550; Tilghman v. Proctor, 
125 U.S. 186, 148, 8 S. Ct. 894, 31 L. Ed. 664. 
The decree below is affirmed. 


Ing Evectric VENTILATING Company v. Evry-Use Propvucts, INc. 
(36 U. S. P. Q. 530) 


United States District Court, Southern District of New York 
December 29, 1937 


Unrarir Competirion—Imiratinc Non-Functionat Features or Goons. 
The use by defendant on its blowers of non-functional features, such 
as color, design and get-up, similar to those used with priority by 
plaintiff on its blowers, held unfair competition. 
In equity. Action for unfair competition in imitating non- 
functional features. Injunction granted. 


W. H. Swenarton, of New York City, for plaintiff. 
Isidor Mates (Hyman Mates, of counsel), both of New York 
City, for defendant. 


Huvsert, D. J.: The defendant’s blower, in appearance, is a 
Chinese copy of that of the plaintiff and, to a casual observer, not 
distinguishable except upon a close inspection of the name plates 
used by the plaintiff and defendant respectively. 

It was testified by Mr. Babbin that the efficiency of defendant’s 
product would not be impaired by structural changes in the housing 
of the defendant’s product which would eliminate those confusing 
features. Plaintiff's blower has been on the market for over twenty 
vears, and during the period since 1915 one of its distinguishing 


characteristics is that the exterior of the housing has been painted 


olive green. There is some testimony that the Garden City Blower 
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Company also put out a blower painted green, but it was admitted 
by Mr. Babbin that the use of green paint by the Garden City con- 
cern had been discontinued about four years ago, and the witness 
Hess had not seen any green-painted product of the Garden City 
Company since 19380. 

A comparison of the cover of the catalog of the Garden City 
Company with that of the cover of the plaintiff’s catalog shows 
there is a very decided difference in the manner in which the green 
is used, or was used, on the Garden City product as compared to 
the product of the plaintiff. 

The defendant did not undertake to produce its blower until 
about three years ago. Mr. Petaky, who has handled the plaintiff's 
blowers as well as the Buffalo blower for a period of about fifteen 
vears, testified to a specific complaint from a customer following 
which, before he reported that complaint to the plaintiff, he went 
to the place of business of the defendant for the purpose of inspect- 
ing the blower which he had been informed the defendant was sell- 
ing in competition with that of the plaintiff. He referred to subse- 
quent complaints and testified that he had considerable difficulty in 
disposing of the stock of plaintiff's blowers on hand from the time 
that he received said complaints. After he had seen the defendant's 
blower and had had a conversation with Mr. Briggs, vice-president 
of the plaintiff, he communicated with one Klaff who, at the in- 
stance of Petaky, bought a blower identical in appearance with that 
of the plaintiff, except for the name plate, for which Klaff paid $50, 
whereas the plaintiff’s blower of the same type would have cost 
him $60 or more. 

On the one hand we have the testimony of Mr. Briggs, cor- 
roborated by Mr. Lennon, and on the other hand we have the testi- 
mony of Mr. Babbin, supported by the testimony of Mr. Hess, as 
to what took place when Mr. Briggs and Mr. Lennon went down to 
the place of business of the defendant. Mr. Briggs says that the 
information with respect to the defendant’s blower was quoted to 
him out of a catalog of the plaintiff. Mr. Babbin admits that he did 


quote out of the catalog of the plaintiff in order to give Mr. Briggs 
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the information which Mr. Briggs requested with regard to the 
plaintiff's product, but that the information with respect to the de- 
fendant’s product was given to Mr. Briggs, according to the tes- 
timony of Mr. Hess, out of the catalog of the defendant. 

Considering the circumstances under which Mr. Briggs went to 
the place of business of the defendant, it does not seem reasonable 
to me that he would have disclosed, but rather would have concealed, 
his identity as a representative of the Ilg Manufacturing Company, 
and I feel bound to accept the testimony of Mr. Briggs and Mr. 
Lennon upon that issue as against that of Mr. Babbin and Mr. Hess. 

The plaintiff brought this suit upon two causes of action, accord 
ing to the bill filed August 5, 19385. The first was for an infringe- 
ment of copyright, and the second for unfair competition. It ap 
pears that the plaintiff had a registered United States copyright on 
its catalog and the defendant is charged with infringement thereof, 
and that by reason of certain changes which were made in the cata 
log published by the defendant, the first cause of action was dis- 
missed but the second survived. 

Unfair competition, except as effected by legislative enactment ‘ 
is dependent on abstract principles of law .... may be concerned with any 
article of trade. West Publishing Co, v. Edward Thompson Co., 169 Fed. 
833, modified (C. C. A. 2), 176 Fed. 833. 

The plaintiff is not without a remedy. Yale & Towne Mfq. Co. 
v. Alder (C. C. A. 2), 154 Fed. 37. Cf. Lektro-Shave Corporation 
v. General Shaver Corporation (C. C. A. 2), 92 Fed. (2d) 435. 

The plaintiff and defendant are corporations organized under the 
laws of the State of Louisiana and New York, respectively; each 
having a place of business in the borough of Manhattan, county and 
state of New York, within this judicial district. 

I tind that more than five years ago the plaintiff originated and 
adopted for the blowers manufactured and sold by it certain charac 
teristics, non-functional, distinguishing features and ornamentation, 
which it has continuously employed since, and among which features 
and ornamentation were a housing having similar opposing cast-iron 
sides connected together by a heavy sheet metal scroll or spiral 


designed with curvature and specially designed legs, identical with 
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each other, bolted to specially positioned brackets mounted on the 
sides of such housing and a sheet metal bowl fitted into an aperture 
in one of the sides for the reception of the electric motor or bearing 
bracket; that for upwards of twenty years plaintiff has colored the 
external portion of the housing of its blowers in a characteristic 
green paint, and there is no proof that at the time plaintiff selected 
this olive green color for the exterior of its blower housing that green 
paint had been used or employed in connection with the construction 
and sale of any other blowers sold by any other manufacturer. 

The proof in the case is that the plaintiff's blower has been 
widely advertised throughout the United States, and that the plain- 
tiff has effected sales annually aggregating large sums of money in 
the United States and abroad; that subsequent to the beginning of 
the manufacture and sale of blowers by the plaintiff, but not more 
than six years prior to the commencement of this action, the defend 
ant, with knowledge of the plaintiff's blower and without the con- 
sent of the plaintiff but with the intent to simulate the plaintiff's 
blower and divert plaintiff's business in blowers to itself, the de- 
fendant began prior to the commencement of this action and at the 
time of the commencement thereof, was engaged in the manufacture 
and sale throughout the United States, and especially within and 
throughout the Southern District of New York, of blowers sub 
stantially identical in size, shape, ornamentation, and general ap 
pearance to the blowers made and sold by the plaintiff and possessing 
the characteristics of the nonfunctional features of the plaintiff's 
blower, including the same external olive green color. 

These acts on the part of the defendant constitute unfair prac 
tices in commerce and trade. The identity or deceptive resemblance 
in appearance of the blowers manufactured by the defendant has 
had the effect of deceiving the public and diverting sales from the 
plaintiff of its blowers to the defendant, as to which the court be 
lieves that the plaintiff has sustained damages, the amount of which 
cannot be determined without specific testimony upon that issue. 

There will, therefore, be a decree enjoining and restraining the 


defendant from the continuance of the manufacture and sale of the 
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blower that is a similitude of that of the plaintiff, and directing : 
reference to a special master to take and state an account and report 
upon the damages sustained by the plaintiff. 

Unless the parties stipulate to accept this decision as the findings 
of fact and conclusions of law, formal findings may be proposed by 


either party on notice of settlement to the other. 


Joun H. Woopsvry, Inc. v. Wittiam A. Woopsury CorporaTIoN 
ET AL. 
(23 F. S. 768) 
United States District Court, Southern District of New York 
June 13, 1938 


Unrair Competition—“‘Woopsury’s” on Facrat Soaps—INJUNCTION AND 
Decree—Use or DistinGuIsH1nG NOTICE. 

In an action to restrain defendants from the confusing use of the 
name “Woodbury” on facial soaps put out by them, the fact that the 
use on their labels of a distinguishing notice that lent itself to sales 
resistance, held not sufficient ground for modifying the decree, inasmuch 
as the notice could hardly be less specific if the decree was to serve its 
purpose. 

In equity. On motion to modify decree with respect to dis- 
tinguishing notice. Motion denied. Supplementing opinion in 23 
Fed. Supp. 162 (28 T.-M. Rep. 65). 


Edward S. Rogers and John C. Pemberton, both of New York 
City (Edward S. Rogers, John C. Pemberton and Clifton 
Cooper, all of New York City, of counsel), for plaintiff. 

Isaac Reiss (Arthur A. J. Weglein, Isaac Reiss, and Elliot Paley, 
all of New York City, of counsel), for defendant Woodbury 
Corporation. 


Knox, D. J.: If confusion between plaintiff's and defendants’ 
goods is effectually to be avoided, it is necessary that the products 


of one company be clearly distinguishable from those of the other. 


My ingenuity at phrase-making is insufficient to enable me to alight 
upon a legend which will, at once, satisfy the rights of plaintiff and 


be fully protective of the commercial requirements of defendants. 


The legend proposed by defendants would result in great advantage 
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to them and be most harmful to plaintiff. The legend would carry 
the implication that plaintiff, rather than defendants, is the offend- 
ing party. It must be rejected. That the legend which my decree 
directs be borne by defendants’ products lends itself to sales re- 


sistance must be admitted. At the same time, if the decree is to serve 
















its purpose, the legend can hardly be less specific. Until modified 
or reversed by the Court of Appeals, the decree will have to stand. 


Motion denied. 


GLENMORE DisTILLERIES Co. v. NATIONAL DisTILLERS PrRopuctTs 
CorPORATION 
(23 F. S. 928) 


United States District Court, Eastern District of Virginia 


July 1, 1938 






Trape-Mark INFRINGEMENT—DECcISION OF Patent OrriceE—EFrFect. 
A decision by the Patent Office that there is likelihood of confusion 
between two trade-marks is persuasive, but not conclusive, as the ques- 
tion must be determined from the particular facts of the case. 
TrapE-Mark INFRINGEMENT—DEFINITION. 

To decide that infringement exists, it is necessary that the resem- 
blance be so close as to be likely to confuse purchasers exercising or- 
dinary caution. e 

Trape-Mark INFRINGEMENT—“Kentucky TAveRN” anp “Town 'TaverRN” 
on WuiskEY—Non-ConrFiictinc Marks. 

Although the words “Kentucky Tavern,” used as a trade-mark on 
whiskey by plaintiff and its predecessor, had acquired a secondary 
meaning in certain territory, held that said secondary meaning was not 
sufficient to justify enjoining the defendant from the use of the trade- 

mark “Town Tavern” on similar goods, particularly as there was no 
evidence of confusion. 


In equity. Suit for alleged infringement of trade-mark. Bill 

dismissed. 

Mason, Fenwick & Lawrence, of Washington, D. C., and Wil- 
liams, Mullen Williams & Hazelgrove, of Richmond, Va. 
(Edward G. Fenwick and Charles R. Fenwick, both of Wash- 
ington, D. C.; Guy B. Hazelgrove and Halph T. Catterall, 
both of Richmond, Va., and J. H. Gold, of Louisville, Ky., 


of counsel), for plaintiff. 
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Hunton, Williams, Anderson, Gay & Moore, of Richmond, Va., 
and Breed, Abbott & Morgan, of New York City, Thomas B. 
Gay, of Richmond, Va., Gerald J. Craugh and Edward A. 
Craighill, Jr., both of New York City, and Lewis F. Powell, 


Jr., of Richmond, Va., of counsel), for defendant. 


Pottarp, D. J.: This is a trade-mark infringement suit in 
which the plaintiff, Glenmore Distilleries Company, the owner of 
the trade-mark “Kentucky Tavern” for whiskey, is seeking injunc- 
tive relief against the defendant, National Distilleries Products 
Corporation, by reason of the use by the defendant in the manufac- 
ture and sale of whiskey of the trade-name “Town Tavern.” 

Plaintiff is a corporation of the State of Kentucky, and the de 
fendant is a corporation of the State of Virginia with its principal 
office in the City of Richmond, in the Eastern District of Virginia. 
The jurisdiction of this court is invoked by reason of the diversity 
of citizenship of the parties in a cause wherein the amount in con- 
troversy exceeds the sum of $3,000, and as one arising under the 
trade-mark laws of the United States. 

Plaintiff is engaged in the business of distilling, rectifying, blend- 
ing, bottling and selling whiskey, having its principal place of busi- 
ness in the City of Louisville, in the said State of Kentucky. Glen- 
more Distilleries Company was incorporated under the laws of the 
State of Kentucky in 1901. James Thompson & Bro., was incor- 
porated under the laws of the State of Kentucky in the year 1905. 
On or about August 17, 1927, Thompson Holding Company was in- 
corporated under the laws of the State of Kentucky. On October 
14, 1927, Glenmore Distilleries Company, James Thompson & Bro. 
and Thompson Holding Company were merged under the provisions 
of the Kentucky statutes and the consolidated corporation resulting 
therefrom is Glenmore Distilleries Company, the plaintiff herein. 
Plaintiff is the successor to all the property rights and interest of 
each and all of said merged corporations, including all the right, 


title and interest in and to the good-will and trade-marks of James 


Thompson & Bro, At the time of said merger James Thompson & 


Bro. was then, and for many years theretofore had been, engaged 
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in the distilling of whiskey, which was distributed and sold in the 
State of Kentucky as well as elsewhere in the United States in inter- 
state commerce. In the year 1903 James Thompson & Bro. adopted 
as a trade-name for its whiskey the words “Kentucky Tavern,” 
which trade-mark it thereafter continuously applied to whiskey of 
its own manufacture and use and circulated same in interstate com- 
merce in connection with the sale of its product. On September 15, 
1916, James Thompson & Bro. filed with the Commissioner of 
Patents an application for the registration of the trade-mark “Ken- 
tucky Tavern” for whiskey and thereafter a certificate of registra- 
tion of said trade-mark, No. 114,576, was issued by the Commissioner 
of Patents to James Thompson & Bro. under date of December 19, 
1916. Upon the said consolidation or merger of James Thompson 
& Bro. with plaintiff, Glenmore Distilleries Company, as aforestated, 
said registered trade-mark No. 114,576 was assigned to plaintiff 
and such assignment was recorded in the United States Patent 
Office under Liber O-161, page 369. Said trade-mark ‘“‘Kentucky 
Tavern” has been applied to straight bourbon whiskey bottled in 
bond at 100 proof by plaintiff and its predecessor in title and the 
whiskey bearing said trade-mark has been sold and distributed 
throughout the United States in interstate commerce and has been, 
and is now being, sold in the State of Virginia. Said trade-mark, 
“Kentucky Tavern” is applied by plaintiff to bottles containing its 
whiskey by means of labels affixed thereto, and by printing same on 
cartons, cases and packages containing the goods and by means of 
stencils on the ends of barrels. 

On or about July 11, 1934, Penn-Maryland Corporation, a Dela- 
ware corporation, adopted the trade-mark consisting of the words 
“Town Tavern” for whiskey. In or about January, 1936, Penn- 
Maryland Corporation was dissolved and defendant herein, by cor- 
porate succession, became the owner of all of the assets, trade-marks, 
trade-names and good-will of the business in connection with which 
they were used, including said trade-mark “Town Tavern”; and 
whiskey bearing said trade-mark has been sold by Penn-Maryland 
Corporation and its successor, the defendant herein, continuously 


and extensively throughout the United States in interstate commerce. 








’ 
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including the State of Virginia, since on or about July 11, 19384. On 
or about September 18, 1934, plaintiff notified Penn-Maryland Cor- 
poration that plaintiff considered the trade-mark “Town Tavern” 
to be an infringement of the trade-mark “Kentucky Tavern” and 
requested Penn-Maryland Corporation to discontinue the use of the 
trade-mark “Town Tavern,” but Penn-Maryland Corporation there- 
upon notified plaintiff that it did not consider it was violating any 
alleged rights of plaintiff and refused to discontinue the use of the 
trade-mark “Town Tavern.”’ On or about January 18, 1935, plain- 
tiff filed suit against Penn-Maryland Corporation in the United 
States District Court for the District of Delaware upon the same 
cause of action as is alleged in the bill of complaint in this suit. 
Penn-Maryland Corporation filed its answer to that suit on February 
7, 1935, denying plaintiff’s claim. On April 26, 1935, and while 
said Delaware suit was pending, Penn-Maryland Corporation filed 
an application in the United States Patent Office to register its trade- 
mark ““Town Tavern” and such application was published in the 
Official Gazette of the Patent Office on June 11, 1935. On June 26, 
1935, plaintiff filed a notice of opposition to such application for 


or 


registration of the trade-mark “Town Tavern.” On August 10, 
1936, the Examiner of Interferences rendered his decision in said 
Patent Office proceeding, in which he stated that, because Penn- 
Maryland Corporation had not, in accordance with the rules, printed 
its depositions taken in Louisville, the Examiner of Interferences 
had not considered same in arriving at his decision. The Examiner 
of Interferences in his decision sustained such notice of opposition 
and held that ““Town Tavern” should not be registered as a trade- 
mark because “there is at least reasonable doubt that confusion 
would be likely to result from concurrent use of these marks.” On 
June 26, 1935, without notice to Penn-Maryland Corporation or its 
attorneys, plaintiff obtained an order of the Delaware court dismiss- 
ing, without prejudice, the bill of complaint in said Delaware suit. 
Penn-Maryland Corporation and its successor, defendant herein, 
never ceased using the trade-mark ‘““Town Tavern,” and thereafter, 


and on April 21, 1937, plaintiff instituted this suit. 
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In the years 1911 to 1919, both inclusive, plaintiff's predecessor 
in title sold 10,676 cases of “Kentucky Tavern” whiskey at an ag- 
gregate price of $111,640.36 and 61,060 barrels of “Kentucky 
Tavern” whiskey at an aggregate sales price of $2,591,672.75. In 
the years 1920 to 1933, both inclusive, plaintiff and its predecessor 
in title sold 123,687 cases of “Kentucky Tavern” whiskey at an 
aggregate sales price of $3,635,045.72 and 144 barrels of “Kentucky 
Tavern” whiskey at an aggregate sales price of $28,780.50. In the 
years 1934 to 1937, both inclusive, plaintiff sold 64,788 cases, or 
about 1,300,000 bottles of “Kentucky Tavern” whiskey at an ag- 
gregate sales price of $2,994,015.09. From November 9, 1910, to 
December 31, 1918, plaintiff's predecessor in title spent the sum 
of $59,117.34 in advertising “Kentucky Tavern” whiskey, of which 
$1,440.17 represented the amount spent for newspaper advertising. 
From June 1, 1934, to December 31, 1937, plaintiff spent $230,- 
873.389 in advertising its “Kentucky Tavern’ whiskey, of which 
*37,793.55 was spent in newspaper advertising. From on or about 
July 11, 1984, to December 31, 1937, defendant and its predecessor 
in title sold 1,785,752 cases, or about 35,000,000 bottles, of “Town 
Tavern” whiskey at an aggregate sales price of $20,781,720.67 and 
in the same period defendant and its predecessor in title spent 
$1,674,949.13 in advertising “Town Tavern” whiskey, of which 
$1,148,544.22 was spent in newspaper advertising. 

At and prior to the date of adoption of the trade-mark “Ken- 
tucky Tavern” by plaintiff's predecessor in title at least three 
other parties had used or were using trade-marks containing the 
word “Tavern” as a part thereof upon distilled alcoholic liquors, 
to wit: Joseph A. Magnus & Company of Cincinnati, Ohio, which 
was using the trade-mark “Ye Old Tavern” upon whiskey; Mallard 
Distilling Company of Montgomery, Ala., and New York, N. Y., 
which was using the trade-mark “Red Tavern” on whiskey and gin; 
and Fleischmann Company, which was using the trade-mark “White 
Tavern” on gin. 

Plaintiff's “Kentucky Tavern’ whiskey is a_bottled-in-bond 


bourbon whiskey and is sold at an age of at least four years, and 
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during the time that defendant's “Town Tavern” whiskey has been 


on the market the price of “Kentucky Tavern” whiskey has ranged 
from about $2.45 per pint to about *8 per pint. During all of the 
time that the defendant’s “Town Tavern” whiskey has been on the 
market it has been exclusively a rye whiskey except that during a 
part of the year 1937 about 160,000 bottles of bourbon whiskey 
marked “Town Tavern” were sold by defendant. Defendant's 
“Town Tavern” whiskey has never been sold at an age of more 
than two years and its price has generally been under $1 per pint. 

The suit is one for technical trade-mark infringement. The 
specific act of which the plaintiff complains is the adoption and use 
by the defendant of a trade-name containing the word “Tavern.” 
Plaintiff does not claim that such adoption was fraudulently made, 
and there is no claim that defendant's label or package simulates 
the label or package of the plaintiff. Neither is there any claim that 
the defendant has engaged in any unfair competition except as a 
technical trade-mark infringement may be said to be unfair com- 
petition. 

The defenses asserted by the defendant are: (1) “Kentucky 
Tavern” is not a valid technical trade-mark; and (2) No infringe- 
ment. In the view I take of the case it will only be necessary to con- 
sider the second defense and to determine whether the use by the 
defendant of “Town Tavern” as a trade-name for whiskey is an 
infringement of “Kentucky Tavern” used by the plaintiff as a trade 
mark for whiskey. The infringement of a trade-mark consists of 
its use or imitation by another in the sale of his goods in such 
manner that the purchasers of such goods are deceived, or liable to 
be deceived, and induced to believe that they are manufactured and 
sold by the owner of the trade-mark. The general rule in determin- 
ing whether an infringement exists is that the resemblance must be 
so close that it is likely to confuse the purchaser exercising ordinary 
caution in his dealings. When this occurs, injunctive relief will be 
granted on the principle that the defendant should not be permitted 
to sell his goods as the goods of the plaintiff, thus misleading the 


public to the injury of the latter. 
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In determining whether there has been an infringement, ihe 
reported cases are helpful only insofar as they lay down general 
principles. The question of infringement must be determined upon 
the particular facts of the case in hand. A decision by the Patent 
Office that there is likelihood of confusion between the two is per 
suasive but not conclusive. John Morrell & Co. v. Doyle, 7 Cir., 
97 Fed. (2d) 282, April, 1938 [28 T.-M. Rep. 286]. 

Equity does not absolutely insure the consumers of the plaintiff's 
article against deceit. It grants no relief unless the similarity be- 
tween the two marks is of a character to deceive the casual con- 
sumer while exercising due caution ordinarily used in the purchase 
of such articles. McLean v. Fleming, 96 U.S. 245, 24 L. Ed. 828. 

In determining whether there is likelihood of confusion the judge- 
ment of the eye and ear is more satisfactory than evidence from any 


other source as to the possibility of parties being misled so as to 


take one article for the other. Liggett & Myers Tobacco Co. v. 
F'inzer, 128 U. S. 182, 9 S. Ct. 60, 32 L. Ed. 395. It is only in 


doubtful cases that actual instances of confusion may be helpful in 
arriving at correct decisions. J alvoline Oil Co. v. Havoline Oil 
Co., D. C., 211 Fed. 189 [4 T.-M. Rep. 257]. 

In determining the confusion or likelihood of confusion resulting 
from the use of a similar trade-mark, the marks must be viewed 
in their entirety. John Morrell & Co. v. Hauser Packing Co., 9 
Cir., 20 F. (2d) 7138 [17 T.-M. Rep. 411]; Beckwith v. Com’r of 
Patents, 252 U. S. 588, 40 S. Ct. 414, 64 L. Ed. 705 [10 T.-M. 
Rep. 255]; Van Camp Sea Food Co., Inc. v. Westgate Sea Products 
Co., 9 Cir., 28 F. (2d) 957 [19 T.-M. Rep. 189]. 

Where the competing trade-marks each consists of two words, 
the last word in each being the same and the first word in each 
being distinctly different, the great weight of authority is that no 
infringement exists. In Coca-Cola Company v. Carlisle Bottling 
Works, 143 F. (2d) 101, D. C. Ky., affirmed, 6 Cir., 43 F. (2d) 119 
[20 T.-M. Rep. 403], certiorari denied 282 U. S. 882, 51 S. Ct. 86, 
75 L. Ed. 778, the court held that “Roxa-Cola” did not infringe 
“Coca-Cola.” In the District Court opinion Judge Cochran said at 


page 114: 
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I think, therefore, that I am justified in drawing from this survey 
the general rule that in such cases where the front part of the two trade- 
marks involved differ in appearance, sound, and meaning, there is no in- 
fringement even though there may be similarity amounting to identity in 
the last parts. It is only a very exceptional case which will not be 
governed by this rule. 

See also Gold Dust Corp. v. Hoffenberg, 2 Cir., 87 F. (2d) 
151 [26 T.-M. Rep. 414], holding “Silver Dust” did not infringe 
“Gold Dust”; Armour & Co. v. Louisville Provision Co., D. C.., 
275 Fed. 92, affirmed 6 Cir., 283 Fed. 42 [13 T.-M. Rep. 44], 
certiorari denied 260 U. S. 744, 43 S. Ct. 164, 67 L. Ed. 492, hold- 
ing that “Southern Star’ did not infringe “Armour’s Star’; Sears 
Roebuck & Co. v. Elliott Varnish Co., 7 Cir., 282 Fed. 588 [6 T.-M. 
Rep. 345], holding that “Never Leak” did not infringe “Roof 
Leak”; Procter & Gamble Co. v. Globe Refining Co., 6 Cir., 92 Fed. 
357, holding that ““Everybody’s Soap” did not infringe “Every-Day 
Soap”; Eskimo Pie Corp. v. Honeymoon Pie Corp., D. C., 25 F. 
(2d) 154 [18 T.-M. Rep. 361], holding that “Honeymoon Pie” 
did not infringe “Eskimo Pie.” 

In the light of the foregoing rules of decision laid down by the 
authorities, I now revert to a consideration of the question of in- 
fringement. Should the defendant be enjoined on the ground that 
“Town Tavern” infringes “Kentucky Tavern’? 

In the brief of counsel for the plaintiff it is stated that the sole 
issue in this proceeding is whether the trade-mark “Town Tavern” 
as used by the defendant is likely to cause confusion in the trade 
or in the minds of the purchasing public with the registered trade- 
mark “Kentucky Tavern” of the plaintiff, both used in connection 
with whiskey. Much testimony was taken on this issue. In the 
brief of counsel for the plaintiff references are made to instances 
in the evidence which, it is claimed, establish confusion or likelihood 
of confusion. I have read the evidence to which the briefs refer. 
In my opinion the testimony does not measure up to that standard of 
proof which is required to justify a court in granting equitable relief 
in a suit for technical trade-mark infringement. Since the year 
1934, when the defendant adopted the trade-mark “Town Tavern,” 


there have been millions of sales of whiskey of the plaintiff and de- 
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fendant under their respective trade-marks. Considering the volume 
of the product made and sold, the instances of alleged confusion 
appear insignificant. Actually, only one witness was offered who 
was a member of the purchasing public. In the other instances the 
evidence is the testimony of persons other than purchasers relating 
to confusion of careless purchasers who, upon the exercise of ordi- 
nary care in their purchases, became ordinary purchasers, lost their 
confusion and actually received the whiskey they wanted. The 
standard of proof which the law requires is not met by evidence of 
thoughtless acts of inattentive persons. In order to grant injunctive 
relief the court must be convinced that ordinary purchasers, buying 
with ordinary caution, are likely to be misled. 

Not only does the evidence fail to establish likelihood of confu- 
sion, but the judgment of the eye and ear makes inescapable the 
conclusion that “Kentucky Tavern” is not infringed by ‘Town 
Tavern.” The first word in each mark bears no resemblance in 
meaning, sight or sound, and the only similiarity in the two trade- 
marks arises from the use in each of the identical word as the second 
part of the name. When two competing marks each consists of two 
words, the last words being identical and the first words being dif- 
ferent in meaning, sight and sound, the dissimilar words render the 
trade-marks, viewed in their entirety, clearly distinguishable to the 
eye and ear. 

Nor can I agree, as the plaintiff contends, that the plaintiff is 
entitled to protection because the name “Tavern” has been so long 
and exclusively identified with its product as to have acquired a 
secondary meaning indicating its product alone. All that the first 
user of a name which has acquired a secondary meaning can insist 
upon is that no one shall use it against him in an unfair way. It is 
not claimed that the defendant in this case has engaged in any unfair 
competition except as a technical trade-mark infringement may be 
said to be unfair competition. If it be assumed, as the plaintiff 
claims, that its name has acquired a secondary meaning, yet in the 
absence of a showing of confusion in the minds of the purchasing 


public from the mere similarity of plaintiff's and defendant's trade- 
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marks, the plaintiff is not entitled to injunctive relief. Bliss, 
Fabyan & Co. v. Aileen Mills, 4 Cir., 25 F. (2d) 370 [18 T.-M. Rep. 
334]. 

An order may be presented dismissing the bill, with costs to the 


defendant. 


R. B. Davis Company v. Sam Suer, Trading under the Name and 


Style of CuoCo-Lo-Matt Propwucts Co. 
New Jersey Court of Chancery 
August 3, 1938 


Unrarr Competirion—‘Cocomatr” ann “CHoCo-Lo-Ma.ir” on CHocoLate- 
Friavorep BeveraGes—ConrFuictinG MaArKs—-SECONDARY MEANING. 

Where plaintiff's long and widespread use of the word “Cocomalt” 
on a food drink had given the name a secondary meaning as indicating 
plaintiff's product exclusively, the use by defendant, on a similar product 
and in its firm name, of the word “ChoCo-Lo-Malt, held unfair competi- 
tion and an injunction was ordered. 

Unrarr Competit1ion—UsE or Stm1ILarR CONTAINERS, 

The use by defendant of containers similar in color and appearance 
to those used by defendant on a competing product held liable to deceive 
the public and, accordingly, unfair competition. 

In equity. Action for unfair competition in the use of a similar 


trade-mark and dress of goods. Injunction granted. 


Drewen and Nugent (John Drewen, of counsel), and Nims and 
Verdi (Wallace H. Martin and Stewart L. Whitman, of coun- 
sel), of New York City, for plaintiff. 


Nathaniel W. Franzblau, for defendant. 


Kays, V. C.: This action seeks to enjoin the defendant from 
the use of the word “ChoCo-Lo-Malt” as a trade-mark and from 
other acts of unfair competition including the use of the containers 
in which he distributes his product. 

Complainant is a New Jersey corporation with its principal 
place of business and factory at Hoboken, N. J. It manufactures 


and sells food products including a chocolate flavored food under 


the trade-mark “Cocomalt.’’ Defendant, Sam Sher, trades under 
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the name and style of “ChoCo-Lo-Malt Company.” He resides at 
Newark, N. J. His product is sold and distributed from his 
residence there and is labeled ““ChoCo-Lo-Malt.” 

Complainant filed its trade-mark (“‘Cocomalt”) in the United 
States Patent Office of November 16, 1926 and received a certificate 
of registration No. 220963. Since that time it has continuously 
manufactured and sold the product “Cocomalt,” which product is in- 
tended to be mixed with hot or cold milk. It provides what com- 
plainant calls a “nutritious and pleasing” food drink. Complainant 
has conducted an extensive advertising campaign for the past ten 
vears at a large expense in order to keep its product before the 
people to stimulate its sales. As a result of complainant’s efforts 
“Cocomalt” is marketed generally throughout the United States and 
in about fifty foreign countries. The average annual sales during 
the past ten years has been about six million cans. 

The defendant, Sam Sher, began his operation of marketing 
“ChoCo-Lo-Malt” about two years ago. His product is also a 
powder to be mixed with milk as a food drink. Both products have 
a chocolate or cocoa flavor and both contain cocoa and malt. The 
process of manufacture of the two products appears to be different. 
The manufacturing process of the complainant’s products is more 
costly. “ChoCo-Lo-Malt” originally was packed and sold in one 
pound cans, the colors and labels of which bear a striking resem- 
blance to the products of the complainant. Under the trade-mark 
on the “Cocomalt” can in large letters appear the words “A Delicious 
Food Drink, Chocolate Flavor.” On the “ChoCo-Lo-Malt” can 
appear the words “A Delicious & Pure Healthful Food Drink.” 
When placed side by side the cans are easily distinguishable. When 
separated, however, a purchaser might easily be misled by their 
similarity. 

The important question is what effect does the appearance of 
the can and the similarity of the name make on the mind of the cus- 
tomer. Particularly, what effect do they have upon a casual or un- 
wary purchaser. The product of the defendant is sold to a large 


extent in the metropolitan areas of Newark and New York. The 
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evidence disclosed that, particularly in sections where there exists 
a large foreign-born population, ‘““ChoCo-Lo-Malt” was being sold to 
consumers who asked for, or who were under the impression they 
were buying “Cocomalt.” When complainant learned of the sales 
of “ChoCo-Lo-Malt” sometime in 1936, it immediately endeavored 
to locate its manufacturer and distributor. Upon locating Mr. 
Sher, the complainant demanded his immediate discontinuance of 
the sale of the product under the trade-name and in the cans bearing 
the labels above referred to. Some conferences were had between 
the parties and Sher agreed to dispose of the cans he was then using 
but made no promise to change the name. 

This action was, therefore, brought on the theory that the re- 
semblance of the cans which contained the competing articles was 
such that one would be mistaken for the other to the detriment of 
both the buyer and complainant. Such trade practices are not 
favored by our courts on the ground that it is unfair competition. 
National Biscuit Company v. Pacific Coast Biscuit Company (83 
N. J. Eq. 369) [4 T.-M. Rep. 356]. The question here involved is 
a question of fact to be determined by the court. United Cigar 
Stores Co. v. United Confectioners (92 N. J. Eq. 56) affirmed 92 
N. J. Eq. 449 [10 T.-M. Rep. 470]; The Rubber and Celluloid 
Harness Trimming Company v. The Rubber-Bound Brush Company 
et al. (81 N. J. Eq. 419) [3 T.-M. Rep. 496]; Wirtz v. Eagle 
Bottling Co. (50 N. J. Eq. 164). 

After considering the evidence in this case I have reached the 
conclusion that both by reason of the trade-name and the color and 
appearance of the cans, the cans of the defendant tend to deceive 
purchasers who intend to purchase “Cocomalt.” The law does not 
require a nice distinction or discrimination from the ordinary pur 
chaser. International Silver Company v. William H. Rogers Cor- 
poration (67 N. J. Eq. 646); Hilton v. Hilton (90 N. J. Eq. 564 
[9 T.-M. Rep. 391]; Wirtz v. Eagle Bottling Co. (supra). It makes 


no difference whether or not defendant actually intended to deceive 


the public or to unfairly compete with the complainant. Polackoff 
v. Sunkin (115 N. J. Eq. 1384) [24 T.-M. Rep. 63]. Defendant 
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contends that the name of his product is not deceiving and that 
neither the complainant nor any other person can claim the exclusive 
right to use the word “malt.’’ In answer to this, complainant says 
that the term “Cocomalt’” has acquired, by reason of its use, a 
secondary meaning which identifies its product. I think complainant 
is right in this contention. Where a descriptive word has by reason 
of long continued and exclusive use acquired a secondary meaning 
denoting origin or ownership it would not be equitable for another 
to simulate it, thus enabling him to pass his goods as the goods of 
the other. The Rubber and Celluloid Harness Trimming Company 
v. The Rubber-bound Brush Company et al. (supra). There are 
many cases in this state which hold to this view. National Biscuit 
Company v. Pacific Coast Biscuit Company (supra) ; Hilton v. 
Hilton (89 N. J. Eq. 472) [8 T.-M. Rep. 259]; Safety Storage 
Company v. Lupenski (100 N. J. Eq. 385); V’'anHorn v. Coogan 
(52 N. J. Eq. 380), and many others. Under these cases the owner 
of the established name has enjoined the use of similar names; 
‘“Uneeda Milk Biscuits” enjoined the use of the words “Abetta Milk 
Biscuit”; ‘““Oysterettes” enjoined the use of the word “Toke Point 
Oysterettes’’; “Oatmeal Crackers’ enjoined the use of the words 
“Abetta Oatmeal Crackers”; “The Hilton Company” enjoined the 
use of the name “Jos. Hilton & Co.” ; “Rubberset” enjoined the use 
of the word “Rubber-vule.”” Defendant argues that because he 
changed the color of his cans before the hearing in this case and 
after the bill was filed, he should not now be enjoined from using the 
color scheme formerly in use. Complainant is entitled to the relief 
sought relative to the use of the colors used by defendant at the 
time the bill was filed. The Clark Thread Company v. The William 
Clark Company (55 N. J. Eq. 658). The courts have pointed out 
that common sense should indicate to a defendant, in cases similar 
to this, that he has a choice of many other names which can be used 
to describe his product and thus avoid confusion with the product 
of his competitor. 

I have reached the conclusion that the defendant should be 


restrained from the use of the name “ChoCo-Lo-Malt Products 
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Company” or “ChoCo-Lo-Malt Company” or any name in which 
the name “ChoCo-Lo-Malt” shall form a part. The use of such 
name is objectionable when used as a trade-name or corporate title. 
as well as when it is used on the package of the product itself. The 
Rubber and Celluloid Harness Trimming Company v. The Rubber- 
Bound Brush Company et al. (supra). The restraint in this case 
should not contain the language set forth in paragraph “f” of the 
bill as it-is too broad. 

When the form of decree is presented to me I will hear counsel 
on the question of accounting, if complainant insists that he is en- 
titled to one. 


DeEcISIONS OF THE COMMISSIONER OF PATENTS 
Act of 1920 


Frazer, A. C.: Held that Wamsutta Mills is entitled to register, 
under the Act of 1920, the notation ““Equi-Tension” as a trade-mark 
for men’s negligee shirts, shorts and pajamas. 

In his decision, after noting that the Examiner had refused to 
register the mark on the ground that the notation “does not func- 
tion as a trade-mark,” the Assistant Commissioner said: 


Admittedly, the mark is descriptive of the goods, but if it also has 
trade-mark significance that is no bar to its registration under the 1920 
Act. As it is not an expression that would ordinarily be used in connec- 
tion with such goods, I am not convinced that it is without trade-mark 
significance. In fact, I think the showing made by applicant is quite 
persuasive that the mark is recognized in the trade as indicating the 
origin of applicant's merchandise.! 


Cancellation—Evidence 


Frazer, A. C.: Held that The Longini Shoe Manufacturing 
Company had not established adoption and use of the notation 
“Pleasure Tred,’ as a trade-mark for shoes, prior to the adoption 
and use by Raymond R. Ratcliff of the term “Pla-Zure Tred,” as 
a trade-mark for the same goods, and therefore dismissed the peti- 


1 Ex parte Wamsutta Mills, Ser. No. 361,640, 163 M. D. 105, August 8, 
1938. 
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tion brought by the former for the cancellation of the registration 
of the latter mark. 

In his decision, after noting that the Examiner of Interferences 
had rested his decision on priority of adoption and use solely upon 
a statement made by the vice-president and treasurer of the Longini 
Shoe Manufacturing Company on cross examination, the Assistant 
Commissioner said: 


After careful consideration I have reached the conclusion that the 
petition to cancel should have been dismissed. The burden of proof rested 
upon petitioner, and I do not think it has sustained that burden. A trade- 
mark registration should not be lightly cancelled; and where cancellation 
must rest upon the testimony of a single witness such testimony should 
it least be clear, consistent and free from uncertainty. Mr. Longini’s 
testimony is neither. 

Then, after referring to the testimony and noting that besides 
contradicting his previous testimony that petitioner’s first sale had 
been made in January, 1936, the witness’ assertion that a sale was 
made in October, 1935, was in direct contradiction of his testimony 
on direct examination that the dies with which the trade-mark was 

stamped on the shoes were not received by the company until 
October 28, he said: 

Petitioner's case was simple to prove, and doubts created by its own 
record, or by the absence therefrom of material evidence that was within 
its control, must be resolved against petitioner. Applying that rule, I do 
not think the proofs submitted entitle petitioner to the relief here sought." 


Frazer, A. C.: Held that Syncromatic Air Conditioning Cor 
poration is not entitled to register the term “Syncromatic” asa 
trade-mark for air-conditioning systems, in view of the prior use 
by Williams Oil-O-Matic Heating Corporation of the term “Air-O- 
Matic’ as applied to the same goods. 

In his decision he said: 


I think the Examiner of Interferences was right [in sustaining the 
opposition]. Applicant’s argument to the contrary is based largely upon 
the case of Williams Oil-O-Matice Heating Corporation vy. Bliss, 19 C. C. 
P. A. 21, 54 Fed. (2d) 480 [22 T.-M. Rep. 22], where registration was 
permitted of the word “Thermatic” over opposer's mark “Oil-O-Matic.” 


?The Longini Shoe Manufacturing Co. v. Raymond R. Ratcliff (doing 
business as Ratcliff Products & Sales Co.), Cane. No. 3,098, 163 M. DX 112, 
August 22, 1938. 
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Obviously those marks are less nearly similar than the ones here involved; 
and the goods to which the marks were applied, while of the same descrip- 
tive properties, were not identical. It is true that air conditioning installa- 
tions are relatively expensive, and that there is less likelihood of confusion 
than if the marks were applied to goods “of a character involving less 
discrimination and care in their purchase.” Nevertheless, I do not think 
it can be said beyond doubt that no confusion is likely, and where doubt 
exists it must be resolved in favor of the first user. 

Then, with reference to the ruling of the Examiner of Inter- 
ferences that the inclusion of the word “‘system” in the particular 
description of the goods was inapt, he said: 


This ruling was unquestionably correct, but may be overcome by appro- 
priate amendment to the application after the termination of this proceed- 
ing in the event applicant should finally prevail.* 


Conflicting Marks 


Frazer, A. C.: Held that Roanoke City Mills, Inc. is not 
entitled to register the word “Snofloss’”’ with a design, as a trade- 
mark for wheat flour, particularly adapted for cake and pastry 
making, in view of the prior registration by Pillsbury Flour Mills 
Company of the term “Sno Sheen” as a trade-mark for cake flour 
and wheat flour. 

In his decision the Assistant Commissioner noted applicant's 
argument that the prefix “Sno” had been so frequently employed 
in trade-marks for flour that it is public property and, after refer- 
ring to and quoting from the decision in Pepsodent Co. v. Comfort 
Manufacturing Co., 28 C. C. P. A. 1224, 83 Fed. (2d) 906 [26 
T.-M. Rep. 481], he said: 


While there are cases to support applicant’s position, some of which 
are cited in the brief, I think that so far as the Patent Office is concerned 
they must be deemed overruled by the Pepsodent case, supra, and other 
recent decisions of the same court. If an applicant’s mark is confusingly 
similar to the registered mark of an opposer, the fact that the opposer’s 
mark is likewise confusingly similar to the marks of others certainly does 
not remedy the situation. If material at all, it is only an additional reason 
why the application should be denied. 


He further said: 


‘Williams Oil-O-Matic Heating Corporation v. Syncromatic Air Con- 
ditioning Corporation, Opp’n No. 15,418, 163 M. D. 115, August 23, 1938. 
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Applying the well-known rule that doubts must be resolved against 
the newcomer, I am constrained to agree with the Examiner of Inter- 
ferences that “Snofloss” and “Sno Sheen” are too nearly alike to be 
concurrently used on identical merchandise of the character here involved 
without likelihood of confusion. I have not disregarded the design feature 
of applicant’s mark, but its goods would necessarily be known and called 
for as “Snofloss” flour, and the design would add no distinctiveness to 
the mark when spoken.4 


Frazer, A. C.: Held Vit Sales, Incorporated, is not entitled, 
as the assignee of Vit Incorporated, to register the term “Vit’’ as 
a trade-mark for shampoo in view of the ownership by the Bristol- 
Myers Company of the registered trade-mark “Vitalis” used in 
connection with a hair tonic. 

In his decision the Assistant Commissioner said: 


Manifestly, the goods of the parties are of the same descriptive proper- 
ties and are closely related. The marks differ considerably, and it may 
be possible that no confusion would be likely to result from their con- 
current use. I am not prepared to hold, however, that the question is 
free from doubt; and, as stated by the Examiner of Interferences, doubts 
must “be resolved in favor of the prior user, which is here the opposer.” 


Frazer, A. C.: Held that Little Falls Manufacturing Com 
pany is not entitled to register the term “Adjustee’’ in association 
with the representation of a shield bearing the letters “LF” as a 
trade-mark for men’s, women’s, and children’s underwear, in view 
of the prior registration by Augusta Knitting Corporation of the 
term “‘Adjusto-Bak”’ for the same goods. 

In his decision the Assistant Commissioner said: 


Both [marks] are admittedly suggestive of adjustability. In appear- 
ance they are easily distinguishable but when pronounced they sound very 
much alike. Not only do I agree with the Examiner of Interferences that 
their concurrent use on identical merchandise of the character here involved 
would be likely to cause confusion; I think confusion would be inevitable. 


Then, after stating that applicant called attention to other 
registered trade-marks in support of the argument that confusion 
would be improbable, he said: 


* Pillsbury Flour Mills Company v. Roanoke City Mills, Opp’n No. 
16,541, 168 M. D. 106, August 8, 1938. 

° Bristol-Myers Company v. Vit Incorporated (ViVt Sales, Incorporated, 
\ssignee, Substituted), Opp’n No. 16,094, 163 M. D. 106, August 8, 1938. 
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That the similarity of an opposer's mark to those of third parties is 
of no materiality in a proceeding of this character is too weli established 
to require the citation of authorities.® 


Frazer, A. C.: Held that Lloyd O. Perry is not entitled to 
register the term “Chloro-Phedrine” as a trade-mark for medicines 
for head colds, ete., in view of the prior use of Schering Corpora- 
tion of the term “Chlorylen” as a trade-mark for medical and 
chemical pharmaceutical preparations for treating neuralgic and 
convulsive affections, and applied specifically to a preparation of 
trichlorethylene as an inhalant. 

In his decision the Assistant Commissioner said: 

Clearly, the goods of the parties are of the same descriptive proper- 
ties, and I am inclined to agree with opposer’s counsel that their concurrent 
sale under the marks involved would be reasonably likely to cause con- 
fusion. It is probably true, as stated by the Examiner, that to a physician 
or chemist the significance of “Chloro-Phedrine” and “Chlorylen” would be 
different, but I do not think that is a conclusive test. Many persons having 
no knowledge of chemical terms may purchase the goods of either party; 


and if such purchasers are likely to be confused, or unless confusion on 


their part is improbable beyond doubt, applicant’s mark should not be 
registered.? 


Frazer, A.C: Held that Arrow Distilleries, Ine., is not entitled 


to register the term “Pebble Springs’’ for straight bourbon whisky, 
in view of the prior use of the trade-mark “Pebble-Ford” for the 


same goods by Clear Spring Company. 


In his decision, after noting that the opposer had alleged use 
from a date prior to that of the applicant of the term “Pebble- 
Ford” and that this allegation had been admitted by the applicant 
in his answer and that the Examiner of Interferences had denied 
a motion to amend the answer to deny opposer's use of the term 
“Pebble Ford” prior to February 13, 1934, the Assistant Commis- 
sioner said: 


The Examiner of Interferences denied the motion, and as such action 
was Clearly within his discretion it will not be disturbed. Applicant con- 


® Augusta Knitting Corporation v. Little Falls Manufacturing Company, 
Inc., Opp’n No. 16,231, 163 M. D. 108, August 17, 1938. 

* Schering Corporation v. Lloyd O. Perry, Opp’n No. 16,233, 163 M. D. 
113, August 23, 1938. 
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tends that opposer’s testimony contradicts the quoted allegation of the 
notice, but with that contention I am unable to agree. 


He then said: 


During the oral argument it was expressly conceded by applicant's 
counsel that the trade-marks in issue are confusingly similar. This being 
true, and opposer being the first user, it follows that the opposition was 
properly sustained, and the decision of the Examiner of ‘Trade-Mark 
Interferences is accordingly affirmed.* 


Goods of Different Descriptive Properties 


Frazer, A. C.: Held that The Pure Oil Company is entitled 
to register the term “Puritan” as a trade-mark for various oil 
products. 

In his decision he noted that the Examiner of Interferences had 
found that the applicant had used the mark since September, 1906, 
but the opposer had established a use as early as 1905. He stated 


that the Examiner of Interferences found that an exhibit intro- 


duced by the opposer consisting of an old scrap book was sufficient 


to establish a use of the trade-mark as early as 1905, but that the 
Examiner had held that the goods of the two parties were not of 
the same descriptive propertigs. 

With reference to the scrap book the Assistant Commissioner 
said: 


I am not at all sure that the Examiner’s conclusion was warranted. 
The scrap book, which was introduced in toto and as a single exhibit, 
contains a miscellaneous collection of business stationery, circulars, form 
letters, and advertisements. Most of these papers are undated, but. on 
several dates have been inscribed with pen or pencil, some as early as 
1904 and others as late as 1913. Accepting these dates as authentic, it 
thus appears that the scrap book in its present condition could not have 
been more than twenty-four years old when opposer's testimony was 
taken in 1937. 

But even though it be assumed that individual entries bearing early 
dates may properly be considered under the ancient documents rule, I 
can find none to prove that opposer used the word “Puritan” as a trade- 
mark. The page referred to by the Examiner contains printed reproduc- 
tions of two letters dated, respectively, June 13 and June 27, 1905. Both 
are addressed to opposer and each refers to the writer’s use of “Puritan” 
oil soap. If these were original writings they may have some probative 
value, but as they are not the point need not be investigated. In my 
opinion they are utterly incompetent for any purpose. 


‘Clear Spring Company v. Arrow Distilleries, Inc., Opp’n No. 15,367, 
163 M. D. 114, August 23, 1938. 



















504 TWENTY-EIGHT TRADE-MARK REPORTER 






With reference to opposer’s argument that applicant’s right to 
register was barred by reason of an adverse decision in a previous 
opposition proceeding between the same parties involving the same 
mark, he said: 

The Examiner of Interferences refused to consider this ground of 
opposition because it had not been pleaded. While I think the Examiner's 
position was sound, I am also of the opinion that the prior decision does 


not constitute res adjudicata in any event, because the goods for which 
registration was sought were entirely different from those of the present 


application. 

With reference to the argument that the trade-mark sought to 
be registered is the name of opposer, after noting that this was 
pleaded in the notice of opposition but denied in the answer and 
no proof was offered by the opposer in this respect, he said: 

Opposer states that its articles of incorporation had been filed in the 
Trade-Mark Division before the commencement of this proceeding, and 
insists that judicial notice thereof should have been taken. Here again I 
think the Examiner of Interferences was warranted in his position. Cer- 
tainly that official may not be expected to search the records of the Patent 
Office for evidence in support of allegations found in a party’s pleading. 
If opposer’s corporate existence was deemed material it was a fact to be 
proved as part of opposer’s case. Even with such proof in the record, 
however, I should have no hesitancy in holding that the word “Puritan” 


is not opposer’s corporate name. Standing alone it is too common a word 
to signify any particular corporation of whose name it is only a part.® 


Non-conflicting Marks 


Frazer, A. C.: Held that Morse, Lockhart & Morse, Inc., is 


entitled to register the term “Firomatic” as a trade-mark for fuel 
control valves, notwithstanding the prior use by the Williams Oil- 
O-Matic Heating Corporation of various marks including “Oil- 
O-Matic,” “Dist-O-Matic,” etc., as trade-marks for liquid fuel 
burning devices. 

In his decision, after noting the ruling of the Examiner of 
Interferences that the differences between the goods and the dif- 
ferences between the marks was sufficient to justify a ruling that 
confusion in trade was not likely, the Assistant Commissioner said: 


® Puritan Soap Company v. The Pure Oil Company, Opp’n No. 15,877, 163 
M. D. 109, August 18, 1938. 
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I do not think the marks need be considered, because I am clearly of 
the opinion that the goods of the parties are of different descriptive 
properties. 

In All-American Mohawk Corporation v. Rollinson, 22 C. C. P. A. 1301, 
77 Fed. (2d) 926 [25 T.-M. Rep. 400], which was an opposition proceed- 
ing involving two identical marks, the Court of Customs and Patent 
Appeals stated in its opinion: 

“We are not in accord with the views of the Patent Office tribunals 
that complete electrical refrigerators are goods of the same descriptive 
properties as the goods to which appellee applies his mark, such as relays 
and thermostatic controls. Relays and thermostatic controls constitute 
very minor parts of an electric refrigerator.” 

So here, while some of opposer’s devices are equipped with fuel control 
valves, such valves are only minor parts thereof, and bear about the same 
relation to the complete machine as does a thermostatic control to an elec- 
tric refrigerator. If not in fact controlling, the cited case is at least a 
highly persuasive authority in support of my conclusion that the appli- 
cant’s goods and those of opposer are not of the same descriptive proper- 
ties.1° 


Frazer, A. C.: Held that H. Kirk White & Co. is entitled to 
register the notation “So-White Hand Cleaner,” the last two words 
being disclaimed, as a trade-mark for powdered hand cleaner, not- 
withstanding use by the Oakite Products, Inc., of the term “Oakite”’ 


as a trade-mark for cleaning powder of general utility. 


The ground of the decision is that the marks are not confusingly 
similar. 


In his decision the Assistant Commissioner said: 


Opposer relies strongly on the case of Buckeye Soda Co. v. Oakite 
Products, Inc., 19 C. C. P. A. 1034, 56 Fed. (2d) 462 [22 T.-M. Rep. 205], 
where the Court of Customs and Patent Appeals sustained its opposition 
to registration of the word “Novite” as a trade-mark for washing soda. 
“Novite” and “Oakite,’ however, are both coined words having no meaning 
except in a trade-mark sense, and are thus more susceptible to confusion 
than are marks “made up of ordinary words used in everyday conversa- 
tion.” The Bon Ami Co. v. McKesson § Robbins, Inc. (C. C. P. A.) 93 
Fed. (2d) 915 [28 T.-M. Rep. 87]. The expression “So-White,” while hav- 
ing the same vowel sounds and the same number of syllables as opposer’s 
mark, differs greatly therefrom in appearance and in sound, and _ its 
meaning is so simple that it could not well be misunderstood by the average 
child who is old enough to talk. 


10 Williams Oil-O-Matic Heating Corporation v. Morse, Lockhart & 
Morse, Inc., Opp’n No. 16,626, 163 M. D. 116, August 23, 1938. 

11 Qakite Products, Inc. v. II, Kirk White & Co., Opp’n No. 16,390, 163 
M. D. 118, August 26, 1938. 
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Frazer, A. C.: Held that Sparkletts Drinking Water Corpora- 
tion is entitled to register the term “‘Sparkeeta”’ in association with 
a hunting scene, as a trade-mark for carbonated beverages, par- 
ticularly carbonated water, notwithstanding the prior registration 
by Sparklets Corporation of the term “Sparklets,’” as a trade-mark 
for covered siphons and bulbs or capsules for containing compressed 
or liquified gas. 

In his decision the Assistant Commissioner noted that the 
siphons were intended to be filled by a purchaser with ordinary 











water which is carbonated by applying a capsule and releasing the 
compressed gas, and noted that in the case of Saratoga Springs 
Authority v. Old Faithful Corporation, Inc., 159 M. D. 900, 479 
O. G. 1002, 88 U. S. P. Q. 444 [27 T.-M. Rep. 592], it had been 
ruled that siphon bottles and mineral water were of the same 
descriptive properties. He then said: 


In that case, however, the marks involved were identical, while here 
they differ considerably. Even though the pictorial feature of applicant's 
mark be ignored, I doubt that confusion would be reasonably likely to 
result from the concurrent use of “Sparkeeta” on carbonated water and 
“Sparklets” on empty siphon bottles. The first syllable is, of course, the 
same in both words, but otherwise they are entirely different both in 
sound and appearance. Considering the differences in the goods to which 
they are applied, I think these marks are sufficiently dissimilar to be used 
without likelihood of confusion. 
















Then with reference to the question of opposer’s corporate 
name, he said: 


In the notice of opposition it was alleged that within the meaning of 
the Trade-Mark Act “Sparkeeta” is opposer’s corporate name, and opposer 
now urges that the opposition should be sustained on that ground. I am 
clearly of the opinion that opposer’s position is untenable, and that the 
Examiner of Interferences was correct in so holding.!* 












Frazer, A. C.: Held that Lee S. Smith & Son Manufacturing 
Company is entitled to register the notation “Plasticoll” as a trade- 
mark for elastic hydrocolloid material for use in taking dental 
impressions, notwithstanding the prior registration by The L. D. 
Caulk Company of the term “Dentocoll” as a trade-mark for mould- 
ing masses for dental purposes, namely, a moulding composition. 


12 Sparkletts Corporation v. Sparkletts Drinking Water Corporation, 
Opp’n No. 16,099, 163 M. D. 119, August 26, 1938. 
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In his decision, after noting that no testimony had been taken 
but it seemed to be agreed that the goods of both parties are used 
for the same purpose and sold exclusively to dentists, and the 
syllable “coll” is suggestive of a hydro-colloid base, and to be so 
understood by purchasers, the Assistant Commissioner said: 


Opposer contends that the first part of its mark suggests indentability, 
which in turn indicates the plasticity suggested by applicant’s mark, and 
that the two marks thus have the same significance. I am inclined to 
think that the syllable “dent,” occurring in the name of a dental prepara- 
tion, would be more likely to impress a dentist as having reference to teeth. 


But be that as it may, I doubt that he would be likely to confuse the two 
trade-marks. 


Then after stating that if the marks of the respective parties 
were applied to a product in use by the general public a different 


question would be presented, he said: 


It is possible, for example, that some purchasers would be confused if 
an item like toothpaste were sold under both marks. It is well established, 
however, that the class of purchasers to whom goods are sold is an impor- 
tant consideration in determining whether or not one trade-mark so nearly 
resembles another as to be likely to be confused therewith; and I am unable 
to believe that there is any reasonable likelihood of confusion in the minds 
of dentists between the marks “Dentocoll” and “Plasticoll.”!% 


Frazer, A. C.: Held that Lyman W. Carr is entitled to register 
the word “‘Keenizer” as a trade-mark for “coating effecting polishes 
possessing the incidental properties of a cleaner for furniture, 
automobile bodies, and varnished, lacquered, painted or enameled 
surfaces,” notwithstanding the prior use by The Simoniz Company 
of the term “Simoniz”’ as a trade-mark for goods of the same 
descriptive properties. 

In his decision the Assistant Commissioner said: 

Opposer points out numerous ways in which it asserts the two marks 
may be pronounced, some of which would result in a closer similarity than 
is normally apparent; but I think the type of possible confusion thus 
suggested is too far fetched and too highly speculative to warrant serious 
concern. As disclosed in opposer’s registration and in applicant’s drawing 
the marks differ widely in spelling, appearance and sound. ‘Their only 
common feature is the syllable “iz” or “niz,’ and opposer cannot success- 
fully claim ownership of that syllable in all combinations. Applicant’s 
only duty to opposer was to avoid confusing similarity of the marks as a 
whole, and that I think he has done. 


18 The L. D. Caulk Company v. Lee S. Smith & Son Manufacturing Com- 
pany, Opp’n No. 16,215, 163 M. D. 121, August 29, 1938. 
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Then, with reference to opposer’s argument based on the ground 


that it manufactures a cleaner which on its labels it misspells 


“kleener” and that applicant’s mark should be refused registration 
in view of that use, he said: 


I mention this ground of opposition only because it was ignored by the 
Examiner of Interferences, and opposer is doubtless entitled to a ruling 
thereon. The word not having been used as a trade-mark, and being obvi- 
ously incapable of trade-mark significance for the goods to which it is 
applied, its occurrence on opposer’s labels is clearly insufficient to defeat 
applicant’s right to register the arbitrary notation “Keenizer.”!4 


14'The Simoniz Company v. Lyman W. Carr, Opp’n No. 16,475, 163 M. 1, 
120, August 29, 1938. 
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Tue Grove Lasporatoriges, INc. v. Brewer & CoMPANY 


Brewer & Company v. THe Grove Laporarories, INc. 
(39 U. S. P. Q. 127) 


United States Circuit Court of Appeals, First Circuit 
September 27, 1938 


TrapE-Marks—Descriptive 'TeERMs—YV ALipIry. 

Words that are, in their primary meaning, descriptive cannot be 
withdrawn from public use by adoption as common-law trade-marks, 
nor registered in the Patent Office except under the ten-year proviso. 

Trape-Marks AND Unrair Competirion—Descrivtive TERMs—SECONDARY 
MEANING—ScoPE OF PROTECTION. 

Where a descriptive word, through long continued use, has acquired 
a secondary meaning as identifying exclusively the user’s product, it 
will be protected from unfair competition, but such secondary meaning 
is not protected as a trade-mark, apart from a statute granting such 
protection. 

Trape-Marks—“LaxativE Bromo QvININE” ANd “ILBQ”—Descriprive 
TERMS. 

The words “Laxative Bromo Quinine” and the letters “LLBQ” used 
as a contraction thereof, both employed as trade-marks on a remedy for 
the relief. of coughs and colds, held descriptive. 

Trape-Marks—ReEGistration—Fatse STATEMENT IN APPLICATION. 

The registration of the words “Laxative Bromo Quinine” and the 
letters “LBQ” held void because of false statement by applicant that 
the mark had been used by it since 1893. 

Trape-M arks—REGIsTRATION—F aiLureE TO VERIFY DECLARATION. 

Where the application for registration contained no declaration 
verified by the applicant, as required by the Act of 1905, the registration 
held invalid. 


In equity. Action for trade-mark infringement and unfair com- 
petition. Cross appeals from the United States District Court, 
District of Massachusetts. Reversed. 


Cedric W. Porter (W. Keane Small and Dike, Calver § Gray, of 
counsel), of Washington, D. C., for Grove Laboratories, Inc. 
Claude R. Branch (Charles Ryan, of counsel), both of Boston, 


Mass., for Brewer & Company. 
Before Binacuam, Witson and Morton, Circuit Judges. 


Binauam, C. J.: These are cross appeals from a final decree of 


the federal District Court for Massachusetts in a suit in equity 


brought by the plaintiff, the Paris Medicine Company, a Delaware 
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corporation, against Brewer & Company, Inc., a Massachusetts cor- 
poration, to restrain the defendant from using the letters “LPQ” 
upon its tablets and the labels on its boxes in the manufacture and 
sale of the tablets as a medicinal remedy for the relief of colds, 
fever, headache and neuralgia, claiming that it has a technical trade- 
mark in the letters “ILLBQ” as used by it and its predecessor ( Paris 
Medicine Company of Tennessee) for many years upon its tablets, 
the labels on its boxes and its advertising matter, in the sale of its 
tablets as a medicinal remedy for the relief of colds, fever, head- 
aches, etc.; and praying for damages and an accounting of profits 
due to said infringement. 

The decree adjudged (1) that the plaintiff is the sole owner 
and entitled to the exclusive use of the trade-mark “LBQ” as applied 
to medicinal tablets for the relief of colds, ete., and that it is a good 
and valid trade-mark; (2) that the defendant has infringed upon 
the plaintiff’s trade-mark “LBQ” by manufacturing and selling 
medicinal tablets for the relief of colds, ete., which were embossed 
or stamped with the letters “LPQ’’; (3) that the use of labels con- 
taining the letters “LPQ” by the defendant and its vendees is not an 
infringement of the plaintiff's trade-mark; (4) directed that a 
permanent injunction issue enjoining the defendant from making, 
compounding, advertising, selling, or offering for sale any medici- 
nal tablets embossed or stamped or otherwise marked with the 
letters “LPQ” or any combination comprising such letters, but that 
said injunction should not restrain the defendant from making, 


compounding, advertising and selling, or offering for sale any 


medicinal tablets so embossed or stamped or otherwise marked in 
boxes or other containers with labels similar to those now and here- 
tofore used by the defendant and its vendees, notwithstanding the 
fact that such labels bear the letters “LPQ” and the words “Laxa- 
tive Phospho Quinine”; and (5) denying all other relief prayed for 
in the way of damages and accounting. 

The bill of complaint was filed on June 21, 1934. Among other 
allegations, in Sections + and 6 of its bill, it was alleged: 


4. That plaintiff is the sole manufacturer of a medicinal remedy for the 
relief of colds, fever, headache and neuralgia sold under the denomination 
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’ 


“Laxative Bromo Quinine” and is the sole and exclusive owner of a certain 
trade-mark consisting of the letters “LBQ,”’ which is a contraction of 
said denomination and applied to said remedy by being printed on the boxes 
thereof and impressed upon the tablets contained in said boxes as shown 
by the specimen box and tablets filed herewith and made a part hereof 
marked “Plaintiff's Exhibit 1”; that said remedy so denominated and 
marked has been manufactured and sold exclusively by plaintiff and_ its 
predecessor, Paris Medicine Company, a Tennessee corporation, in inter- 
state commerce, continuously since about February 1, 1893, or earlier; that 
the name and address of plaintiff or of its predecessor has always been 
conspicuously printed upon the boxes containing said remedy in association 
with said denomination and trade-mark; that said trade-mark was first 
registered in accordance with the Statutes of the United States by plain- 
tiff’s said predecessor under date of January 4, 1898, as evidenced by 
certificate No. 31,087; that said trade-mark was subsequently registered by 
said predecessor in accordance with said Statutes under date of May 2, 
1899, as evidenced by certificate No. 32,803; and that said trade-mark was 
registered by plaintiff in accordance with said statutes under date of 
October 24, 1933, as evidenced by certificate No. 307,417, and also registered 
by plaintiff in accordance with the laws of the State of Massachusetts un- 
der date of October 23, 1933, as evidenced by certificate No. 11,813. Cer- 
tified copies of said certificates are filed herewith and made part hereof 
marked, respectively, “Plaintiff's Exhibits ‘2, ‘3, ‘4, and ‘5. ” 

6. That said trade-mark “ILBQ” has at all times since the date of 
its adoption, as aforesaid, been applied to said remedy by plaintiff and its 
said predecessor, exclusively, in the manner described in the preceding 
clause number 4 hereof and that the labels affixed to the boxes of said 
remedy have at all times carried the statutory notice “Trade-Mark Regis- 
tered in United States Patent Office” substantially as shown by the 
specimen box above referred to as Plaintiff's Exhibit 1; that for the purpose 
of further distinguishing and enabling dealers and the purchasing public 
to readily identify said remedy plaintiff and its said predecessor have con- 
tinuously produced the same in the form of small tablets weighing approxi- 
mately four and one-half (414) grains each, having convex formation and 
of distinctive color substantially as shown by the tablets forming part of 
Exhibit 1. 


Since the suit was brought the corporate name of the plaintiff 
has been changed to The Grove Laboratories, Inc. This was made 


to appear by a supplemental bill. January 16, 1935, the plaintiff 


amended its bill wherein it further charged that the defendant in- 
fringed its trade-mark “LBQ” by the use of letters “LDQ” upon 
the labels of its boxes in the sale of like tablets, but this claim is 
now abandoned, as is also the charge in the bill of unfair competition. 

The defendant, in its answer, denied the validity of the plaintiff's 
trade-mark, whether registered or otherwise; denied infringement; 
and alleged that it had a trade-mark in the words “Laxative Phospho 


Quinine,” registered June 8, 1928, in the United States Patent 
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Office, certificate No. 246,444; also that the plaintiff was barred by 
acquiescence and laches from maintaining its suit; and that it was 
estopped to do so. 

All the evidence was taken by depositions and the case was 


submitted upon the evidence so taken and briefs of counsel. Although 


objections to some of the evidence were noted before the magistrate 


they were not pressed for rulings by the court. No rulings as to 
evidence were made and consequently no such exceptions were saved 
or assigned as error. 

As the allegations of the bill relating to unfair competition have 
been abandoned, the first question we are called upon to consider 
is whether the plaintiff has a valid trade-mark at common law, ur by 
registration, in the letters “LBQ” which it has charged the de- 
fendant with having infringed. 

In Elgin National Watch Co. v. Illinois Watch Co., 179 U.S. 
665, 673, Chief Justice Fuller, in passing upon what a technical 
common-law trade-mark is, said: 


As its office is to point out distinctively the origin or ownership of the 
articles to which it is affixed, it follows that no sign or form of words can 
be appropriated as a valid trade-mark, which from the nature of the fact 
conveyed by its primary meaning, others may employ with equal truth, 
and with equal right, for the same purpose. 

And in Warner & Co. v. Lilly & Co., 265 U. S. 526 [14 T.-M. 
Rep. 247], at page 528, the court said: 

A name which is merely descriptive of the ingredients, qualities or char- 
acteristics of an article of trade cannot be appropriated as a trade-mark 
and the exclusive use of it afforded legal protection. The use of a similar 
name by another to truthfully describe his own product does not con- 
stitute a legal or moral wrong, even if its effect be to cause the public to 
mistake the origin or ownership of the product. 

In other words, if the words employed, in their primary mean- 
ing, are descriptive they cannot be withdrawn from public use by 
adoption as a common-law trade-mark; nor registered under the 
federal Trade-Mark Act of 1881, for, being descriptive, they can- 
not be appropriated exclusively to one’s use; nor, being descriptive, 
registered under the Act of 1905 unless they have in fact been con- 


tinuously and exclusively used by the applicant or its predecessor 
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for ten years prior to February 20, 1905." Richmond Remedies 
Co. v. Dr. Miles Medical Co., 16 F. (2d) 598, 601, and cases there 
cited; Thaddeus Davids Co. v. Davids, 233 U. S. 461, 464-465 [4 
T.-M. Rep 175]. 


While a common-law trade-mark cannot be acquired in a descrip- 


tive sign or word, a person may acquire a right in a trade-name of a 
descriptive character where, through long continued use, it has 
acquired a new or secondary meaning, viz., has come to designate 
a particular product or business as belonging to that person. Such 
right a court of equity will protect against unfair competition, but 
this secondary signification is not protected as a trade-mark, the 
only office of which is to indicate origin or ownership. Richmond 
Remedies Co. v. Dr. Miles Medical Co., supra, at page 602. This 
is but saying that a man may not palm off on the public his wares 
as being the wares of another; and the trade-name, being descrip- 
tive, no monopoly of the right to use it can be acquired even though 
it has come to denote origin, apart from a statute giving such right. 

The plaintiff says that the letters “LBQ” were used on its tablets 
and the labels on its boxes containing the same as far back as 1893; 
that at that time and continuously since then its labels and advertis- 
ing matter employed by itself and by its predecessor (the Paris 
Medicine Company of Tennessee) bore the words “Laxative Bromo 
Quinine” in association with the letters “LBQ” and its name and 
address or that of its predecessor. It also alleges in its bill that 
the letters “LBQ” are but a “contraction” of the “denomination” 
or words “Laxative Bromo Quinine” under which its medicinal 
remedy, the tablet, is sold. If the letters “LBQ” are but a con- 
traction of the words “Laxative Bromo Quinine” and both have been 
continuously associated together on its labels, as the plaintiff alleges 
in its bill and as it says they have been, it is difficult to see how the 
letters, the contraction of those words, can be other than descriptive. 
Both were clearly descriptive of the drugs which the tablet con- 
tained when they were first used by the plaintiff’s predecessor. They 
certainly were not then arbitrary and fanciful and did not in them- 


1U. S. C. Title 15, Sec. 85. 
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selves indicate origin or ownership. Being descriptive when first 
used no monopoly in the right to use them as a technical common- 
law trade-mark could be acquired. If as a trade-name by which 
the plaintiff and its predecessor conducted its cold-tablet business 
they acquired, through continuous use, a secondary meaning in the 
public mind, the plaintiff would undoubtedly be entitled to protec- 
tion against their use in unfair competition, on a showing that the 
defendant was intentionally making use of them to defraud the 
public and to the plaintifi’s damage. But, as above said, that is 
not the case here presented for our consideration. 

The evidence shows that as far back as December 21, 1898, 
Edwin W. Grove, as an individual, applied for registration of the 
words “Bromo Quinine” as a trade-mark for a cold remedy, but 
that the same was denied on the ground that the words were descrip- 
tive and not a valid trade-mark. In June, 1897, as president of the 
Paris Medicine Company, a Missouri corporation, he applied for 
registration (No. 30,753) of the words “Laxative Bromo Quinine” 
with the letters “LBQ” underneath, as a trade-mark. In that ap- 
plication it was stated that the essential features of the trade-mark 
of that corporation were the word “Laxative” printed in black, the 
words “Bromo Quinine” printed in red, and the letters “LBQ”; 
and that the mark had been used continuously by the corporation 
since about February 1, 1893. The statement in this application, 
which was subscribed and sworn to, shows that the letters “LBQ” 
had not been used by the Missouri corporation apart from the words 
“Laxative Bromo Quinine,” but that the words and letters had been 
used together, the latter being a mere contraction of the former and 
descriptive of the cold tablets. In December, 1897, the Missouri 
corporation applied for registration (No. 31,087) of the letters 
“LBQ” as a trade-mark and stated: ‘This trade-mark has been 
used continuously by said corporation since about February 1, 1893.” 
In its previous application in June for registration of a trade-mark 
the same corporation stated that the essential features of its trade- 
mark were the words “Laxative Bromo Quinine” with the letters 
“LBQ” and affirmed that it had been used continuously by the cor- 


poration since about February 1, 1893. There is no evidence in the 
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case that from February 1, 1893, down to the application of June 
1, 1897, the letters “LBQ” alone had then been used either on the 
tablets or labels on the boxes by the Missouri corporation. All the 


evidence is that the words “Laxative Bromo Quinine”’ and the letters 


“L.BQ” had always been used together on the labels on which were 
the words “Laxative Bromo Quinine” and the letters “LBQ” beneath 
them. 

Furthermore, in Paris Medicine Co. v. W. H. Hill Co., 102 Fed. 


148, a suit brought in 1899 by the Paris Medicine Company of Ten- 


nessee, there appears a label disclosing exactly what it bore at that 
time, namely, the words “Laxative Bromo Quinine” and beneath 
them the letters “LBQ.” That label differs in no respect from the 
one used by the plaintiff from 1919, when it was incorporated, to 
the present time, and by its predecessor, the Tennessee corporation, 
organized in 1899. 

The Hill case was a suit for unfair competition by the alleged 
fraudulent use of plaintiff's trade-name or names, not for infringe- 
ment of a technical trade-mark. It was held that the words “Laxa- 
tive Bromo Quinine,” with the letters “LBQ,” were descriptive of 
the drugs contained in the tablet enclosed in the package bearing 
the trade-name, and, inasmuch as it then contained no bromide and 
the plaintiff was deceiving the public by a false representation as to 
the ingredients of the compound, it had no right to the protection of 
a court of equity against unfair competition, nor to a monopoly in the 
use of words which were descriptive. 

It further appears that on March 17, 1899, the plaintiff's prede- 
cessor, the Paris Medicine Company of Tennessee, applied for 
registration (No. 32,803) of the letters “LBQ” as its trade-mark, 
stating that “This trade-mark has been used continuously by said 
corporation since about February 1, 1893.” This registration (No. 
32,803) cannot be valid (1) because of the then outstanding registra- 
tion (No. 31,087) granted the Paris Medicine Company of Missouri 
on its application of December 7, 1897, for the same letters “LBQ.” 
Section 3 of the Act of 1881 provided: 


That ....no alleged trade-mark shall be registered .... which is iden- 
tical with a registered or known trade-mark owned by another and ap- 
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propriated to the same class of merchandise, or which so nearly resembles 
some other person’s lawful trade-mark as to be likely to cause confusion 
or mistake in the mind of the public, or to deceive purchasers. . 
























And (2) because of the false statement by the Tennessee cor- 
poration in its application for registration, that the mark had been 
continuously used by it since about February 1, 1893. Manhattan 
Medicine Co. v. Wood, 108 U.S. at page 223. 

There is no evidence in the case that the Paris Medicine Com- 
pany of Tennessee ever acquired from the Paris Medicine Company 
of Missouri a right to the registered marks which the latter corpora- 
tion applied for in June, 1897, and on December 7, 1897. ‘There 
was evidence that the plaintiff, the Paris Medicine Company of 
Delaware (organized in 1919), acquired so much of the business of 
the Paris Medicine Company of Tennessee as was used in connec- 
tion with certain registered trade-marks, and that, on December 13, 
1924, the Paris Medicine Company of Tennessee assigned to it 
registration No. 32,803, applied for March 17, 1899, covering the 
letters “LBQ” (which registration, as above stated, we regard as 
invalid), and purported to assign registration No. 31,087, applied 
for by the Missouri corporation December 7, 1897. But, as above 
stated, there is no evidence that the Missouri corporation ever trans- 
ferred its business to the Tennessee corporation or assigned to it 


that registration. The bill does not even allege that the Missouri 












corporation was a predecessor of the plaintiff or of the Tennessee 
corporation. 

It further appears from the evidence that the Paris Medicine 
Company of Tennessee, on April 12, 1905, applied for and obtained 
registration (No. 46,395) of the words “Laxative Bromo Quinine,” 
associated with the letters “ILBQ” and the facsimile signature of 
E. W. Grove, as a trade-mark, and in its application stated that 
“This trade-mark has been continuously used by said corporation 
since about February 1, 1893’’—also a false statement invalidating 
the registration. While there is no evidence in the case of a direct 
assignment of this registration to the plaintiff, still, inasmuch as it 
appears that the plaintiff acquired from the Paris Medicine Company 


of Tennessee its business in cold tablets in which certain registered 
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trade-marks were used, we regard it as having acquired title to this 
registration for what it is worth. It expired on September 19, 1925. 
It will be noted that the letters “LBQ,” in registration No. 46,395 
of 1905, are used in connection with the descriptive words “Laxative 
Bromo Quinine” of which they are a contraction. Furthermore, 
registrations Nos. 31,087 and 32,803 expired not later than 1928 
and 1929, and it is of little consequence that the plaintiff acquired 
no title to the former and that both are invalid. On June 10, 1933, 
the plaintiff, the Paris Medicine Company of Delaware, applied 
for registration (No. 307,417) of the letters ““LBQ” as a trade-mark 
(under the Act of 1905), stating that they had “been continuously 
used by the applicant and the applicant’s predecessors, from whom 
title is derived, since about February 1, 1893” (a false statement) ; 
and that “the trade-mark has been usually employed by means of 
a printed or lithographed label or wrapper placed upon the boxes in 
which the goods were packed.” This allegation contained a state- 
ment which, if true, substantially complied with the requirements 
of Section 1 of the Act of 1905, but it contained no declaration veri- 
fied by the applicant, as required by the provisions of Section 2 of 
the Act.” Section 2 provides: 

That the application prescribed in the foregoing section, in order to 
create any right whatever in favor of the party filing it, must be accom- 
panied by a written declaration verified by the applicant, or by a member 
of the firm or an officer of the corporation or association applying, to the 
effect that the applicant believes himself or the firm, corporation, or asso- 
ciation in whose behalf he makes the application to be the owner of the 
trade-mark sought to be registered, and that no other person, firm, cor- 
poration, or association, to the best of the applicant’s knowledge and belief, 


has the right to such use, either in the identical form or in such near resem- 
blance thereto as might be calculated to deceive; .... 


It is evident that this registration is invalid and was improvi- 


dently issued. 

The foregoing shows that the letters “LBQ” are but the first 
letters of the words “Laxative Bromo Quinine” with which they have 
been associated and used by the plaintiff and its predecessor, the 
Tennessee corporation, since 1899 to the present time, and are a 
mere description of the drugs constituting the tablets; that when 


2See U. S. C. Title 15, Sec. 82. 
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first used they were not fanciful or arbitrary and would not con- 
stitute a technical common-law trade-mark; and being descriptive 
were not registrable under the state statute, nor under the federal 
Act of 1905° in the absence of a sworn declaration that they had 
been in actual and exclusive use by it or its predecessor for ten 
years prior to February 20, 1905. 

As we are of the opinion that neither the plaintiff nor its prede- 


cessor, the Tennessee corporation, have ever had a_ technical 














common-law trade-mark in the letters “I.BQ” and have never regis- 
tered them as a trade-mark under the fourth proviso of Section 5 (b) 
of the Act of 1905 (which evidently they could not do), it has failed 
to establish its title to a valid trade-mark in those letters and a 
decree should be entered dismissing the bill. 

The decree of the District Court is vacated and the bill is dis- 
missed, with costs in this court to the defendant. 


Mororn, J., dissents. 





EvIzABETH ARDEN, INc. v. Frances DENNEY, INC. ET AL. 
doing business as DeENNEY & DENNEY 
(39 U. S. P. Q. 286) 














United States Circuit Court of Appeals, Third Circuit 


September 27, 1958 






Unrairr Competirion—Dress or Goons—Usr or ComMMON ORNAMENTAL 
FEATURES. 

The use by defendant of labels and containers for its cosmetic 
preparations, including also the shape and color combinations thereof, 
similar to those in use by plaintiff on competing products, held not 
to be unfair competition, inasmuch as the said features were common 
property, and especially as there was no evidence of an attempt by the 
defendant to pass off its goods as those of plaintiff. 

Unram Competition—Factr-Frxpinc py Lower Covrr. 

As unfair competition is largely a question of fact, the fact-finding 
by the lower court will not be disturbed on appeal when supported by 
substantial evidence. 






In equity. Action for alleged unfair competition. On appeal 
from a decision of the United States District Court, Eastern Dis- 
trict of Pennsylvania. Affirmed. 


3 See U.S. C. Title 15, Sees. 82 and 85. 
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Barnes, Biddle & Myérs, of Philadelphia, Pa., for appellant. 

C. J. Hepburn, of Philadelphia, Pa., for appellees. 

Before Burrin@ron, Davis and Tuompson, Circuit Judges. 

Per Curiam: This is an appeal from a decree of the District 
Court dismissing plaintiff-appellant’s bill of complaint which 
charged the defendants-appellees with unfair competition. 


The question at issue is whether or not the evidence sustains the 


findings of fact made by the learned trial judge. 


The parties to this suit are both old and established concerns 
and have long been competitors in the cosmetic trade, though it 
: appears that the products of the plaintiff were sold at somewhat 
higher prices than those of the defendants. The plaintiff charged 
that the defendants had copied the trade dress of its merchandise 
in the shape of its boxes, color combinations and arrangement of 
its goods, particularly with respect to “sets” or “gift boxes’ con- 
taining various combinations of products such as soap, toilet water, 
bath salts and dusting powder. The plaintiff further alleges that 
the trade dress of its merchandise had acquired a secondary mean- 
ing indicating its own product exclusively, and that the defendants 
had copied this trade dress in order to “palm off’ their product to 
the public as the product of the plaintiff. 

The District Court, however, found that, the “defendants’ goods 
resembled the plaintiff's only in a certain general impression which 
they give and which depends chiefly on the shape, size and color of 
containers and arrangement of articles. But the defendants have 
displayed their name on their boxes just as prominently as the 
plaintiff displayed its name, and in making up their package, they 
have adopted only the features of the plaintiff's which were common 
property.” It further found that “no single package in the de- 
fendants’ combination is exactly like the corresponding item in the 
plaintiff's, and that no one feature of the box is exactly like the 
corresponding feature of the plaintiff's.” 

On the question of intent to palm off their merchandise for that 
of the plaintiff the court said: 
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However, I am very clearly of the opinion that the defendants did not 
adopt their present package with the intention to palm off their goods upon 
the public as those of the plaintiff, or to cause people to buy them in the 
belief that they were buying those of the plaintiff. Certainly, the proba- 
bilities are against one old and well established manufacturer promoting 
a competitor’s publicity in this way, but regardless of that, I think the 
evidence shows very plainly what the purpose of the defendants was. They 
were entitled to look about for the purpose of seeing what was the most 
attractive form and dress and the most likely to attract customers. Their 
attention had undoubtedly been drawn to the sales possibilities and advan- 
tages of a combination box such as the plaintiff was selling by the plain- 
tiff's success with it. They undoubtedly recognized that the plaintiff had 
an attractive color scheme in the shades best adapted to sell the goods for 
the purpose for which they were used. They must have observed the gen- 
enal trend in articles of this kind toward dainty combinations and delicate 
colors and desired to get the benefit of customers’ buying habits which the 
plaintiff had already taken advantage of and may well have created or 
developed. 

All this they had the right to do. But I am convinced that their inten- 
tion went no further and that, so far as they could without sacrificing the 
advantage of general color scheme and arrangement which were common to 
the public, they intended that purchasers should not buy their boxes under 
the impression that they were buying the plaintiff's. This is the conclusion 
which I have arrived at after a careful study of the testimony, which need 
not be, detailed here. ... And there is one matter worth mentioning which 
bears upon the question of intention. Toilet preparations of the more 
expensive kind, such as these two parties make, are very rarely sold in de- 
partment stores from a common display counter. Each manufacturer “puts 
in his line,’ and they are usually exhibited clearly marked by a large sign 
or placard. Sales girls are peremptorily instructed not to try to substitute 
one brand for another. This custom of the trade is well known to all 
manufacturers and its existence is of considerable importance in negativ- 
ing the probability of an attempt to palm off, as the plaintiff charges here. 


There was substantial evidence, which, fairly interpreted is suf- 


ficient to sustain these conclusions. As the issue of unfair competi- 
tion is largely a question of fact (63 C. J. 414) which, under the 
evidence in this case, we can not disturb, the decree of the District 
Court must be affirmed. 





2 Se RR RR 


CALIFORNIA FRUIT GROWERS V. SUNKIST DRINKS, INC. 521 


CALIFORNIA Fruit Growers ExcHANGE v. Sunkist Drinks, INc. 
United States District Court, Southern District of New York 
September 12, 1938 


Trape-Mark INFRINGEMENT—Svitrs—INJsuNcTrION——DEcCREE—CONTEMPT. 

Plaintiff, engaged in marketing oranges and other citrus fruits under 
the trade-mark “Sunkist,” obtained an injunction restraining defendant, 
a New York Corporation engaged in selling bottled carbonated beverages, 
from using the word “Sunkist” apart from its corporate name on citrus- 
flavored drinks or imitations thereof, on caps of bottles of such drinks, 
and from using its corporate name on such bottles, “unless there is 
displayed as prominently and clearly on those bottles and containers 
of the label or other form of statement to the effect that the drink was 
not made by California Fruit Growers Exchange and is not made from 
‘Sunkist’ oranges, lemons or limes as the case may be.” As defendant 
had difficulty in making paper labels adhere to its bottles, due to em- 
bossing on the surface thereof, such decree was later modified so as 
to allow defendant to place the distinguishing notice on the caps of 
its bottles, instead of on the bottles themselves. The subsequent use 
by defendant on its bottles or paper labels, whereon appeared the words 
“Sunkist Drinks, Inc. Orange Soda” in large letters, without the ex- 
planatory statement, or, where it appeared, in very small type, held 
violation of the decree; and defendant was adjudged in civil contempt. 


In equity. Action for trade-mark infringement and unfair 
competition. On motion to have defendant held in contempt to 


violation of injunction. Application granted. 


Rogers, Ramsey & Hoge, of New York City and Lyon §& Lyon, 
of Los Angeles, Calif. (Kdward S. Rogers and Clifton 
Cooper, of New York City, and Leonard S. Lyon, of Los 
Angeles, Calif., of counsel), for plaintiff. 

Ludwig M. Wilson, of New York City, for defendant. 


Parrerson, D. J.: The application is one by the plaintiff to 
have the defendant held in contempt for violation of the injunction 
granted in this case, and also to have an order modifying the in- 
junction vacated. 

In 1931 the plaintiff, a California corporation engaged in mar- 
keting oranges and other citrus fruits, brought suit in equity in this 
court against the defendant, a New York corporation engaged in 
selling bottled carbonated beverages. This suit was based on 


alleged infringement of the plaintiff's trade-mark “Sunkist” and 
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also on unfair competition, and an injunction was asked for. After 
trial on the merits before the late Judge Coleman, he rendered an 
opinion (3 Fed. Supp. 196) to the effect that the word “Sunkist” in 
connection with citrus fruits was a trade-mark signifying to the 
public the products marketed by the plaintiff, and that the de- 
fendant’s use of the word on citrus-flavored beverages, though not 
on other beverages, constituted unfair competition; that the plain- 
tiff’s delay in enforcing its rights, while not so serious as to bar 
relief altogether, had continued long enough to affect the relief to 
be given; that in view of the delay the defendant might continue to 
market citrus-flavored beverages under the “Sunkist”? name, pro- 
vided it put on the bottles a label to the effect that the drink was 
not made by the California Fruit Growers Exchange nor from 
“Sunkist”’ oranges, lemons or limes, the exact provisions to be de- 
termined on settlement of final decree. The decree, signed Septem- 
ber 25, 1933, enjoined the defendant (1) from using the word 
“Sunkist” apart from its corporate name on citrus-flavored drinks 
or imitations of such drinks, (2) from using the word “Sunkist” in 
any fashion on caps of bottles of such drinks, and (3) from using 
its corporate name, Sunkist Drinks, Inc., on any bottles of such 
drinks, “unless there is displayed as prominently and clearly on 
those bottles and containers a label or other form of statement to 
the effect that the drink was not made by California Fruit Growers 
Exchange and is not made from ‘Sunkist’ oranges, lemons or limes, 
as the case might be.’ The decree gave leave to either party to 
apply for further relief at the foot. 

Two months later the defendant moved to modify the decree. 
The defendant represented by affidavits that difficulty had been met 
in making paper labels adhere to its bottles of the smaller type, 
due to embossing on the surface. These bottles bore no labels, but 
had the words “Sunkist Drinks, Inc.” blown into the glass without 
use of colors. And the defendant asked that the decree be modified 
so as to permit it to place on the caps a statement that the drink was 
not made by the California Fruit Growers Exchange and was not 
made from “Sunkist” oranges, lemons or limes. ‘The motion was 


granted, and by order of December 8, 1933 the court modified the 
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decree to provide that nothing in it should restrain the defendant 
“from placing on the caps or crowns of bottles or containers of 
citrus-flavored or imitation citrus-flavored drinks a label or other 
form of statement to the effect that the drink was not made by the 
California Fruit Growers Exchange and is not made from ‘Sunkist’ 
oranges, lemons or limes, as the case might be.” It will be noted 
that the modifying order, read literally, did not relax the decree 
beyond permitting the word “Sunkist” to appear on caps and then 
only as part of the explanatory phrase. But the intent and purpose 
of the court in making the modifying order was doubtless to give 
more leeway to the defendant than the literal meaning would in- 
dicate. The modifying order, as the papers on which it was based 
show, was intended to meet the problem presented by the defendant’s 
small bottle, on which the words Sunkist Drinks, Inc. were blown 
into the bottle itself, and to which a paper label did not readily 
adhere. The decree as it stood forbade use of these bottles unless 
the explanatory statement appeared “‘on those bottles” as promi- 
nently and clearly as the name. Rather than require the defendant 
to throw the bottles away, the court decided to permit their use, 
provided the required explanatory statement was placed on the cap 
in lieu of on the bottle. The advantage to the defendant in saving 
its bottles was obvious, while the plaintiff’s rights as fixed in the 


decree were not materially impaired. The words on the bottle, 


Sunkist Drinks, Inc., though large, were not readily caught by the 


eve because there was no color contrast between them and the rest 
of the bottle, and the explanatory legend on the cap was as prominent 
and clear, though not as large, as the defendant’s name on the bottle. 
The relief sought was within the spirit of the original decree. The 
net effect was that the defendant was under injunction from plac- 
ing its name on bottles of citrus-flavored beverages, unless the ex- 
planatory statement was placed as clearly and prominently on the 
bottles, with the proviso that on the type of bottles then in use the 
explanatory statement might be placed on the caps instead of on 
the bottles. The plaintiff has accorded to the modifying order a 


meaning as broad as this and makes no complaint of the continued 
use of the old bottle. 
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By the moving papers on this application it is shown that in 
February, 1937 it came to the plaintiff's notice that the defendant 
was selling citrus-flavored beverages in a new bottle. The defendant 
says that this bottle was adopted in 1935. The bottle is of smooth 
glass and bears two paper labels on the side. The upper label 
bears the words “Sunkist Drinks, Inc. Orange Soda,” in large char- 
acters and contrasting colors. It does not carry the explanatory 
statement. The lower label bears the words “Sunkist Drinks” and 


“Orange Soda” in large type; it also bears the explanatory words 









~ 


“not made by California Fruit Growers Exchange, nor from ‘Sun- 
kist’ oranges,” but in very small type. The moving papers further 
show that in April, 1938 the plaintiff discovered the sale by the 
defendant of citrus-flavored beverages in still another type of bottle, 
said by the defendant to have been adopted in 1937. With this last 


bottle the labels are enameled in the glass. They bear the words 



















“Sunkist Drinks” in large type. There is a color contrast that 
‘ratches the eye and gives prominence to the words. The explana- 
tory words required by the decree are omitted from the labels 
altogether; they appear only on the caps, in fine type. 

There is not the slightest doubt that the defendant, by the use 
of these new types of bottles, has violated the decree of this court 
as it now stands. The trespass on the plaintiff's rights is far more 
flagrant than it was prior to the decree, the defendant having given 
increasing prominence to the word “Sunkist” since the decree. It 
has become the dominant word on the bottle. The other words in 
the defendant’s name, Drinks, Inc., are shown in diminished size, 
and the explanatory clause, whether on the label or on the cap, is 
made utterly insignificant. The decree required that, if the de- 
fendant continued to use the words “Sunkist Drinks, Inc.” on bottles, 
the phrase dissociating the defendant from the plaintiff and from 
“Sunkist” fruit be displayed ‘as prominently and clearly” on the 
bottles, with the modification that with the old type of bottle the 
dissociating phrase might be put on the caps. The breach of this 
provision of the decree by the use of the new bottles is too plain to 


call for detailed discussion. 
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The defendant contends that under the modifying order all that 
was required of it was to place the explanatory phrase on the caps 
of bottles. The argument comes to this, that the defendant might 
place its name, Sunkist Drinks, Inc., on bottles as prominently as it 
saw fit, either by paper label or by enamel, so long as the explana- 
tory clause was inconspicuously placed on the caps. No such free- 
dom was given by the modifying order, whether read literally or read 
in the light of the papers on which it was made. 

The defendant also relies on laches. There has been no laches 
on the plaintiff’s part. It made objection promptly after receiving 
knowledge that the defendant was at it again. The fact that the 
plaintiff made mistakes as to its remedies prior to bringing the 
present application created no vested right in the defendant to 


violate the decree. 


There will be an order adjudging the defendant in civil contempt 


for violation of the decree as modified and sending the case to a 
special master to take proof as to the plaintiff's expense and 


damages in order that an appropriate fine may be imposed. 





Emerson Exvectric MANUFACTURING Co. v. Emerson Rapio & 


PIHONOGRAPH CORPORATION ET AL. 
(24 F. Supp. 481) 


United States District Court, Southern District of New York 
August 5, 1938 


Trape-Mark INFRINGEMENT—“EMERSON”—Use or Same Corrorate NAME 
on Unurke Goons. 

Held that use by defendants of the surname “Emerson” as a trade- 
mark on their radio receivers and phonographs does not infringe the 
name “Emerson” registered to the plaintiff as a trade-mark for use on 
a variety of electrically operated devices, but not including radio re- 
ceivers and phonographs, on the ground that the respective goods are 
not of the same descriptive properties. 

Trape-Marks—INFRINGEMENT—SvuiIts—DEcis1on oF Court or Customs AND 
Parent Apprats—Res ApsupIcaTa. 
A decision of the Court of Customs and Patent Appeals, while not 


res adjudicata in the case at issue, should not be disregarded unless 
clearly erroneous. 
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Trape-Mark INFRINGEMENT—UNrFain CompEeTITION—USsE oF SURNAME As 
Trape-Mark—Svuirs—LacueEs. 

Held that a manufacturer which used the surname “Emerson” as a 
trade-mark on electric motors, fans, generators and other electrical ap- 
pliances could not restrain another manufacturer from using the same 
name as part of a trade-mark for radios, phonographs and television 
apparatus, particularly inasmuch as the later manufacturer had been 
permitted to expand its business for many years without protest by 
plaintiff and without serious evidence of confusion among consumers. 

Trape-M arkKs—INFRINGEMENT—UsE OF SURNAME AS TRADE-Mark—ReEsrnric- 
TIONS. 

A concern which has adopted the surname of its first president as 
a trade-mark was limited to applying the name to a particular class 
of goods on which the name had been used prior to another manufac- 
turer’s adoption thereof for its own product. 


In equity. Suit for alleged trade-mark infringement and unfair 






competition. Complaint dismissed. 


















Lawrence C. Kingsland and Edmond C. Rogers, both of St. Louis, 
Mo., and Pennie, Davis, Marvin & Edmonds, of New York 
City (Estill E. Ezell, of St. Louis, Mo., of counsel), for 
plaintiff. 

Darby & Darby, of New York City (Samuel E. Darby, Jr., 
Louis D. Fletcher, and David Williams, all of New York 

City, of counsel), for defendants. 


Gopparp, D. J.: This is a suit for alleged trade-mark infringe- 
ment and for unfair competition, specifically infringement of trade- 
mark registration No. 111,931 of August 10, 1916, and No. 199,433 
of June 9, 1925; also under the common law of trade-marks. 

The Emerson Electric Manufacturing Company is a manufactur- 
ing company located in St. Louis, Mo., where it has its principal 
office, although it has branch offices in several cities in the United 


States including New York City. The two corporate defendants, 









the Emerson Radio & Phonograph Corporation and the Emerson 
Television-Radio, Inc., are New York corporations and have their 
offices in New York City; the individual defendant, Benjamin 
Abrams, is President of both of the corporate defendants. 

For the proper consideration of the case it is necessary to have 


a history of the parties and the articles which they have respectively 






been manufacturing and selling. The plaintiff, the Emerson Elec- 
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tric Manufacturing Company, was founded in St. Louis, Mo., in 
1890. J. W. Emerson gave his name to the company and became its 
first president. Since 1890 the plaintiff has used the name ‘“Emer- 
son’ as part of its corporate name and as a trade-mark upon the 
goods manufactured by it. On August 15, 1916 the defendant ob- 
tained registration No. 111,931 for the name “Emerson” under § 5 
of the 1905 Trade-Mark Act, 15 U.S. C. A. § 85, the name “Emer- 
son” being a proper name. On June 9, 1925 plaintiff registered the 
name ““Emerson”’ in combination with a pyramid background con- 
sisting of the representation of a pyramid superimposed upon which 
were the words 

“Fans 

Emerson 

Motors 

Built to Last” 
and the plaintiff states the present suit is founded essentially on this 
trade-mark of August 15, 1916. 
From its earliest days the plaintiff manufactured “Emerson” 

electric fans, which continues to be its chief product, but its products 


include motors, electric generators, electrically operated washing 


machines, coffee mills, and the like. In 1926 plaintiff's engineering 
department constructed either two or three radio sets as an experi- 
ment, but they were not put on the market. With this exception 
plaintiff has never manufactured or sold any radio sets or phono- 
graphs. The plaintiff has for years advertised extensively and its 
products have been sold generally throughout the United States and 
in foreign countries. 

The Emerson Radio & Phonograph Corporation sells Emerson 
radios procured from the Emerson Television-Radio, Inc. Emer- 
son Television-Radio, Inc., manufactures all the radios for Emerson 
Radio & Phonograph Corporation. The corporate defendants, Em- 
erson Radio & Phonograph Corporation and the Emerson Television- 
Radio, Inc., are so closely related that for practical purposes in this 
suit they will be referred to as the defendants, manufacture and 
sell the “Emerson” radio and combination radio and phonograph, 


and are the successors to the Emerson Phonograph Company which 
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was started by Victor A. Emerson in 1915 which, at that time, made 


the Emerson phonograph records and accessories, for which regis- 


tration of his name as a trade-mark was effected June 25, 1916, No. 
108,287. This mark consisted of the words “Victor H. Emerson” 
in script which was used continuously since July 1, 1915 in connec- 
tion with phonographic machines and sound records. Additional 
marks were adopted and used. These were No. 130,063, registered 
April 6, 1920, a mark consisting of a representation of a shield in 
black and white with the word “Emerson” across the top used in 
connection with the sale of phonograph records continuously since 
May, 1918. No. 131,902 registered May 25, 1920—a mark consist- 
ing of a treble clef used since July, 1918. No. 155,412 registered 
May 30, 1922—a mark consisting of a treble clef superimposed upon 
a phonograph record and the words “Emerson Records” used in 
connection with the sale of phonographs and phonograph records 
since June 38,1918. No. 225,976 registered March 29, 1927—a mark 
consisting of a treble clef with the words “Emerson Phonoradio” and 
a scroll underneath, used since March 14, 1924 in connection with 
the sale of complete radio receiving sets adapted to combination with 
phonographs. This mark was registered by the Wasmuth-Goodrich 
Company, furniture manufacturers, who made the cabinets for the 
defendant on which the name “Emerson” as part of the manufactur- 
ing process was placed and who, for this reason, filed the application. 
But defendant acquired on September 20, 1928 by assignment, all 
rights to this mark. 

In 1921 the Emerson Company became involved in financial 
difficulties, which resulted in an equity receivership. Mr. Abrams, 
who had been a large distributor with the Emerson Phonograph 
Company, purchased the assets and has uninterruptedly continued 
this business since that time. 

In 1923 the defendant commenced producing combined radios 
and phonographs which were sold under its trade-mark. It also 
began the manufacture and sale of radio receiving sets which it also 
sold under its trade-mark and since then has been actively engaged 
in manufacturing and selling both of them. The defendant held 


licenses from the Radio Corporation of America under which it was 
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licensed to manufacture television apparatus as well as radios under 
the patents of that company and its associated companies. With 
the probable advent of television, the defendant on September 12, 
1938 applied for registration of its well known trade-mark for tele- 
vision and combined radio and television equipment, which it alleged 
it had been continuously using since July 1, 1927, consisting of a 
treble clef, under which were the words “Emerson Radio and Tele- 
vision.” The application was allowed and published by the Patent 
Office, although plaintiff opposed on two grounds—(1) that the 
products of the plaintiff and of the defendant were legally similar; 
(2) that confusion had occurred or was likely to occur between the 
products of the respective parties if the same name “Emerson” was 


used, as plaintiff had marketed its goods with the name “Emerson” 


displayed on them since about 1890 and was the owner of the trade- 
mark registrations No. 111,931, dated August 15, 1916; No. 112,- 
418 dated September 5, 1916, and No. 199,433 dated June 9, 1925. 


Testimony was taken by both sides and the opposition proceeding 


was carried to the Court of Customs and Patent Appeals, which held 
in favor of the defendant and trade-mark registration No. 349,887 
was issued on September 15, 1937 to the defendant for its old trade- 
mark as applied to radio-television. On April 4, 1986, while the 
opposition proceedings were pending in the Court of Customs and 
Patent Appeals, the plaintiff filed the bill of complaint in the suit 
at bar, which was the first protest against the defendant’s use of its 
old trade-mark on radio or phonographs, or assertion that such use 
constituted infringement of any rights of the plaintiff. 

In the period from 1922 to April 30 of the present year (1938) 
the defendant has sold throughout the United States upwards of 
2,000,000 radio receiving sets and “phonoradios,’ representing a 
total sales value of $30,344,082 and has expended $2,560,950 in 
advertising and sales promotion. The advertising was carried on in 
the public press, nationally known magazines, trade journals, bill 
posters, radio broadcast, ete. The yearly figures indicate a gradual 
and fairly constant growth in reputation and amounts of sales are 


as follows: 
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Advertisement 
and Sales 


Vear Sales Promotion 
BS ra RS She Ue Oe se, Roe aie a J $ 40,483 
RO bi SSA slab dno eek ieee TIONS RL OG Ha 581,042 59,204 
PERE RND ose ec ses sarletai gio wl cede wie Shale a! Sle eietbaecas eteimiate 428,322 52,911 
MRR koa a, Sis ase wie areal hw BASS Gee ais lore aero es $35,231 25,493 
el ach ko oso Sw ata 6 Fes Lea a a WO as SES 541,300 44,529 
WEIS? «oie. O oiein ha eis ne te asa eae eb 946,144 44,99] 
PPR ia ab Seta aes ac are bois is ae wl see wR 1,202,892 91,452 
ee ee. ssn Dhcceerals SIME S aA Sibw ao aTe dhe Oe 1,518,169 83,785 
“See sg UE ee eat es eee ee ROUT eee Ene aT ard 1,636,160 91,682 
Re eo ane aa oid torus eis san SSRI we MER 1,410,496 96,319 
Perea R Sees 8 occ teins Vie eg @ es Shen sbbcons, hae cae erate aie ees 1,961,111 158,525 
PR RN i recon hs nt a as Bis a GAS eiy as oe Oe RE 2,552,651 219,624 
RO ED a a he a ala aE RDE Oe ee EN Re ws 3,555,239 255,017 
Re eR RSet oes AS ae ard sthen Pere ae Te 4,546,328 416,131 
RPS i i555 a bhatsd Gis dese tesa hs) seh> dw Sek Swe S WES ee 6,101,206 633,663 
Sa agg se 1 oo a mR 2,923,187 247,143 

$30,344,082 $2,560,952 


Thirty percent of these sales were in the City of New York and 
about 30 percent of defendant’s advertising was in New York City. 
The rest of the sales and advertising were general throughout the 
United States. From 1923 to the present time approximately 60,000 
of the defendant’s Emerson radios had been sold in St. Louis where 
the plaintiff's principal place of business has been located since its 
formation, and approximately 100,000 of its Emerson radios have 
been sold in Chicago. During this period defendant spent for ad- 
vertising $25,000 in St. Louis and $76,000 in Chicago. Since 1931 
defendant has held licenses under various patents from the Radio 
Corporation of America, the American Telephone & Telegraph Com- 
pany, Western Electric Company, General Electric Company, and 
the Westinghouse Electric Manufacturing Company. According 
to the figures of the Radio Manufacturing Association, defendant 
has sold 25 percent of all the radio sets sold by licensees of the Radio 
Corporation of America, representing virtually 100 percent of the 
radio receivers manufactured in the United States. The defendant 
has, through the years, established itself as the largest manufacturer 
in the world of small radio receivers which it sells at moderate 
prices. The defendant has never manufactured or sold motors, gen- 
erators, or fans. 
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In defense to this suit the defendant asserts: 


1. The plaintiff is not possessed of any exclusive trade-mark rights to 
a common surname. 

2. Plaintiff's trade-mark is limited in scope and does not apply to de- 
fendant’s products. 

3. That there is no infringement. 

4. That there is no confusion (deception or injury). 

5. Plaintiff is estopped by the decision of the Court of Customs and 
Patent Appeals. 

6. Plaintiff's acquiescence and laches would bar equitable relief even if 
it had any rights which were trespassed upon. 

The decision of the Court of Customs (Emerson Electric Mfq. 
Co. v. Emerson Radio § Phonograph Corp., Cust. & Pat. App., 89 
F, [2d] 349; Id., Cust. & Pat. App. 90 F. [2d] 331) [27 T.-M. 
Rep. 334] is not res adjudicata whatever its prima facie validity 
until successfully overcome. Dwight § Lloyd Sintering Co., 
Inc. v. Greenawalt, 2 Cir., 27 F. (2d) 823. But the defendant 
urges that the “Plaintiff is here estopped by the judgment 
of the Court of Customs and Patent Appeals” and says that the 
proceedings in the Court of Customs and Patent Appeals were to 
prevent defendant’s registration of its mark for television and com- 
bined radio-television equipment, while the suit at bar is for alleged 
trade-mark infringement, but that to sustain its opposition to the 
registration of defendant's mark, plaintiff put in issue in the Court 
of Customs and Patent Appeals, among others, the following: 


1. Plaintiff's exclusive ownership of the mark “Emerson” 

2. The identity or similarity of descriptive properties of the products 
of plaintiff and defendant 

3. Actual confusion or likelihood of confusion resu'ting from the use 
of the same names by the parties on their respective products, 


and that the judgment of the Court of Customs and Patent Appeals 


was adverse to plaintiff on each and all of these issues. Defendant 
further contends that, inasmuch as plaintiff's present case is de- 
pendent upon its ability to prove exclusive ownership of the name 
“Emerson,” similarity or identity of the descriptive properties of 
the products of plaintiff and defendant, and confusion resulting from 
their respective use of the same name as a trade-name on their 
products, the estoppel, as to these three issues, requires a dismis- 


sal of the bill of complaint. In support of its position on this de- 
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fense of estoppel, counsel for defendant rely largely upon the case 
of John Morrell & Co. v. Doyle, 20 F. Supp. 110, but this decision 
has recently been reversed. See John Morrell & Co. v. Doyle, 7 
Cir., 97 F. (2d) 282 [27 T.-M. Rep. 260]. 

Whether this limitation be referred to as res adjudicata or as 
estoppel by judgment, I think the plaintiff is not precluded from 
presenting to this court evidence bearing up these questions and that, 
while this court is not bound by the decisions of the Court of Cus- 
toms and Patent Appeals, such decisions should not be disregarded 
unless clearly erroneous. Cf. United Shoe Machinery Corporation 
et al. v. Muther, 1 Cir., 288 Fed. 283; B. F. Goodrich Co. v. Kenil- 
worth Mfg. Co., Cust. & Pat. App., 40 F. (2d) 121 [20 T.-M. Rep. 
256]. 

The next questions presented are—whether the plaintiff's trade- 
mark, which it affixes to the class of articles which it manufactures, 
is infringed by the defendant’s mark on the class of articles it pro- 
duces? Whether the defendant is guilty of unfair competition? And 
also has the plaintiff lost any rights it may have had to equitable 
relief through its own laches? 

The mark “Emerson” has been registered some forty-two times 
for a wide variety of articles of commerce. 

As a surname, although not susceptible of exclusive appropriation as a 
trade-mark at common law, frequently acquired a special signification in 
connection with particular articles of merchandise, Congress in recognition 
of this fact passed the Act of February 20, 1905, 33 Stat. 724, which 
authorized, with certain restrictions, the registration of surnames as trade- 
marks. Charles Broadway Rouss, Inc. v. Winchester Co., 2 Cir., 300 Fed. 
706, at page 713 [14 T.-M. Rep. 159]. 

So that plaintiff’s mark is limited to the particular products or 
class of products to which plaintiff had applied it prior to the de- 
fendant’s adoption and use of its name for its particular product. 
The right granted to the owner of a registered trade-mark is a 
monopoly and such a monopoly should not be extended unless the 
owner is clearly entitled to it. 

The plaintiff’s field, during the years which it has been in busi- 
ness, and the articles which it has manufactured and sold included 
“Emerson” electric fans, which has always been its chief product; 


also electric motors, electric motor generators, electric generators, 
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electric switches, rotary transformers, and the following electrically 
operated appliances: coffee mills, air and water pumps, lathes, 
buffers and grinders, dental engines, humidifiers, air washers, elec- 
tric power units for sewing machines, motors for player pianos and 
other instruments; also furnace blowers, forge blowers, organ blow- 
ers, hair dryers. From 1931 until 1937 plaintiff manufactured and 
sold “B Power Units” and dynamotors, which consist of devices in- 
terposed between the actuating electric current source and the radio 
receiver or phonograph, for the purpose of transforming or altering 
the electrical characteristic of the current supplied into the form 
of electric current desired. The manufacture of these power units 
and dynamotors for use in connection with radio receiving sets was 
discontinued by the plaintiff in 1937. 

The articles manufactured by the defendant consist solely of 
radios, phonographs and television equipment. While it is true that 
some of the articles or electrical equipment manufactured by the 
plaintiff may be used in connection with radios, phonographs and 
television equipment, it is equally true that they are used in con- 
nection with a great number of electrically operated appliances and 
form no integral part of the radio, phonograph or television instru- 
ment. They are no more identified with those than they are with 
the Wurlitzer, Knabe or other piano or pipe organ to which the 
plaintiff's motor may be attached, and hardly anyone would be so 
bold as to say that the plaintiff had the exclusive right to use its 
trade-mark on pianos, organs and the like. 


The plaintiff called two witnesses. Neuhaus, an official of the 


Reading Electric Company, Flushing, Long Island, a repair agency 


for the plaintiff company, who said that his company never handled 
radios but carried equipment for motors and fans, washing machines, 
ete., and that for the last three or four years, on an average of two 
or three times a month, he received inquiries for repairs to Emerson 
radios from people who thought these radios were manufactured by 
his company. Another witness Cella, an officer of Cuny & Gerber 
of New York City, jobbers in electric supplies, including those of 
the plaintiff, and a retailer in radios, testified that people were often 


confused and would ask him if the company he represented, the 











53-4 





NTY-EIGHT TRADE-MARK REPORTER 
Emerson Electric Manufacturing Corporation, had any connection 
with the Emerson radios and he had to explain that there was not. 
Besides these witnesses, the plaintiff submitted thirteen depositions 
relating to incidents in various parts of the country where, sub- 
sequent to the filing of the bill of complaint, dealers handling plain- 
tift’s goods said customers were more or less confused in the belief 
that Emerson radios were made by plaintiff. 

Mr. Rodgers, now chief engineer and in charge of plaintiff's 
legal work, testified in 1982 he discovered that letters intended for 
Emerson Radio Company were being addressed to Emerson Electric 
Company, and that during the period of 1932 to 1936—maybe they 
received two, three or four such letters in a week; sometimes one a 
week or one letter every two weeks and that the number increased 
later. Plaintiff submitted no such letters from the years 1932 to 
1935 but about a dozen letters dated after 1935, or rather photo- 
stats of them, which Mr. Rodgers testified were “illustrative” of 
others received since then. 

Plaintiff’s business is the manufacturing of fans; also of motors, 
etc., which are used chiefly for utility and commercial purposes. 
They are not, it seems to me, of the same general character or of 
the same descriptive properties as those of the defendant, which 
enter into an entirely different field. 

It does not seem to me that it is to be reasonably anticipated 
that the manufacturer of electric fans, motors and electrically 
driven appliances will branch out into the production of radios, 
phonographs and television instruments, nor do I believe that the 
public would, under the circumstances existing, with the defendant's 
name and mark on it, get the impression that the defendant’s radios, 
phonographs or television equipment were the plaintiff's products, 
although it is quite possible, and perhaps likely, that some few 
people might be confused but not enough, in my judgment, to 
amount to anything serious. 

The plaintiff did not consider the normal expansion of its busi- 
ness to include radio sets and phonographs, and Mr. Finch, the 
Chairman of its Board, testified in the opposition proceedings that 
his company did not in 1924 regard the manufacture of radio sets 
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or combination radio sets and phonographs as in the normal line of 
expansion of its products, and that its business policy at that time 
was to confine “our activities to motors and generators and fans 
and similar equipment.” 

The Court of Customs and Patent Appeals, after a full considera- 
tion of all the facts, were of the unanimous opinion that the goods 
of the plaintiff and those of the defendant were not of the same 
descriptive properties or of the same class. Not only does the 
plaintiff seek to enjoin the defendant from using the trade-mark, 
which defendant obtained on its application of September 12, 1933 
after the plaintiff’s opposition, but from using its earlier marks 
which it had employed for many years without any protest on the 
part of the plaintiff. 

The testimony as to confusion is not convincing; it consists prin- 
cipally of statements made by some dozen representatives of the 
plaintiff who said that inquiries by some of their customers indicated 


the belief that the Emerson radios were made by the plaintiff. In 


addition to this testimony was the statement by the chief engineer 


for the plaintiff, who was in charge of its legal affairs, that the 
plaintiff received letters which were misdirected and intended for 
the Emerson Radio Corporation, which was probably due to the 
similarity of the names of the corporations. There is no evidence 
that any trade has been diverted from the plaintiff to the defendant. 
Obviously this would not happen, as they do not make the same 
articles, nor is there evidence of any loss of business by plaintiff as 
the result of confusion. 

Mr. Rodgers, employed as chief engineer by the plaintiff and 
in charge of the development of all of the plaintiff’s products, testi- 
fied that the first knowledge of the defendant’s radio which his com- 
pany had was in 1982, although Mr. Schmidt, employed by the 
plaintiff since 1910 and holding various executive positions, and 
since 1936 vice-president of the plaintiff corporation, said that he 
had known of the Emerson radio since 1928 or 1929. That the 
plaintiff should not have been aware of the Emerson radio before 
1928 or even 1932, seems remarkable in view of the fact that the 


Emerson Corporation since 1923 had been selling its radios and 
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phonographs throughout the United States in fairly large volume 


and that they were being nationally advertised. However, assuming 


such to be the fact, this is quite persuasive evidence of the absence 
of confusion or effect on the plaintiff’s business, which inference is 
confirmed by the plaintiff’s subsequent acts or rather failure to act. 
With the exception of plaintiff's protest against the defendant's 
application of its mark for radio and television sets, the plaintiff 
made no protest of any kind to the defendant until the filing of this 
bill of complaint on April 4, 1936. The plaintiff’s opposition to de- 
fendant’s application of 1933 was addressed solely to the registra- 
tion of the new mark and there was no intimation on the part of 
plaintiff that it objected to defendant’s use of its old mark on radio 
and phonograph sets, which defendant had been using since 1924. 
No opposition was filed by plaintiff when defendant filed, in 1924, 
its application for its mark “Emerson” for radios and phonographs 
and which was registered in March, 1927, and no question was then 
raised by plaintiff as to the right of defendant to use its previously 
registered marks for radio receiving sets and phonographs. 

Cir., 85 F. (2d) 46, at page 49 [26 T.-M. Rep. 591], referring to 
a trade-mark of a character that would be entitled to a broader scope, 
Learned Hand, J., said: 


Arguendo we will therefore take it that, had the plaintiff pressed its 
claims in May, 1926, it would have succeeded. It did not do so. On the 
contrary, for five years it did nothing at all, and during those years the 
defendant’s business had grown to a very substantial size. It had invested 
probably about $100,000 in advertising—in all of which the word “Universal” 
appeared—and its capital investment had nearly doubled; it had grown 
from about $500,000 to $900,000. In the face of an unequivocal declaration 
that the defendant must not use the mark this might not have served, but 
the plaintiff had not made any such. 


* * 


In Landers, Frary & Clark v. Universal Cooler Corporation, 2 


When for eight years one plans one’s business on the assumption that 
one may use a mark, it is a grave dislocation of the business to stop its 
use; the whole selling organization must be recast and the market re-edu- 
cated; nobody can estimate what the losses may be. 


* * * 


Equity will not upset what has been founded upon such solid ground; 
the plaintiff has itself to thank for any confusion which may result; it is 
too late after all these years now to restore the parties to their relative 
positions at the outset. 
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What Mayer, J., said in the case of V’alvoline Oil Co. v. Havoline 
Oil Co., D. C. 211 Fed. 189 |4 T.-M. Rep. 257], also seems to me 
to apply in the case at bar. There, the plaintiff, after some eight 
years without objection by it, sought to enjoin the use of a trade- 
mark by a defendant who had built up a large business. 

But it cannot be equitable for a well-informed merchant with knowledge 
of a claimed invasion of right, to wait to see how successful his competitor 
will be and then destroy with the aid of a court decree much that the com- 
petitor has striven for and accomplished—especially in a case where the 
most that be said is that the trade-mark infringement is a genuinely de- 
batable question [page 195]. See, also France Milling Co. vy. Washburn- 
Crosby Company, 2 Cir., 7 F. (2d) 304 [15 T.-M. Rep. 185]. 

In view of all the circumstances I do not think that the plain- 


tiff needs or is entitled to the relief demanded in its bill of com- 


plaint. It seems to me that it would be inequitable to permit the 


plaintiff, which has never engaged in the manufacture of products 
similar to or competitive with the defendant’s radio receivers and 
phonographs, to deprive the defendant of its trade-mark and good- 
will, which the defendant has built up during a long period of 
years through its commercial enterprise and industry and at an 
expense of upward of two and a half million dollars, during which 
time the plaintiff made no claim that its rights were being invaded 
by the defendant, except a very belated one. I find no evidence 
of unfair competition. 

Accordingly, the bill of complaint is dismissed. 

This opinion may serve as findings of facts and conclusions of 


law. 
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PittspuRGH ATHLETIC CLUB ET AL. v. KQV BroapcastinG Co. 
(24 F. Supp. 490) 


United States District Court, Western District of Pennsylvania 
August 8, 1938 


Unrar Competirion—UNavruorizep BroapcastinG DeEscrirtioN oF Base- 
BALL GAME—Errect or Exciustve Contract To OTHERS. 

Plaintiff, owner of a professional baseball team known as _ the 
“Pirates,” had given to co-plaintiff, General Mills, Inc. the exclusive 
rights to broadcast accounts of games played by the “Pirates,” which 
company in turn had granted the National Broadcasting Company the 
right to broadcast play-by-play descriptions of the said games. De- 
fendant which operated a radio broadcasting station at Pittsburgh, 
secured from paid observers outside the baseball field descriptions of 
the games played therein by the “Pirates,” which descriptions it broad- 
casts over Station KQV. Held that defendant’s conduct interfered with 
plaintiff's exclusive property right in broadcasting descriptions of the 
said games, and an injunction was ordered. 

In equity. Suit for unfair competition. On motion for a pre- 
liminary injunction pendente lite. Decree in accordance with opin- 


ion. 


Shoemaker §& Eynon, of Pittsburgh, Pa., and Miller, Owen, 
Otis & Bailly, of New York City (George L. Eynon, of Pitts- 
burgh, Pa., and Louis F. Carroll, of New York City, of 
counsel), for plaintiff Pittsburgh Athletic Co. 

Thorp, Bostwick, Reed § Armstrong, of Pittsburgh, Pa., and 
Webster & Garside and Louis M. Treadwell, all of New York 
City (Roy G. Bostwick, of Pittsburgh, Pa., and Bethuel M. 
Webster, Jr., of New York City, of counsel), for plaintiffs 
General Mills, Inc., Socony-Vacuum Oil Co., Inc., and Na- 
tional Broadcasting Co., Inc. 

Reed, Smith, Shaw & McClay, of Pittsburgh, Pa. (Elder IV. 
Marshall and Henry Eastman Hackney, both of Pittsburgh, 


Pa., of counsel), for defendant. 


ScuoonmakeER, D. J.: This is an action in equity in which plain- 
tiffs ask for a preliminary injunction to restrain defendant from 
broadcasting play-by-play reports and descriptions of baseball 


games played by the “Pirates,” a professional baseball team owned 
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by Pittsburgh Athletic Company, both at its home baseball park in 
Pittsburgh, known as ‘‘Forbes Field,” and at baseball parks in other 
cities. 

The plaintiffs have moved for a preliminary injunction pendente 
lite. This motion was heard on the bill of complaint, injunction 
afidavits, and counter-affidavits. 

The bill of complaint was filed July 6, 1938. At the first hearing 
on this motion held July 12, 1938, defendant disclaimed any inten- 


tion to broadcast the news of any games played by the “Pirates” in 


cities other than Pittsburgh during the current season; and by 


affidavit filed in this case stated that no news had been broadcast by 
it of such “away” games since May 26, 1938. For that reason there 
appears to be no such danger of imminent injury to the rights of 
the plaintiffs as to justify a preliminary injunction, so far as con- 
cern any games played by the “Pirates’’ in cities other than Pitts- 
burgh. 

As to the games played, and to be played at Forbes Field in 
Pittsburgh, defendant admits it has broadcast play-by-play news 
of the Pittsburgh games, and asserts its intention to continue so to 
do, averring it secures the news thus broadcast and to be broadcast 
by it in the future from observers whom it has stationed at vantage 
points outside Forbes Field who can see over the enclosure of that 
field and observe the plays as they are made. It asserts it has a 
legal right to continue this practice. 

The essential facts are not in dispute. The question at issue is 
primarily a question of law. Is the defendant within its legal rights 
in the practices thus pursued by it? The essential facts of the case 
may be briefly summarized as follows: 

The plaintiff Pittsburgh Athletic Company owns a professional 
baseball team known as the “Pirates,” and is a member of an as- 
sociation known as the “National League.” With the several teams 
of the members of the League, the “Pirates’’ play baseball both at 
its home field and at the home fields of the other members of the 
League in various cities. The home games are played at a baseball 
park known as “Forbes Feld’ which is enclosed by high fences and 


structures so that the public are admitted only to the Park to witness 
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the games at Forbes Field by the payment of an admission ticket, 
which provides that the holder of the admission ticket agrees not 
to give out any news of the game while it is in progress. 

The Pittsburgh Athletic Company has granted by written con- 
tract, for a valuable consideration, to General Mills, Inc., the exclu- 
sive right to broadcast, play-by-play, descriptions or accounts of the 
games played by the “Pirates” at this and other fields. The Na- 
tional Broadcasting Company, also for a valuable consideration has 
contracted with General Mills, Inc., to broadcast by radio over 
stations KDKA and WWSW, play-by-play descriptions of these 
games. The Socony-Vacuum Oil Company has purchased for a 
valuable consideration a half interest in the contract of the General 
Mills, Ine. 

The defendant operates at Pittsburgh a radio broadcasting sta- 
tion known as KQV, from which it has in the past broadcast by radio 
play-by-play descriptions of the games played by the “Pirates” at 
Pittsburgh, and asserts its intention to contiue in so doing. The 
defendant secures the information which it broadcasts from its own 
paid observers whom it stations at vantage points outside Forbes 
Field on premises leased by defendant. These vantage points are 
so located that the defendant’s observers can see over the enclosures 
the games as they are played in Forbes Field. 

On this state of facts, we are of the opinion that the plaintiffs 
have presented a case which entitles them under the law to a pre- 
liminary injunction. 

It is perfectly clear that the exclusive right to broadcast play- 
by-play descriptions of the games played by the “Pirates” at their 
home field rests in the plaintiffs, General Mills, Inc., and the Socony- 
Vacuum Oil Company under the contract with the Pittsburgh Ath- 
letic Company. That is a property right of the plaintiffs with which 
defendant is interfering when it broadcasts the play-by-play descrip- 
tion of the ball games obtained by the observers on the outside of the 
enclosure. 

The plaintiffs and the defendant are using baseball news as 
material for profit. The Athletic Company has, at great expense, 
acquired and maintains a baseball park, pays the players who par- 
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ticipate in the game, and have, as we view it, a legitimate right to 


capitalize on the news value of their games by selling exclusive 
broadcasting rights to companies which value them as affording ad- 
vertising mediums for their merchandise. This right the defendant 
interferes with when it uses its broadcasting facilities for giving 
out the identical news obtained by its paid observers stationed at 
points outside Forbes Field for the purpose of securing information 
which it cannot otherwise acquire. This, in our judgment, amounts 
to unfair competition, and is a violation of the property rights of 
the plaintiffs. For it is our opinion that the Pittsburgh Athletic 
Company, by reason of its creation of the game, its control of the 
park, and its restriction of the dissemination of news therefrom, 
has a property right in such news, and the right to control the use 
thereof for a reasonable time following the games. 

The communication of news of the ball games by the Pittsburgh 
Athletic Company, or by its licensed news agencies, is not a general 
publication and does not destroy that right. This view is supported 
by the so-called “ticker cases’; Board of Trade v. Christie Grain 
& Stock Co., 198 U. S. 236, 25 S. Ct. 637, 49 L. Ed. 1031; Hunt 

. New York Cotton Exchange, 205 U. S. 322, 27 S. Ct. 529, 51 
. Ed. 821; Moore v. N. Y. Cotton Exchange, 270 U. S. 593, 46 
S. Ct. 867, 70 L. Ed. 750, 45 A. L. R. 13870; McDearmott Com- 
mission Co. v. Board of Trade, 8 Cir., 146 Fed. 961, 7 L. R. A, 
N.S., 889, 8 gtr Cas. 759; Board of Trade v. Tucker, 2 Cir., 221 
Fed. 305. 

On the unfair competition feature of the case, we rest our 
opinion on the case of sirappinemapniaage News Service v. Associated 
Press, 248 U. S. 215, 39 S. Ct. 68, 68 L. Ed. 211, 2 A. L. R. 298. 
In that case the court enjoined the International News Service from 
copying news from bulletin boards and early editions of Associated 
Press newspapers, and selling such news so long as it had commer- 
cial value to the Associated Press. The Supreme Court said (248 
U. S. at page 236, 39 S. Ct. at page 71): 


. Regarding the news, therefore, as but the material out of which 
both parties are seeking to make profits at the same time and in the same 
field, we hardly can fail to recognize that for this purpose, and as between 
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them, it must be regarded as quasi property, irrespective of the rights of 
either as against the public. 

In order to sustain the jurisdiction of equity over the controversy, we 
need not affirm any general and absolute property in the news as such, 
The rule that a court of equity concerns itself only in the protection of 
property rights treats any civil right of a pecuniary nature as a property 
right (In re Sawyer, 124 U. S. 200, 210, 8 S. Ct. 482, 31 L. Ed. 402; In re 
Debs, 158 U. S. 564, 593, 15 S. Ct. 900, 39 L. Ed. 1092); and the right to 
acquire property by honest labor or the conduct of a lawful business is as 
much entitled to protection as the right to guard property already ac- 
quired. . . 




































And again at pages 239, 240, 39 S. Ct. at page 72: 





.... The right of the purchaser of a single newspaper to spread knowl- 
edge of its contents gratuitously, for any legitimate purpose not unrea- 
sonably interfering with the complainant’s right to make merchandise of it, 
may be admitted; but to transmit that news for commercial use, in com- 
petition with complainant—which is what defendant has done and seeks 
to justify—is a very different matter. ... 

In Twentieth Century Sporting Club, Inc. v. Transradio Press 
Service, Inc., 165 Mise. 71, 300 N. Y. S. 159, the New York Supreme 
Court applied the principles of unfair competition to a broadcast 
of the Louis-Farr fight and entered an injunction. 

In Associated Press v. KVOS, Inc., 9 Cir., 80 F. (2d) 575 [26 
T.-M. Rep. 107], a preliminary injunction was granted to restrain 


Station KVOS from appropriating and broadcasting news gathered 


hae 


by the Associated Press on the ground that the broadcasting station 
was in competition with the Associated Press in the business of 
publication of news for profit. 

Defendant contends it is not unfairly competing with any of 
the plaintiffs because it obtains no compensation from a sponsor 
or otherwise from its baseball broadcasts. It concedes, however, 
that KQV seeks by its broadcast of news of baseball games to cul- 
tivate the good-will of the public for its radio station. The fact 
that no revenue is obtained directly from the broadcast is not con- 
trolling, as these broadcasts are undoubtedly designed to aid in ob- 
taining advertising business. See Waring v. WDAS Station, Inc., 
327 Pa. 433, 435, 194 A. 631; Witmark & Sons v. Bamberger & Co., 
D. C., 291 Fed. 776; Remick & Co. v. Automobile Accessories Co., 6 


Cir., 5 I. (2d) 411,40 A. L. R. 1511; Irving Berlin, Inc. v. Daigle, 5 








— 
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Cir., 31 F. (2d) 882; Herbert v. Shanley Co., 242 U. S. 591, 37 
S. Ct. 2382, 61 L. Ed. 511; Associated Press v. KVOS, Inc., supra. 

Defendant seeks to justify its action on the ground that the in- 
formation it receives from its observers stationed on its own property 
without trespassing on plaintiffs’ property, may be lawfully broad- 
cast by it. We cannot follow defendant’s counsel in this contention 
for the reasons above stated. The cases cited by them we have care- 
fully studied and are unable to accept as authority. In the Aus- 
tralian case, Victoria Park Racing, etc. v. Taylor, 37 New South 
Wales 322, where the information broadcast was obtained from a 
tower adjoining a race track, the court refused an injunction, be- 
cause there was neither a trespass on plaintiff’s race track, or a 
nuisance created by defendant. 

The doctrine of unfair competition is not recognized under the 
English Common Law. Therefore this decision is not an authority. 

In the case of Sports and General Press Agency v. Our Dogs 
Publishing Company | 1916] 2 K. B. 880, which involved the taking 
of photographs from a point outside the dog-show grounds, is like- 
wise a case for the application of English law. The question of 
unfair competition was not considered at all, and could not be 
recognized under the English law. 

The case of National Exhibition Company v. Tele-Flash, Inc. 
(D.C. S. D. N. Y. 1936) — F. Supp. —, presents a case somewhat 
similar to the case at bar. However, we are unable to follow the 
court’s ruling, because we do not believe that the District Judge cor- 
rectly interpreted the law as to unfair competition as applicable to 
cases of this kind. 


Conclusions of Law 


1. This court has jurisdiction of this cause by reason of diversity 
of citizenship and the amount in controversy. 

2. The right, title and interest in and to the’ baseball games 
played within the parks of members of the National League, in- 
cluding Pittsburgh, including the property right in, and the sole 
right of, disseminating or publishing or selling, or licensing the right 


to disseminate news, reports, descriptions, or accounts of games 
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played in such parks, during the playing thereof, is vested exclu- 
sively in such members. 

3. The actions and threatened actions of the defendant constitute 
a direct and irreparable interference with, and an appropriation of, 


the plaintiffs’ normal and legitimate business; and said action is 


‘aleulated to, and does, result in the unjust enrichment of the de- 
fendant at the expense of the plaintiffs and each of them. 

t. The defendant’s unauthorzied broadcasts of information con- 
cerning games played by the Pittsburgh team constitute unfair com- 
petition with the plaintiffs and each of them. 

5. The defendant wrongfully deprives the plaintiffs and each of 


them of the just benefits of their labors and expenditures in respect 


of the baseball games and the public dissemination of news thereof 
as alleged in the complaint; and the action, threatened action and 
practice of the defendant constitute a fraud on the public. 

6. The actions and threatened actions of the defendant herein 
alleged constitute a wrongful interference with the contractual 
rights and obligations of the parties. 

7. The defendant’s action as herein described constitutes a 
violation of the Communications Act of 1984, 47 U. S. C. A. § 151 
et seq. 

8. The plaintiffs have no adequate remedy at law. 

9. The plaintiffs are entitled to and are hereby granted a pre- 
liminary injunction. 
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CHAMPION SparK PiuG Company v. Reicu, doing business as AuTo- 
MOTIVE Propucts Co. 

(39 U. S. P. Q. 109) 


United States District Court, Western District of Missouri 
September 24, 1938 


Unrarr Competition—“CuHampion”’—Use or Trape-Mark on ReEconpI- 
TIONED Goons. 

Defendant obtains plaintiff’s used “Champion” spark plugs, as well 
as those of other manufacturers, and, after cleaning and reconditioning 
such plugs, sells them to the public under the original trade-marks. Such 
conduct held unfair competition, inasmuch as purchasers are liable to 
be deceived into believing that the spark plugs so reconditioned are 
plaintiff's original “Champion” spark plugs. Defendant was, accord- 
ingly, enjoined from using on said spark plugs the word “Champion” 
without making it clear to purchasers that the goods were not plain- 
tiff’s spark plugs. 

Unrair Competition—Ricut to Process anD SELL RECONDITIONED Goons. 

In the case at issue, defendant held to have the right to acquire used 
and discarded spark plugs and to repair and sell them for further use, 
provided it carefully distinguishes its products so as to prevent con- 
fusion of purchasers. 


In equity. Action for unfair competition. Injunction granted. 


F Arthur C. Brown, of Kansas City, Mo., for plaintiff. 
Charles H. Thompson, of Kansas City, Mo., and Johnson Garnett 
§ Quinn, all of Kansas City, Mo., for defendant. 


Reeves, D. J.: The questions here presented for determination 
involve the proper interpretation of facts rather than a decision on 
controverted facts. 

The plaintiff seeks a preliminary injunction against the de- 
fendant to prevent alleged unfair competition as well as infringe- 
ments of trade-marks. 

It is admitted in effect that the plaintiff is engaged in the manu- 
facture of spark plugs, a device employed in the operation of auto- 
mobiles, and that it owns and enjoys the benefits of a trade-name 
and a trade-mark on its said product. Moreover, it appears collater- 
ally that it is the owner of divers patents appertaining to its device. 
Furthermore, it has been engaged in the manufacture of its device 


for many years and currently supplies many automobile manufac- 
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turers with its spark plug or device and sells to dealers vast quan- 
tities for replacement purposes. The validity of its patents, the 
validity of its trade-marks, and its extensive good-will is not put in 
issue. It complains of the defendant, who is engaged in acquiring 
used and discarded devices or spark plugs of the plaintiff, that after 
cleaning and repairing them, and after restoring a degree of efficiency 
to the devices, defendant sells, or causes them to be sold, to dealers 
and others under circumstances which are deceptive. Consumers, 
it is alleged, are made to believe that such devices are either orig- 
inal and new merchandise, as sold by the plaintiff, or that the de- 
vices have been reconditioned and restored for further use after 
having once been used. 

The defendant on his part substantially admits that he is in the 
business of cleaning and repairing used and discarded spark plugs, 
whether manufactured by the plaintiff or other manufacturers. It is 
stated by him that only those spark plugs are cleaned and repaired 
and then offered for sale to the public which have an obvious 
utility and are capable of further efficient use in the operation of 
automobiles. He denies that he has practiced deception, and, both 
by answer and brief, as well as in open court, offers so to handle 
plaintiff's previously used spark plugs as wholly to inform the 
public, or that portion of the public desiring to use said spark plugs, 
of all the facts and circumstances, so that the public could not and 
would not be deceived. 

The evidence, mainly given by affidavits, tends to show that the 
defendant is engaged in purchasing used, abandoned and discarded 
spark plugs; that such spark plugs become defective from the heavy 
and hard use and wear to which they are subjected, and that the use 
is of such nature as to wear away the electrodes and insulators and 
other serviceable parts until the device ceases to have the distinctive 
mechanical and functional elements characterizing a new device. 
It is considered by the plaintiff that, when such a state or stage of 
wear is reached, the device no longer smoothly functions as con- 
templated by the manufacturer and is subject to abandonment and 


disuse. 
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Evidence on both sides showed that, whereas a spark plug 
would continue to function even after such wearing away of the 
parts, nevertheless it would not function in the smooth and perfect 
way of a new device. It was in evidence that such devices would 
maintain their original mechanical and functional activities unim- 
paired during their use for approximately ten thousand miles. 

The defendant established that he was careful in the acquisi- 
tion of used spark plugs, and that he endeavored to prepare for 
future use only those devices which, after careful inspection, dis- 
closed that they were still serviceable. It did not appear that he 
did in fact recondition such devices. 

As aptly stated by his counsel in his brief: “It will be estab- 
lished at the final hearing upon the merits that the process of re- 
conditioning is a mere cleaning of the plug.’ This fact was estab- 
lished in the preliminary hearing for an injunction. The evidence 
showed that the spark plugs were cleaned by the defendant, and 
that, in the process of cleaning, much of the parts was cut away 
and the electrodes readjusted. Thus it was made to appear that, 
by the wear and tear and by the cleaning process, certain patented 
features of the plaintiff's device were completely eliminated. This 
pertained to the parallel faces of the electrodes and the skirt or 
semi-petticoat of the plugs at the firing end. 

Other facts as they may become pertinent will be stated in the 
course of this memorandum opinion. 

1. Section 96, Title 15 U.S. C. A., pertains to the general sub- 
ject of trade-mark infringement. Applicable portions of the sec- 
tion are: 

Any person who shall, without the consent of the owner thereof, 
reproduce, counterfeit, copy, or colorably imitate any such trade-mark 
and affix the same to merchandise of substantially the same descriptive 
properties as those set forth in the registration, or to labels, signs, prints, 
packages, wrappers, or receptacles intended to be used upon or in con- 
nection with the sale of merchandise of substantially the same descriptive 
properties as those set forth in such registration, and shall use, or shall 
have used, such reproduction, counterfeit, copy, or colorable imitation in 


commerce among the several States ... . shall be liable to an action for 
damages therefor at the suit of the owner thereof. 
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It was proved in this case that the defendant extensively offered 
for sale spark plugs manufactured by the plaintiff, and with its 
name and trade-mark upon them, and which spark plugs defendant 
said had been reconditioned. The meaning of the word ‘“Recondi- 




































tion,” as a transitive verb, is as follows: To restore (something 
worn) to sound condition by readjustments and replacement of 
parts; to renovate, as reconditioned automobile. 

According to the testimony and the frank statement of counsel 
for the defendant, the spark plugs prepared for further use were 
not in fact reconditioned. Apparently, a spark plug of plaintiff's 
design and manufacture, to be reconditioned, would be to restore it 
to its original condition, so as to have all of the patented mechanical 
and functional elements as in case of a new device. Admittedly, this 
was not done. 

Upon the evidence in the case it is obvious that the defendant 
was not only guilty of unfair competition, but that he also had in- 
fringed plaintiff's trade-name and trade-mark. 

2. The defendant rightly contends that he may properly acquire 
by purchase, or otherwise, used and discarded spark plugs, and, 
that, when so acquired, he has a right to repair and sell them to the 
public for further use in the operation of automobiles. Clearly, the 
plaintiff has no such right arising from its trade-name, trade-marks, 
and patent rights, as to prevent the sale of its discarded and aban- 
doned devices after the same have been cleaned and repaired. 

The court is therefore confronted with a situation where both the 
litigants have rights with respect to the device under consideration. 
Plaintiff is entitled to have its trade-name, trade-mark and patents 
protected against unfair competition and against infringement. The 
defendant, on the other hand, has a right to acquire property of the 
kind involved in this dispute, prepare such property for resale and 
further use, and then sell it to the public. 

3. The law takes into account a situation such as this, and makes 
provision for each of the parties to carry on its or his respective 
business enterprise in such way as not to impinge upon the rights 
of the other. This can be accomplished by the defendant giving 


effective notice to the public that his used, cleaned and repaired 
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spark plugs are not new Champion plugs. In fact, he should go 
further than that; the name of the plaintiff should not be used at 
all, save collaterally. The so-called reconditioned spark plug offered 
by the defendant is not in fact plaintiff’s device. By use, it has 
lost the important efficient qualities and parts characterizing and be- 
longing to plaintiff’s device. The plaintiff, according to the testi- 
mony, is prideful, both of the form and the substance of its spark 
plugs. By long use the form is lost on the discarded spark plugs. 
The substance, alleged to be of superior quality, remains, and, as to 
that, the defendant should be permitted to give credit to the plain- 
tiff only in a collateral way as to the material in the device offered 
by the defendant. The displays, as they were offered in court, 
were clearly deceptive and the cartons were deceptive. 

It is contended by the defendant that it would be impossible for 
him to remove plaintiff's trade-name without materially damaging 
his repaired device. This should not be required, if otherwise the 
defendant can dispose of his spark plugs without deceiving the 
public. The law would forbid him from offering to the public his 
repaired devices under circumstances that would deceive the public. 

Since the original device, cleaned and repaired for resale by the 
defendant, has lost its original character and excellence, the burden 


devolves upon the defendant to make it appear that the goods offered 


by him are his own, and not those of the plaintiff or its predecessors. 


Under no circumstances should he use the name “Champion” with- 
out giving information to the public that the devices are net those 
of the plaintiff. 

It may be that at the trial on the merits, the defendant may be 
able to outline a method of handling the device without trespassing 
upon the rights of plaintiff. 

At the present time, in view of the evidence as to the manner in 
which defendant has handled for re-selling the second-hand devices 
of plaintiff, a preliminary injunction should be granted. For this 


purpose, the plaintiff’s counsel will present an appropriate order. 
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Martua WasHINGTON CaANpiEs Co. v. GOLDSTEIN ET AL. 
(23 F. Supp. 861) 


United States District Court, Middle District of Pennsylvania 
June 30, 1938 






Trape-Mark [NFRINGEMENT—DEFINITION. 
Trade-mark infringement is only one branch of the broader doctrine 
of unfair competition and it is not necessary to show infringement in 
order to establish a case for relief under said doctrine. 
Unrarr ComMpeTITION—DEFINITION. 

Unfair competition in the use of names or marks consists in the use 
by defendant of a name or mark which tends to make the public believe 
that defendant’s business is in some way connected with plaintiff's. 

Trape-Marks—“Marria WasHiIncTron’—Canpy anv Ice Cream—Goons or 

Same DescriprivE Properties, QUERY. 

In an action brought by plaintiff, which for more than twenty-five 
years had manufactured and sold confectionery under the name of 
“Martha Washington Candies,” and since 1929 used the name on ice 
cream, to restrain defendant from selling ice cream under the name 
“Martha Washington” held that, inasmuch as it was shown that plain- 
tiff's good-will was likely to be endangered by defendant’s use of the 
said name, defendant’s motion to dismiss the complaint should be 
denied. 













In equity. Action for trade-mark infringement and unfair com- 


petition. On defendant’s motion to dismiss the bill. Motion denied. 


O’Malley, Hill, Harris § Harris, of Scranton, Pa., and Chritton, 
Wiles Davies, Hirschl §& Dawson, of Chicago, IIl., for plain- 
tiff. 

Thomas M. Lewis and Henry Greenwald, both of Wilkes Barre, 

Pa., for defendants. 


Watson, D. J.: This is a suit in equity filed by the Martha 
Washington Candies Company seeking an injunction restraining 
the defendants from using the name “Martha Washington” as the 
name of ice cream manufactured by defendants, and seeking an ac- 
















counting and damages for trade-mark infringement and unfair com- 
petition. Defendants have filed a motion to dismiss the bill. 

The bill alleges, inter alia: That the plaintiff has been engaged 
in the manufacture and sale of candies and confectionery for more 
than twenty-five years, and the sale of its product has extended 
throughout the United States; that its product has acquired an 
enviable reputation and the good-will of the product has been built 
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up around the words “Martha Washington Candies”; that trade- 
mark registrations, including the words in issue, have been registered 
in the United States Patent Office since 1907, claiming the trade- 
mark as applying to “all kinds of candies,” and such trade-marks 
are in full force and effect; that the trade-mark including the 
words in issue was registered in the office of the Secretary of State 
of Pennsylvania in 1922, claiming the trade-mark as applying to 
“candies and confectionery’; that, in 1929, plaintiff began the 
manufacture of ice cream and has sold the ice cream under the trade- 
mark set forth over a substantial portion of the United States and 
has registered the name in issue for ice cream; and that plaintiff's 
products have been advertised at considerable expense throughout 
the United States, and the purchasing public has learned to identify 
any product, such as ice cream, candy, etc., sold in connection with 
the name “Martha Washington” as being manufactured by the 
plaintiff. 

It is further alleged that the defendants are manufacturing and 
selling ice cream under the name of “Martha Washington,” and that 
the name appears in several different types of advertisement, 
‘which use of the name is for the deliberate purpose of trading upon 
the good-will and reputation of the plaintiff's products. Plaintiff 
bases its claim for relief both on the ground of trade-mark infringe- 
ment and on the ground of unfair competition. 

The important question is, whether the bill sets forth sufficient 
facts upon which to base a claim of unfair competition? If this 
question is answered in the affirmative, it will be unnecessary to 
consider at this time the question whether infringement of plaintiff's 
registered trade-mark is properly alleged. Trade-mark infringe- 
ment is only one branch of the broader doctrine of unfair competi- 
tion, and it is not necessary to show trade-mark infringement in 
order to establish a case calling for relief under the doctrine of un- 
fair competition. 

Unfair competition in the use of names or marks consists in the 
use of a name or mark by the defendant which tends to delude the 
public into believing the defendant’s business is in some way con- 
nected with that of the plaintiff. The test is, whether the use of 
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the name or mark would breed confusion in the minds of the public, 
Akron-Overland Tire Co. v. Willys-Overland Co., 3 Cir., 273 Fed. 
674 [11 T.-M. Rep. 281]. 

In the case at bar it is not alleged that plaintiff has used the 
name “Martha Washington” in connection with the sale of ice cream 
in the territory where defendant’s activities are carried on, but it is 
alleged that plaintiff has used the name in connection with the sale 
of candies and confectionery “throughout the United States,” which 
necessarily includes the territory in which defendants operate. It 
is further alleged that the name “Martha Washington” has been 
adopted by the defendants for the deliberate purpose of trading on 
the plaintiff’s good-will and reputation. ‘The question whether the 
public mind would be confused by the use of the name by the de- 
fendants is one of fact which is susceptible of proof. It is impos- 
sible for the court to say as a matter of law, in the absence of any 
evidence, whether the use of the name “Martha Washington” by the 
defendants does or does not cause confusion in the public mind. 
Plaintiff has alleged that the name was adopted by the defendants 
for the specific purpose of causing such confusion. In the face of 
such allegations by the plaintiff, it cannot be said that plaintiff has 
not set forth a cause of action. 

In a suit for unfair competition, it is sufficient to show that plain- 
tiff’s good-will is likely to be endangered by the defendants’ use 
of plaintiff's name or mark. It is not necessary to allege or prove 
direct competition between the products of each. Great Atlantic & 
Pacific Tea Co. v. A. & P. Radio Stores, D. C., 20 F. Supp. 703. 
Applied to the case at bar, plantiff’s allegation that the defendants 


have adopted the name in issue for the purpose of trading on plain- 


iiff’s good-will is sufficient, whether candy and confectionery may be 


considered as of the same descriptive properties as ice cream or 
not. So concluding, the motion to dismiss the bill of complaint 
must be denied. 

Now, June 30, 1938, the defendants’ motion to dismiss the plain- 
tiff’s bill of complaint is denied, and defendants are directed to file 


an answer to said bill of complaint within fifteen days hereof. 
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PersonAL FINaANcE Company v. PerRsonaL Loan SERVICE 
Nebraska Supreme Court 


October 8, 1937 


Unrarr CoMPETITION—DEFINITION. 

Unfair competition means any conduct in a trade or business con- 
cern whereby one party, by deceptive means, so transacts his busi- 
ness that the public has the impression that they are dealing with 
another. 

Unrarr Competition—Use or Generic TerMS—INTENT. 

Descriptive or generic terms are not susceptible of exclusive ap- 
propriation by anyone; but may be used by all in an honestly descriptive 
or non-descriptive manner, the only exception being cases whereby 
the use of such words, either singly or in combination, one party aims 
to avail himself of another’s reputation. In such cases intent must be 
established. 

Unrarr Competition——-Use oF Simitar Corporate NAMES. 

Unless unfair competition is clearly established, the courts will not 

hold that an individual or corporation has acquired such an exclusive 


right in the use of a word or words that it can exclude all others from 
such use. 


Unrarrk Competirion—“‘Personat Finance Company” And “PERSONAL 

Loan Service”—Use or Simimar Corporate NAMES—INJUNCTION. 

Where plaintiff had, since the year 1931, done a Joan business in 

the city of Lincoln, Neb., under the name “Personal Finance Company,” 

the adoption by defendant four years later of the name “Personal Loan 

Service” as the title of a similar business held intended to mislead and 

confuse customers of the plaintiff, and the decision of the lower court 
refusing an injunction was reversed, 

In equity. Action for unfair competition. Appeal from deci- 

sion of the district court, Lancaster County, dismissing the bill. 


Reversed. 


Woods, Aitken & Aitken, of Lincoln, Neb., for plaintiff. 
Maz G. Towle, of Lincoln, Neb., for defendant. 


Before Goss, C. J., Eperty, Day, Paine, and Carter, JJ., and 
E_prep and Cuase, District Judges. 


Cuase, D. J.: This is a suit in equity, in which the plaintiff 
seeks to enjoin the defendant from using its corporate name, claim- 
ing the use thereof constitutes unfair competition. The trial court, 
by its decree upon the merits, denied the injunction, and the plain- 


tiff presents the record here for review. 
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The pleadings are so involved we can only epitomize them. The 
plaintiff asserts that it is a corporation organized under the laws of 
the state of Delaware, licensed to transact the business of a small 
loan and finance company in Nebraska, under the name of Personal 
Finance Company, of Lincoln, and is engaged in such business at 
Lincoln; that it began business on June 15, 1931; that on June 6, 
1935, the defendant was incorporated under the laws of the state of 
Nebraska to carry on a similar business under the corporate name of 
Personal Loan Service; that one Joseph J. Hynes had been active 
manager of plaintiff's business until the incorporation of the de- 
fendant, at which time he left plaintiff's employ and organized the 
defendant corporation for the purpose of carrying on a finance busi- 
ness, also at Lincoln, in competition with the plaintiff; that the 
plaintiff’s business had been built up because of its reputation for 
honesty and fair dealing; that the defendant Hynes, during this 
period, was its chief managing officer; that the plaintiff's name had 
thus become a valuable trade-name; that the said Hynes and his 
associates knew these facts, and for the purpose and with the inten- 
tion of appropriating the good-will and trade-name of the plaintiff 
adopted its corporate name and advertised such name through news- 
papers, telephone directories and listings; that the defendant 
adopted the name in pursuance of a pre-conceived fraudulent inten- 
tion of deceiving the customers of the plaintiff and winning them 
over to the defendant; that customers intending to contact plaintiff 
were deceived, misled, and diverted, and induced to communicate 
with the defendant, with the result that plaintiff lost considerable 
business through the defendant’s unfair conduct, and the defendant 
thereby became enriched and benefited to the damage of the plain- 
tiff; that the intention of the defendant in adopting a name of such 
similarity to that of the plaintiff was to confuse the customers of the 
plaintiff and induce them to deal with the defendant under the belief 
they were dealing with the plaintiff; that the damages resulting from 
such conduct are not susceptible of adequate legal measurement, but 
that they have accrued and will continue to accrue in the future, and 


plaintiff is without adequate remedy at law. 
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The defendant, after traversing the general allegations of the 
petition, admits that it is incorporated under the name of Personal 
Loan Service and is doing business as such. It avers as an affirmative 
defense that the secretary of state had issued a permit to the de- 
fendant to use such trade-name. 

From the evidence it appears that the plaintiff began business at 
Lincoln in 1931, spent approximately $200 a month for advertising; 
that it made about 1,200 loans every year; that one Joseph J. Hynes, 
the secretary-treasurer of the defendant, was employed by the 
plaintiff as its managing officer, in June, 1932, and continued in such 
employment about three years; that he was assisted by one Fern 
Beardsley as cashier; that in 1935 Hynes left the employ of the 
plaintiff voluntarily, and with one Waller organized the defendant 
company; that shortly after the organization of the defendant com- 
pany the cashier, Fern Beardsley, voluntarily left the employ of the 
plaintiff and became cashier of the defendant; that both Mr. Hynes 
and Miss Beardsley, during their employment with plaintiff, made 
contact with plaintiff’s customers at its place of business in the Sharp 
Building in Lincoln, Neb. The defendant’s place of business is in 
the Federal Securities Building, immediately across the street from 
that of the plaintiff. During the time Hynes was in its employ the 
plaintiff contacted about 2,600 customers. It is claimed that about 
thirty-five of these customers have since transferred their business 
from the plaintiff to the defendant. Whether this abandonment of 
the plaintiff by these customers is due to confusion, business dis- 
satisfaction, or otherwise, is not disclosed by the record; neither is 
their identity established. The plaintiff, in its endeavor to establish 
the charge of confusion, proffered a witness who testified he had 
previously been a customer of the plaintiff, and had some loans with 
them; that he knew Hynes had moved his office to the Federal 
Securities Building; that such information had been gleaned by 
newspaper advertisements. While he admitted that he was aware 
that Hynes was not then working for plaintiff, he was confused, 
however, in the nature of Hynes’ business; that he believed Hynes 
was now engaged in the insurance business. There was also offered 


in evidence a letter written by a man at Fairmont, by which he 





556 TWENTY-EIGHT TRADE-MARK REPORTER 


sought to procure a loan, the envelope having been addressed to the 
plaintiff, the inclosed letter addressed to the defendant. These 
were only specific instances in which the plaintiff sought to prove 
any particular confusion of customers. 

The stationery adopted by defendant at the commencement of its 
business bore striking similarity to that previously used by the 
plaintiff. 

The question for decision here is whether the manner in which 
the defendant was conducting its business under its corporate name 


amounts to unfair competition. The courts say that unfair competi- 


tion means any conduct in a trade or business whereby one party, 


by deceptive means, transacts his business with the public in such a 
manner as to leave the public with the impression that they are 
actually dealing with another. The doctrine involves misrepresenta- 
tion, either express or implied. Peters Milling Co. v. International 
Sugar Feed No. 2 Co., 262 Fed. 336 [10 T.-M. Rep. 207]. It will be 
noted that to invoke this rule some deception must be practiced upon 
the public whereby it is likely to become misled or confused. The 
effect of the defendant’s conduct upon the public is the gist of plain- 
tiff’s right to equitable interference. Such deception will not arise 
from its effect upon a particular class. On the other hand, it cannot 
be logically argued that no deception takes place because the cul- 
tured, alert, or perceptive are not misled, nor should it be argued 
that because the untutored or indolent, not possessing the capacity to 
analyze or the energy to investigate, are likely to be misled, Neither 
constitutes the true test. The law ordinarily does not recognize 
extremes, but concerns itself in this particular with what effect the 
defendant’s conduct would produce upon that vast multitude of per- 
sons of ordinary intelligence, which may include both extremes, but 
not necessarily confined to either. Such is the meaning of the word 
“public” in this connection. If then it can be said that ordinary 
persons, dealing with ordinary caution, are likely to be misled, then 
it follows that deception is the natural and probable result of the 
defendant’s acts. Either actual or probable deception, or confusion, 
must be shown to entitle the plaintiff to the protection of the rule. 


This is usually accomplished by showing circumstances from which 
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courts might justly conclude that persons are likely to transact busi- 
ness with one party under the belief they are dealing with another. 
Where there is no probability of deception, there can be no unfair 
competition. McLean v. Fleming, 96 U. S. 245, 24 L. Ed. 828; 
Charles Broadway Rouss, Inc. v. Winchester Co., 300 Fed. 706 
[14 T.-M. Rep. 159]. 

While rival tradesmen may lawfully compete for the patronage 
of the public, they have no right, by either imitating devices, or un- 
fair means, to beguile prospective customers into dealing with them 
under the erroneous belief that they are dealing with their rivals. 
The right to protection is not based on the harmless use of particular 
words, or a name, but upon the likelihood of an appropriation of the 
competitor’s business to his injury under a mistaken belief. To en- 
title the plaintiff to such relief, it is not necessary to prove that 
deception has actually resulted, but sufficient to show a calculation 
to deceive, and that from all the facts and circumstances deception 
and confusion is likely to arise. Carter Transfer & Storage Co. v. 
Carter, 106 Neb. 531, 184 N. W. 113 [11 T.-M. Rep. 347]; Riggs 
Optical Co. v. Riggs, 182 Neb. 26,6 SCJ 165, 270 N. W. 667; Atlas 
Assurance Co. v. Atlas Ins. Co., 188 Ia. 228, 285, 112 N. W. 232, 
114 N. W. 609; Weisman v. Kuschewski, 243 Mich. 228, 19 N. W. 
937. 

Courts are quite unanimous in declaring that descriptive terms or 
generic words are not susceptible of exclusive appropriation by any 
one, but may be used by all the world in an honestly descriptive or 
non-descriptive manner. This rule rests upon the theory that every 
one should have the right to properly describe his goods or business, 
and should be able to use all terms necessary or appropriate for that 
purpose. It has also been said that corporate names made up 
solely of generic or descriptive terms ordinarily cannot be exclu- 
sively appropriated. Amoskeag Mfg. Co. v. Trainer, 101 U.S. 51, 
25 L. Ed. 993. 

There seems to be one well-recognized exception to the general 
rule. The courts hold that, even though the words used may be 
descriptive or generic in their nature, if by their use, either singly or 


in combination, one person intends to avail himself of another’s 
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reputation, and is enabled to transact his business as that of another, 
it may become unlawful. In such eases intent or calculation to ac- 
complish the result must be established. American Wine Co. vy. 
Kohlman, 158 Fed. 830. In the case just cited the names of plain- 
tiff and defendant were identical, and the court held, notwithstanding 
such identity, the plaintiff would not be entitled to enjoin their use 
unless he established a specific intent on the part of the defendant 
to transact its business as the business of the plaintiff. 

Where the plaintiff does not establish a reasonable likelihood 
that deception will result by reason of the name under which the 
defendant transacts business, courts will refuse injunctive relief. 
Fidelity Bond & Mortgage Co. v. Fidelity Bond § Mortgage Co., 
37 F. (2d) 99 [20 T.-M. Rep. 12]. 

Generic words whose primary meaning is merely descriptive of 
the business to which they are applied, or are such as are in com- 
mon use for that purpose, or such as to convey facts applicable with 
equal truth and right to others, cannot be exclusively appropriated 
as a trade-name. As a matter of law, no one is entitled to the 
exclusive use of the descriptive adjectives of the language. Jowa 
Auto Market v. Auto Market & Eachange, 197 Ia. 420, 197 N. W. 
321 [14 T.-M. Rep. 311]. 

The law being abhorrent of monopolies, court will not, except 
where unfair competition is clearly established, hold that an in- 
dividual or corporation has acquired such a property right in the use 
of a word, or combination of words, that it can exclude all others 
from the use of such words or combinations, bearing some similarity 
in import but dissimilar in meaning. 

Complaint is made that the trial court found that the permit to 
transact business issued to the defendant by the secretary of state 
operates in the nature of res adjudicata. While it appears that the 
trial court made no such positive finding, we agree that such language 
should not have been used. Courts are creatures of the judicial de- 
partment of government, constituted for the purpose of reaching 
conclusions of both law and fact as to all question justiciable. The 
judicial department need not recognize a finding of fact made by 
an officer of the executive department as binding upon it. The issu- 
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ance of the permit by the secretary of state was purely a ministerial 
act. The finding of fact made by an officer of the executive depart- 
ment cannot be held to be binding or conclusive upon the courts so 
as to bring it within the rule of res adjudicata. 

After making a de novo investigation of all the evidence presented 
by the record, we think the proper inference to be drawn therefrom 
is that the defendant, by adopting its trade-name and conducting its 
business thereunder, intended to mislead and confuse the customers 
of the plaintiff, and to beguile them into dealing with the defendant 
under the belief that they were dealing with the plaintiff; and con- 
tinued confusion is likely to result from such conduct. We do not 
believe the conclusions reached by the trial court are correct. The 


case is, therefore, reversed. 


DecIsSIONS OF THE COMMISSIONER OF PaTENTS 
Cancellation—Act of 1920 


Frazer, A. C.: Held that Benjamin K. Allen, was not entitled 
to register a trade-mark, under the Act of 1920, when it appeared 
that another was using the same mark on goods of the same descrip- 
tive properties during the year preceding the application for regis- 
tration and that immediately after the registration Allen had warned 
the petitioner to discontinue use of the registered mark. He held 
therefore that the registration No. 344,933, obtained by the said 
Allen and now assigned to Benjamin K. Allen, Jr., should be can- 
celled. 

After stating the facts and referring to the language of the 
statute, the Assistant Commissioner said: 

In a long line of decisions these statutory provisions have been con- 
strued to mean that an applicant’s use of his mark must have been exclusive 
during the year immediately preceding his application for registration, and 
that otherwise any person who can show himself injured by such registra- 
tion is entitled to have the same canceled. [Citing decisions. ] 

Then, after noting the Examiner of Interferences had relied 
upon the case of McKesson & Robbins v. The Centaur Co., 156 


M. D. 576, and stating that while it appeared that the registrant 
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had not enjoyed exclusive use of its mark during the year preceding 
its application for registration, the decision was based upon the peti- 
tioner’s failure to prove damage, he said: 


In the instant case I think the letter above referred to sufficiently in- 
dicates that petitioner is injured by the registration sought to be canceled, 
and that no further proof in that regard was necessary. 

He then stated that the Examiner of Interferences in effect had 
held that the one-year period prescribed by the statute need not im- 
mediately precede the filing of the application and that such use need 
not be exclusive, and said: 

As I find myself in agreement with the rulings set. forth in the deci- 
sions referred to, rather than with the conclusions reached by the Examiner 


of Interferences, his decision is reversed, and the petition for cancellation 
is granted.! 


Conflicting Marks 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for a soft drink, the notation “Arkola,” in view of 
the prior adoption and use by opposer of the term “Coca-Cola” ap- 
plied to the same goods. 

The ground of the decision is that the marks are confusingly 
similar. 

In his decision, after noting applicant’s argument that the deci- 
sion in the case of Coca-Cola Company v. King Kola Mfg. Co., 480 
O. G. 695, relied upon by the Examiner, holding “King-Kola” and 
“Coca-Cola” confusingly similar would seem to be equivalent to a 
holding that every trade-mark having as a feature thereof the term 
“Cola” or “Kola” for a soft drink is confusingly similar to “Coca- 
Cola,” the Assistant Commissioner said: 

No such holding was there intended. The test is whether an applicant 
for registration has selected a mark which so nearly resembles the trade- 
mark of another, appropriated to merchandise of the same descriptive 
properties, as to be likely to confuse the public or to deceive purchasers. In 
making the comparison the marks must be considered as a whole. The 
occurrence of syllables in common, or words in common, does not neces- 


sarily render two marks confusingly similar. The newcomer, however, must 
so devise his entire mark that the common word or syllable will not be 


1 Buffalo Rock Company v. Benjamin K. Allen (Benjamin K. Allen, Jr., 
Assignee substituted), Canc. No. 3197, 163 M. D. 126, September 7, 1938. 
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likely to cause confusion. In the King Cola case I did not think the ap- 


plicant had met this requirement, nor do I think the present applicant 
has done so. 


Then, after noting that the goods were inexpensive and casually 
purchased for immediate consumption by many people including 


children, he said: 


Among those who are thoroughly familiar with the name of opposer’s 
product I doubt that confusion would be probable, but, as was said by 
Judge Learned Hand in Lambert Pharmacal Co. vy. Bolton Chemical Cor- 
poration, 219 Fed, 325 [5 T.-M. Rep. 38], and quoted with approval by the 
Court of Customs and Patent Appeals in Pepsodent Co. v. Comfort Manu- 
facturing Co., 23 C. C. P. A. 1224, 83 Fed. (2d) 906 [26 T.-M. Rep. 481]: 

“There is always a fringe of possible customers, next year’s for instance, 
with whom such opportunities are not to be disregarded, people who have 
heard vaguely the old name or seen it in advertisements and who fail to 
carry it with accuracy in their memory. Among these confusion is 
eminently possible, and that possibility, if not a remote speculation, is quite 
enough.” 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation “Screen Vogue” as displayed upon a scroll-like back- 
ground, as a trade-mark for numerous articles of women’s and 
children’s wearing apparel, in view of certain prior registrations of 
opposer. 

In his decision the Assistant Commissioner said: 


One of opposer’s marks, and the only one which need be considered, 
comprises the word “Vogue” and the name “Frieland Bros.,” the latter in 
relatively small type, all enclosed within an irregular border. The word 
“Vogue” is disclaimed in opposer's registrations, as it is also in applicant’s 
mark. It is nevertheless a prominent feature of both marks, and must not 
be disregarded in determining the question of confusing similarity. 
J. Greenebaum Tanning Co. v. Respro, Inc., 25 C. C. P. A. 899, 94 F. (2d) 
818 [28 T.-M. Rep. 128]. Opposer does not own the word, and others are 
free to use it. But in so doing they must avoid such close resemblance of 
their marks as a whole to the composite mark of opposer as to be likely 
to lead to confusion. This I think applicant has failed to do. 


Then with reference to applicant’s argument that opposer had 
not established its ownership of the registrations upon which it 
relies, he said: 


2 The Coca-Cola Company v. B. T. Fooks, Opp’n No. 16,484, 163 M. D. 
123, September 7, 1938. 
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In my opinion such ownership sufficiently appears; but even if it did 
not the registrations are in the record, and stand as a bar to the registration 
of applicant’s mark regardless of their ownership.* 

Frazer, A. C.: Held that applicant is not entitled to register 
the notation “Solar Weave” as a trade-mark for piece goods made 
from combinations of mohair, cotton, wool, ete., in view of the prior 


registered mark “Solareen” for woclen piece goods. 
2 aS 



















In his decision the Assistant Commissioner said: 





Both marks include conventional design features, but such features add 
nothing of distinctiveness to the words when spoken, and the goods sold 
under the respective marks would necessarily be known and called for as 
“Solareen” and “Solar Weave” piece goods. These two expressions sound 
very much alike, and it seems to me that their concurrent use with iden- 
tical or closely similar merchandise would be quite likely to confuse pur- 
chasers. 


mene 


He then noted that applicant offered to delete woolen and plush 
piece goods from its description of merchandise, and said: 
.... but I do not think that would remedy the situation. Its remaining 


goods, while not identical with those of the registration, are nevertheless 
very similar thereto, and manifestly are of the same descriptive properties. 


Descriptive Terms 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the term “Instantwhip” as a trade-mark for 
aerated cream mix. 

The ground of the decision is that the mark is merely descrip- 
tive of the goods. 

In his decision the Assistant Commissioner, after stating that the 
term has no significance except that of descriptiveness, said: 

Of the cases cited in the brief, the one chiefly relied on is Ex parte Pills- 
bury Flour Mills Co., 1935 C. D. 1, 450 O. G. 3 [24 T.-M. Rep. 590], where 
“Minitmix” was held registrable for “a prepared mixture for the making 
of biscuits.” That registration is not before me for consideration, and I 
express no opinion as to its propriety. I will state, however, that I do not 
think the doctrine announced in the “Minitmix” case should be extended; 


and apparently the writer of that decision entertained no such thought, 
for in the later case of Hershey Chocolate Corporation vy. Commercial Milling 








’ Vogue Mfg. Co. v. Modern Merchandising Bureau, Inc., Opp’n No. 
16,310, 163 M. D. 131, September 20, 1938. 

4 Ex parte Goodall Worsted Company, Ser. No. 402,941, 163 M. D. 140, 
September 30, 1938. 

















DECISIONS OF THE COMMISSIONER OF PATENTS 563 


Co., 28 U. S. P. Q. 29 [26 T.-M. Rep. 164], he held the notation “Quikmix” 
descriptive of biscuit flour, and refused registration on that ground. 

Then, with reference to the decision in In re Irving Drew Co., 54 
App. D. C. 310, 297 Fed. 889 [14 T.-M. Rep. 225], in which the 
Court of Appeals of the District of Columbia had held that “Arch 
Rest” was not descriptive of shoes, he said: 

I am unable to discern wherein that ruling is applicable here, but in 
any event it was practically repudiated by the same court in The Kay & Ess 
Co. v. Coe, 1937 C. D. 76, 92 F. (2d) 552 [27 T.-M. Rep. 625], where the 


observation was made “that upon present consideration of, the case, it 
seems to put too narrow a construction upon the Trade-Mark Act.» 


Geographical Term 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the word “Oxford” as a trade-mark for furni- 
ture, since that term is merely a geographical term. 

With respect to applicant’s argument that that mark has been as- 
sociated with other articles of manufacture for such a long period 
of time that it has acquired a secondary meaning and that that 
secondary meaning is due “‘to the universal use of the same word in 
connection with other articles of manufacture,’ the Assistant Com- 
missioner said: 


While applicant thus appears to be somewhat confused as to which 
meaning of its mark is primary and which is secondary, I am clearly of the 
opinion that the word is primarily a geographical name. The question pro- 
pounded by applicant is therefore not in issue and need not be determined. 

The mere fact that a geographical or descriptive word has acquired a 
secondary meaning does not make it registrable under the Act of 1905. 
In re Canada Dry Ginger Ale, Inc., 24 C. C. P. A. 804, 86 F. (2d) 830 [27 
T.-M. Rep. 83].6 


Goods of Same Descriptive Properties 


Frazer, A. C.: In this proceeding, cancellation was sought of 
three registrations issued to Raffaele Martorelli, of New York, N. Y., 
namely, No. 167,732, No. 170,708, and No. 186,861, all of which 
include the name or the portrait of the late Enrico Caruso. 


° Ex parte Aeration Processes Inc., Ser. No. 352,846, 163 M. D. 128, 
September 14, 1938. 

68 Ex parte Kindel Furniture Company, Ser. No. 400,262, 163 M. D. 129, 
September 19, 1938. 
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The goods described in the respective registrations are as fol- 
lows: “canned peeled tomatoes and tomato paste,” “olive oil,’ and 
“fish preserved in oil, canned vegetables, rice, coffee, tea.” 

The petition for cancellation is based upon petitioner’s prior 
registration of substantially the same mark for macaroni, vermicelli 
and noodles. 

Assistant Commissioner Frazer held that registrations Nos. 167,- 
732 and 186,861 should be canceled on the ground that petitioner 
was the first to use the mark and the goods were of the same descrip- 
tive properties. 

He held that registration No. 170,703 should not be canceled 
on the ground that the petitioner had opposed the issuance of that 
registration and when the opposition was dismissed he had _ not 
appealed. 

In his decision he noted that the Examiner of Interferences had 
ruled that, at the time the applications for registration were filed in 
1921 and 1922, the goods of the respective parties would have been 
held to be of different descriptive properties and that for the pur- 
pose of this proceeding the registrant must be held to have been 
entitled to the use of the mark at the time the application was filed. 

In his decision, after referring to the case of Dwinnell-Wright 
Co. v. White House Milk Products Co., 490 O. G. 975, 87 U.S. P. Q. 
339 [28 T.-M. Rep. 330], in which the same question had been 
raised and in which it was stated: 
I am unable to adopt the Examiner’s reasoning. The goods are the 
same now as they were in 1918, as is also the language of the statute. 
If confusion is now likely to result from the concurrent sale of canned milk 
and coffee under identical trade-marks, that likelihood was _ necessarily 
present when respondent filed its application. Respondent’s registration 
should have been refused because the mark was owned, registered and in 
use by petitioner, and “appropriated to merchandise of the same descriptive 
properties,’ when respondent’s application was filed. Any views to the 
contrary then entertained in the Patent Office have since proved to be er- 


roneous; and surely such administrative error cannot be said to have 
conferred upon respondent the right to use petitioner’s trade-mark. 


He said: 


For the reasons there stated I am of the opinion that respondent’s regis- 
trations No. 167,732 and No. 186,861 were improperly issued and should 
be canceled. The goods covered by those registrations and the goods to 
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which petitioner applies its mark are unquestionably of the same descrip- 
tive properties within the meaning of the Trade-Mark Act as now con- 
strued by the courts, and earlier rulings indicating a contrary view must 
be regarded as overruled. 

With reference to registration No. 170,703, after referring to a 
previous opposition in which petitioner did not appeal from a dis- 
missal, he said: 

Petitioner is thus estopped to assert that it is injured by the registra- 
tion, or to question its validity. Whether or not the goods there involved 
are of the same descriptive properties as those of petitioner need not now 
be determined, and I express no opinion in that regard. Petitioner con- 
tends that respondent has not proved its ownership of the registration, 


and hence is not entitled to urge the defense of res judicata, but I do not 
think petitioner’s contention is supported by the record. 


With reference to respondent’s argument that Mr. Caruso having 
given permission to each of the parties to use his name that per- 
mission carried with it the right to register the mark, he said: 

While an individual may doubtless grant restricted trade-mark rights 
in his name and portrait to another so far as use is concerned, it does not 
follow that he can thereby circumvent the statutory prohibition against the 
registration of marks which are confusingly similar to a mark already 
registered. The Patent Office is concerned only, indirectly with an appli- 
cant’s right to use its trade-mark. The paramount question is the right 
to register, which is controlled by the statute and not by equitable con- 
siderations. Procter & Gamble Co. v. J. L. Prescott Co., 22 C. C. P. A. 
1173, 77 F. (2d) 98 [25 T.-M. Rep. 342].7 

razer, A. C.: Held that applicant is not entitled to register 
the notation “Dairy Whip” as a trade-mark for a chocolate powder 
for combining with milk and other ingredients to produce a food 
beverage, in view of the prior registration by opposer of the word 
“Whip” as a trade-mark for an article of confectionery of the 
form of a pastelike mass for fillings, dressings, etc. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar as applied 
thereto. 

In his decision the Assistant Commissioner said: 


It is apparent that opposer’s product is one of general utility, and that 
in at least some of its numerous functions it partakes of the same descrip- 
tive properties as those possessed by applicant’s chocolate powder. This 


7The Atlantic Macaroni Co. v. Raffaele Martorelli (Caruso Products, 
Inc., Assignee, Substituted), Canc. No. 3130, 163 M. D. 134, September 27, 
1938. 














566 TWENTY-EIGHT TRADE-MARK REPORTER 


is tacitly admitted by applicant, but its counsel urges that even so there 
is no reasonable likelihood of confusion between the marks. 


Then, after noting the argument that the word “Whip” is 
descriptive and opposer’s rights therein are necessarily hemmed in 
and restricted, he said: 


Opposer’s registration, however, is prima facie evidence of its owner- 
ship of the registered trade-mark, and the statute forbids registration of 
confusingly similar marks for goods of the same descriptive properties as 
those to which opposer’s mark is appropriated. If opposer’s mark is deemed 
descriptive, and applicant is injured by its registration, applicant’s remedy 
is to be found in the statutory provision for cancellation. The alleged 
descriptiveness of an opposer’s registered trade-mark may not be urged 
in an opposition proceeding.* 


Grade Marks 














Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the notations ““No. 1” and “No. 2,” as trade- 


marks for tooth paste, since these marks have been used merely as 
grade marks. 

In his decision, after stating that he found himself in agreement 
with most, if not all, of the legal propositions stated in applicant’s 
brief, the Assistant Commissioner said: 


I agree, for example, that a numeral may be a valid trade-mark, that 
the use of more than one mark on the same merchandise is not objection- 
able, and that under certain circumstances a grade mark may also function 
as a trade-mark. The marks here involved, however, are applied to ap- 
plicant’s goods in such a manner as to indicate grade or type exclusively. 

Applicant’s trade-mark is “Iodent,” which is prominently and repeatedly 
displayed on the cartons in which its tooth pastes are sold. On one of these 
cartons occurs the notation “Iodent tooth paste No. 1 for teeth easy to 
bryten,” and on the other “Iodent tooth paste No. 2 for teeth hard to 
bryten.” That applicant employs the numerals to distinguish between its 
two types of tooth paste is thus apparent, and while it may be, as asserted 
in the brief, that purchasers have come to associate both marks with pro- 
ducts of applicant’s manufacture, the fact remains that each merely 
designates a particular type of “Iodent” tooth paste.’ 


Name of Goods 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the notation “Aircraft Control’’ as a trade- 
mark for aircraft indicating instruments. 


8 Stephen F. Whitman & Son., Inc. v. Robert A. Johnston Company, 
Opp’n No. 16,570, 163 M. D. 141, September 30, 1938. 

9 Ex parte Iodent Chemical Company, Ser. Nos. 363,169 and 363,170, 163 
M. D. 131, September 20, 1938. 
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The ground of the decision is that the alleged trade-mark would 
be taken by the public merely to be a general name for the goods. 

In his decision, after quoting the following from applicant’s 
brief : 

It is to be noted that these instruments convey to the pilot the informa- 
tion concerning the status of the craft and of the engine thereof in much 
the same manner that the instruments mounted on the dashboard of an 
automobile convey to the driver thereof the information required to 
properly control the automobile. In the case of the automobile as well as 
in the case of an aircraft, it is the driver or pilot, respectively, who actually 
controls the vehicle. 


The Assistant Commissioner said: 


The fact remains, however, that in controlling his aircraft or automo- 
bile, the pilot or driver necessarily depends upon such instruments, and 
they thus form an essential part of the mechanical apparatus through the 
operation of which accurate control is made possible.!° 


Non-Conflicting Marks 


Frazer, A. C.: Held that applicant is entitled to register, as a 
trade-mark for canned fruits, the expression “Unipack,’”’ notwith- 
standing the prior registration by opposer of the term “Agi-Pak,” 
as a trade-mark for canned corn. 

In his decision the Assistant Commissioner noted that, while the 
goods are of the same descriptive properties, they are nevertheless 
specifically different and there is thus “less likelihood that confusion 
will result from their sale under somewhat similar trade-marks than 
if they were identical.” 

Then, after referring to the decision of the Court of Customs 
and Patent Appeals in Younghusband v. Kurlash Co., Inc., 25 
C. C. P. A. 886, 94 F. (2d) 230 [28 T.-M. Rep. 132], that “Star- 
lash” and “Kurlash” applied respectively to eyelash mascara and 
eyelash curlers would not be likely to cause confusion, and noting 
that in its decision the court had stated that purchasers would pay 
little attention to the last syllable of the marks as bearing upon the 
origin of the goods but the mind would fasten upon the syllable 
“Kur” as contrasted with the syllable “Star,” he said: 


10 Ex parte Pioneer Instrument Company, Inc., Ser. No. 369,664, 163 
M. D. 138, September 30, 1938. 
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So, in the instant case, I think the syllable “pack” or “pak” is clearly 
descriptive of the goods involved, and would be so considered by pur- 
chasers. Opposer insists “that the suffix ‘pak’ is the dominant feature of 
its mark,” but its position in that respect is somewhat weakened by the 
fact that it disclaimed this feature in its registration. ; 

Viewed in their entireties, and considering the differences in the goods 
to which they are applied, I am constrained to agree with the Examiner of 
Interferences “that the marks may be used in trade without any reasonable 
likelihood of confusion.” 





Surname Not Distinctively Displayed 















Frazer, A. C.: Held that R. A. Baker was not entitled to 
register his name as a trade-mark for whisky since the name was 
not distinctively displayed and Frankfort Distilleries, Incorporated, 
had previously registered the mark “Old Baker,” under the provi- 
sions of the ten-year proviso of the Act of 1905. 

Then, after stating the only question involved was whether the 


marks were confusingly similar, he said: 













That confusion would result seems not only likely, but inevitable. 

Applicant seems to take the position that because it is his own name 
he seeks to register the rule as to confusing similarity should be less strictly 
applied than ordinarily, and attempts to distinguish such cases as The J. B. 
Williams Co. v. Williams, 18 C. C. P. A. 1133, 48 F. (2d) 398 [21 T.-M. 
Rep. 188], by pointing out that neither opposer nor any individual con- 
nected with its present organization bears the name Baker. I think that is 
a distinction without a difference, and that the rule stated by the Court 
of Customs and Patent Appeals in the Williams case is without exception. 


He then stated that, regardless of any rights of opposer, the mark 
was not registrable because it was the name of an individual and not 
distinctively displayed, and said: 


In the drawing the name “R. A. Baker” appears twice. It is printed 
in conventional capital letters, above applicant’s signature written diagon- 
ally. On the labels the signature is partially obscured by other printed 
matter and is not easily decipherable, whereas the printed name stands out 
boldly and dominates the mark. While it may be that the signature alone 
meets the requirement of the statute as to distinctive display, it seems clear 
to me that the mark as a whole does not.!” 















11 Minnesota Valley Canning Company v. United Packing Corporation, 
Opp’n No. 16,589, 163 M. D. 124, September 7, 1938. 

12 Frankfort Distilleries, Inc. v. R. A. Baker, Opp’n No. 16,430, 163 
M. D. 139, September 30, 1938. 
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KELLOGG CoMPANY Vv. NATIONAL Biscurr Company 
(39 U. S. P. Q. 296) 


Supreme Court of the United States 
November 14, 1938 


Trape-Marks—“SHREDDED WueaT’ oN Crreat Biscurr—Descriprive ‘Ter. 

The words “Shredded Wheat” held descriptive of a biscuit made of 
shreds of wheat molded into pillow-shaped form. 

Trape-Marks—“SurepDpDED Wiiear’—Name or Patrentrep ArticLe—LACHEs. 

Where the words “Shredded Wheat” were used as the general desig- 
nation of a patented product, on the expiration of the patent the right 
to use the patented process, as well as the said name for the product 
passed into the public domain, defendant’s delay in using name after 
such expiration being without legal significance, as the public’s right to 
its use is not dependent upon diligent exercise. 

Trape-Marks—DescriptriveE TermM—SrconDARY MEANING. 

In order to establish secondary meaning for a descriptive term, 
more than a subordinate meaning must be shown. Where the primary 
significance of the term in the minds of the public is not the producer 

| but the product, no such secondary meaning exists. 
TrapeE-M arks—Recistrarion—Acr or 1920—Errecr. 

Registration under the Act of 1920 held to have no effect on the 
common law rights of the registrant. 

Unrarrk Competirion—Use or DistinGuisH1InG NAME. 

Where defendant and its predecessors were first to adept and use 
the name “Shredded Wheat” and a pillow-shaped biscu‘t as trade-marks 
for a product made under a patent, defendant, using the said indicia 
after the expiration of the patent, should do so in a manner which rea- 
sonably distinguishes its product from that of plaintiff. 

Trape-Marks—Form or Propver—Pvusiici Jerts. 

Where an article is open to manufacture by all, a particular manu- 
facturer can no more assert exclusive rights in a form in which the 
public has been accustomed to see the article, than it could in the case 
of a name with similar connections in the public mind. 


In equity. On writs of certiorari ito the Circuit Court of 


Appeals for the Third Circuit. Reversed, with direction to dismiss. 


Thomas D. Thatcher (W. Hl. Crichton Clarke, Richard H. 
Demuth, and EF. Ennalls Berl with him on the brief), all of 
New York City, for petitioner. 

David A. Reed (Charles A. Vilas, Thomas G. Haight, and 
Drury W. Cooper with him on the brief), all of New York 


City, for respondent. 
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Mr. Justice Branpeis: This suit was brought in the l'ederal 


Court for Delaware’ by National Biscuit Company against Kellogg 


Company to enjoin alleged unfair competition by the manufacture 
and sale of the breakfast food commonly known as “Shredded 
Wheat.” The competition was alleged to be unfair mainly because 
Kellogg Company uses, like the plaintiff, the name “Shredded 
Wheat” and, like the plaintiff, produces its biscuit in pillow-shaped 
form. 

“Shredded Wheat” is a product composed of whole wheat which 
has been boiled, partially dried, then drawn or pressed out into 
thin shreds and baked. The “Shredded Wheat’ biscuit generally 
known is pillow-shaped in form. It was introduced in 1893 by 
Henry D. Perky, of Colorado; and he was connected until his death 
in 1908 with companies formed to make and market the article. 
Commercial success was not attained until the Natural Food Com- 
pany built, in 1901, a large factory at Niagara Falls, N. Y. In 
1908, its corporate name was changed to “The Shredded Wheat 
Company”; and in 1930 its business and good-will were acquired by 
National Biscuit Company. 

Kellogg Company has been in the business of manufacturing 
breakfast food cereals since its organization in 1905. For a period 
commencing in 1912 and ending in 1919 it made a product whose 
form was somewhat like the product in question, but whose manu- 
facture was different, the wheat being reduced to a dough before 
being pressed into shreds. Tor a short period in 1922 it manu- 
factured the article in question. In 1927, it resumed manufactur- 
ing the product. In 1928, the plaintiff sued for alleged unfair 
competition two dealers in Kellogg “Shredded Wheat’ biscuit. 
That suit was discontinued by stipulation in 1930. On June 11, 
1932, the present suit was brought. Much evidence was intro- 


1The federal jurisdiction rests on diversity of citizenship-—National 

Biscuit Company being a New Jersey corporation and Kellogg Com- 
pany a Michigan corporation. Most of the issues in the case involve ques- 
tions of common law and hence are within the scope of Erie R. R. v. Tomp- 
kins, 304 U. S. 64 (1938). But no claim has been made that the local law 
is any different from the general law on the subject, and both parties have 
relied almost entirely on federal precedents. 
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duced; but the determinative facts are relatively few, and as to 
most of these there is no conflict. 

In 1935, the District Court dismissed the bill. It found that 
the name “Shredded Wheat” is a term describing alike the product 
of the plaintiff and of the defendant; and that no passing off or 
deception had been shown. It held that upon the expiration of the 
Perky patent No. 548,086 issued October 15, 1895, the name of the 
patented article passed into the public domain. In 1936, the Circuit 
Court of Appeals affirmed that decree. Upon rehearing, it vacated, 
in 1987, its own decree and reversed that of the District Court, 
with direction “to enter a decree enjoining the defendant from the 
use of the name ‘Shredded Wheat’ as its trade-name and from ad- 
vertising or offering for sale its product in the form and shape of 
plaintift’s biscuit in violation of its trade-mark; and with further 
directions to order an accounting for damages and profits.”’ In its 
opinion the court described the trade-mark as “consisting of a dish, 
containing two biscuits submerged in milk.” 91 F.[2d] 150, 152 
[27 T.M. Rep. 281]. We denied Kellogg Company’s petition for 
a writ of certiorari, 302 U.S. 733; and denied rehearing, 302 U. S. 
be bs 

On January 5, 1938, the District Court entered its mandate in 
the Cireuit Court of Appeals, and issued a permanent injunction. 
Shortly thereafter National Biscuit Company petitioned the Circuit 


Court of Appeals to recall its mandate “for purposes of clarifica- 


tion.” It alleged that Kellogg Company was insisting, contrary to 


the court’s intention, that the effect of the mandate and writ of in- 
junction was to forbid it from selling its product only when the 
trade-name “Shredded Wheat” is applied to a biscuit in the form 
and shape of the plaintiff's biscuit and is accompanied by a repre- 
sentation of a dish with biscuits in it; and that it was not enjoined 
from making its biscuit in the form and shape of the plaintiff's 
biscuit, nor from calling it “Shredded Wheat,” unless at the same 
time it uses upon its cartons plaintiff's trade-mark consisting of a 
dish with two biscuits in it. On May 5, 1988, the Circuit Court of 


Appeals granted the petition for clarification and directed the 
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District Court to enter a decree enjoining Kellogg Company (96 F, 
(2d] 873) [27 T.-M. Rep. 382]. 


(1) From the use of the name “Shredded Wheat” as its trade-name; 
(2) from advertising or offering for sale its product in the form and shape 
of plaintiffs biscuit; and (3) from doing either. 


Kellogg Company then filed a petition for a writ of certiorari to 





review the decree as so clarified, and also sought reconsideration of 
our denial of its petition for certiorari to review the decree as 
entered in its original form. In support of these petitions it called 
to our attention the decision of the British Privy Council in Canadian 
Shredded Wheat Co., Ltd. v. Kellogg Company of Canada, Ltd., 
55 R. P. C. 125, rendered after our denial of the petiton for certio 
rari earlier in the term. We granted both petitions for certiorari. 
(304 U. S. —.)’ 

The plaintiff concedes that it does not possess the exclusive 
right to make “Shredded Wheat.” But it claims the exclusive right 
to the trade-name “Shredded Wheat” and the exclusive right to 
make “Shredded Wheat” biscuits pillow-shaped. It charges that 
the defendant, by using the name and shape, and otherwise, is pass 
ing off, or enabling others to pass off, Kellogg goods for those of 
the plaintiff. Kellogg Company denies that the plaintiff is entitled 
to the exclusive use of the name or of the pillow-shape; denies any 
passing off; asserts that it has used every reasonable effort to dis- 
tinguish its product from that of the plaintiff; and contends that 
in honestly competing for a part of the market for “Shredded 
Wheat” it is exercising the common right freely to manufacture and 
sell an article of commerce unprotected by patent. 

First. The plaintiff has no exclusive right to the use of the 
term “Shredded Wheat” 


as a trade-name. For that is the generic 





2 Rights here claimed by plaintiff have been involved in much other liti- 
gation. See Natural Food Co. v. Williams, 30 App. D. C. 348; Shredded 
Wheat Co. v. Humphrey Cornell Co., 250 F. 960 (C. C. A. 2) [8 T.-M. Rep. 
369]; Kellogg Co. v. National Biscuit Co., 71 F. [2d] 662 (C. C. A. 2); 
Canadian Shredded Wheat Co., Ltd. v. Kellogg Co. of Canada, Ltd., 45 
R. P. C. 125; in the Matter of Trade-Mark No. 500,761, registered in the 
name of the Shredded Wheat Co., Ltd., in Class 42 (1938) Supreme Court 
of Judicature, Court of Appeal; also Natural Food Co. v. Buckley, 
No. 28,530, U. S. Dist. Ct., N. Dist. Ill., East. Div. (1908). 
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term of the article, which describes it with a fair degree of accuracy ; 
and is the term by which the biscuit in pillow-shaped form is gen- 
erally known by the public. Since the term is generic, the original 
maker of the product acquired no exclusive right to usé it. As 
Kellogg Company had the right to make the article, it had, also, 
the right to use the term by which the public knows it. Compare 
Sarlehner v. Wagner, 216 U. S. 385; Holzaffler’s Composition Co. 
y. Rohlzen’s American Composition Co., 1838 U. S. 1. Ever since 
189+ the article has been known to the public as “Shredded Wheat.” 
lor many years, there was no attempt to use the term “Shredded 
Wheat” as a trade-mark. When in 1905 plaintiff's predecessor, 
National Food Company, applied for registration of the words 
“Shredded Whole Wheat” as a trade-mark under the so-called “‘ten- 
vear clause’ of the Act of February 20, 1905, ¢. 592, sec. 1, 33 
Stat. 724, William E. Williams gave notice of opposition. Upon 
the hearing it appeared that Williams had, as early as 1904, built 
a machine for making “Shredded Wheat,” and that he had made 
and sold his products as “Shredded Whole Wheat.” The Commis- 
sioner of Patents refused registration. The Court of Appeals of 
the District of Columbia affirmed his decision, holding that “these 
words accurately and aptly describe an article of food which * * * 
has been produced for more than ten years * * *” Natural Food 
Co. v. Williams, 30 App. D. C. 348. The trade-marks are registered 
under the Act of 1920. 41 Stat. 533, 15 U.S. C. sections 121-28 
(1934). But it is well settled that registration under it has no 
effect on the domestic common-law rights of the person whose 
trade-mark is registered. Charles Broadway Rouss, Inc. v. Win- 
chester Co., 8300 F. 706, 713, 714 (C. C. A. 2) [14 T.-M. Rep. 159]; 
Kellogg Co. v. National Biscuit Co., 71 F. [2d] 662, 666 (C. C. A. 


Moreover, the name “Shredded Wheat,” as well as the product, 
the process and the machinery employed in making it, has been 
dedicated to the public. The basic patent for the product and for 
the process of making it, and many other patents for special 


machinery to be used in making the article, issued by Perky. In 
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those patents the term “shredded” is repeatedly used as descriptive 


of the product. The basic patent expired October 15, 1912; the 
others soon after. Since during the life of the patents “Shredded 
Wheat” was the general designation of the patented product, there 
passed to the public upon the expiration of the patent, not only 
the right to make the article as it was made during the patent 
period, but also the right to apply thereto the name by which it 
had become known. As was said in Singer Mfg. Co. v. June Mfg. 
Co., 168 U.S. 169, 185: 


It equally follows from the cessation of the monopoly and the falling of 
the device into the domain of things public, that along with the public 
ownership of the device there must also necessarily pass to the public the 
generic designation of the thing which has arisen during the monopoly. ... 

To say otherwise would be to hold that, although the public had _ ac- 
quired the device covered by the patent, yet the owner of the patent or the 
manufacturer of the patented thing had retained the designated name 
which was essentially necessary to vest the public with the full enjoyment 
of that which had become theirs by the disappearance of the monopoly. 

It is contended that the plaintiff has the exclusive right to the 
name “Shredded Wheat,” because those words acquired the “‘second- 
ary meaning” of “Shredded Wheat” made at Niagara Falls by the 
plaintiff's predecessor. There is no basis here for applying the 
doctrine of secondary meaning. ‘The evidence shows only that, due 
to the long period in which the plaintiff or its predecessor was the 
only manufacturer of the product, many people have come to asso- 
ciate the product, and as a consequence the name by which the 
product is generally known, with the plaintiff's factory at Niagara 
Falls. But to establish a trade-name in the term “Shredded Wheat” 
the plaintiff must show more than a subordinate meaning which 
applies to it. It must show that the primary significance of the 
term in the minds of the consuming public is not the product but 
the producer. This it has not done. The showing which it has 
made does not entitle it to the exclusive use of the term “Shredded 
Wheat” but merely entitles it to require that the defendant use 
reasonable care to inform the public of the source of its product. 

The plaintiff seems to contend that even if Kellogg Company 


acquired upon the expiration of the patents the right to use the 
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name “Shredded Wheat,” the right was lost by delay. The argu- 
ment is that Kellogg Company, although the largest producer of 
breakfast cereals in the country, did not seriously attempt to make 
“Shredded Wheat,” or to challenge plaintiff’s right to that name 
until 1927, and that meanwhile plaintiff's predecessor had expended 
more than $17,000,000 in making the name a household word and 
identifying the product with its manufacture. Those facts are 
without legal significance. Kellogg Company’s right was not one 
dependent upon diligent exercise. Like every other member of the 
public, it was, and remained, free to make “Shredded Wheat” when 
it chose to do so; and to call the product by its generic name. The 
only obligation resting upon Kellogg Company was to identify its 
own product lest it be mistaken for that of the plaintiff. 

Second. The plaintiff has not the exclusive right to sell 
“Shredded Wheat” in the form of a pillow-shaped biscuit—the 
form in which the article became known to the public. This is the 


form in which “Shredded Wheat’? was made under the basic patent. 


The patented machines used were designed to produce only the 


pillow-shaped biscuits. And a design patent was taken out to 
cover the pillow-shaped form.’ Hence, upon expiration of the 
patents the form, as well as the name, was dedicated to the public. 
As was said in Singer Mfg. Co. v. June Mfg. Co., supra, p. 185: 


It is self-evident that on the expiration of a patent the monopoly 
granted by it ceases to exist, and the right to make the thing formerly 
covered by the patent becomes public property. It is upon this condition 
that the patent is granted. It follows as a matter of course that on the 
termination of the patent there passes to the public the right to make the 
machine in the form in which it was constructed during the patent. We 
may, therefore, dismiss without further comment the complaint, as to the 
form in which the defendant made his machines. 


Where an article may be manufactured by all, a particular 
manufacturer can no more assert exclusive right in a form in which 


the public has become accustomed to see the article and which, in 


’'The design patent would have expired by limitations in 1909. In 1908 
it was declared invalid by a district judge on the ground that the design 
had been in public use for more than two years prior to the application for 
the patent and theretofore had already been dedicated to the public. 
Natural Foods Co. v. Bulkley, No. 28,530, U. S. Dist. Ct., N. Dist. Ill., Fast 
Div. (1908). 
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the minds of the public, is primarily associated with the article 
rather than a particular producer, than it can in the case of a name 
with similar connections in the pubiic mind. Kellogg Company 
was free to use the pillow-shaped form, subject only to the obliga- 
tion to identify its product lest it be mistaken for that of the 
plaintiff. 

Third. ‘The question remains whether Kellogg Company in 
exercising its right to use the name “Shredded Wheat’ and the 
pillow-shaped biscuit, is doing so fairly. Fairness requires that it 
be done in a manner which reasonably distinguishes its product 
from that of plaintiff. 

Each company sells its biscuits only in cartons. The standard 
Kellogg carton contains fifteen biscuits; the plaintiff's twelve. 
The Kellogg cartons are distinctive. They do not resemble those 
used by the plaintiff either in size, or color. And the difference in 
the labels is striking. ‘The Kellogg cartons bear in bold script the 
names “Kellogg Whole Wheat Biscuit” or “Kellogg Shredded Whole 
Wheat Biscuit’ so sized and spaced as to strike the eye as being a 
Kellogg product. It is true that on some of its cartons it had a 
picture of two “Shredded Wheat” biscuits in a bowl of milk which 
was quite similar to one of the plaintiff's registered trade-marks. 
But the name Kellogg was so prominent on all of the defendant's 
cartons as to minimize the possibility of confusion. 

Some hotels, restaurants, and lunchrooms serve biscuits not in 
cartons, and guests so served may conceivably suppose that a Kel- 
logg biscuit served is one of the plaintiff's make. But no person 
familiar with plaintiff's product would be misled. The Kellogg 
biscuit is about two-thirds the size of plaintiff's; and differs from 
it in appearance. Moreover, the field in which deception could be 
practiced is negligibly small. Only 214 percent of the Kellogg 
biscuits are sold to hotels, restaurants and lunchrooms. Of those 
so sold 98 percent are sold in individual cartons containing two 
biscuits. These cartons are distinctive and bear prominently the 
Kellogg name. To put upon the individual biscuit some mark 


which would identify it as the Kellogg product is not commercially 
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possible. Relatively few biscuits will be removed from the indi- 
vidual cartons before they reach the consumer. The obligation 
resting upon Kellogg Company is not to insure that every purchaser 
will know it to be the maker but to use every reasonable means to 
prevent confusion. 

It is urged that all possibility of deception or confusion would be 
removed if Kellogg Company should refrain from using the name 
“Shredded Wheat” and adopt some form other than the pillow- 
shape. But the name and form are integral parts of the good-will 
of the article. To share fully in the good-will, it must use the 
name and the pillow-shape. And in the good-will Kellogg Com- 
pany is as free to share as the plaintiff. Compare William LR. 
Warner & Co. v. Eli Lilly & Co., 265 U. S. 526, 528, 530. More- 
over, the pillow-shape must be used for another reason. The evi- 
dence is persuasive that this form is functional—that the cost of the 
biscuit would be increased and its high quality lessened if some 
other form were substituted for the pillow-shape. 

Kellogg Company is undoubtedly sharing in the good-will of the 
article known as “Shredded Wheat”; and thus is sharing in a 
market which was created by the skill and judgment of plaintiff's 
predecessor and has been widely extended by vast expenditures in 
advertising persistently made. But that is not unfair. Sharing in 
the good-will of an article unprotected by patent or trade-mark is 
the exercise of a right possessed by all—and in the free exercise 
of which the consuming public is deeply interested. There is no 
evidence of passing off or deception on the part of the Kellogg Com- 
pany, and it has taken every reasonable precaution to prevent 
confusion or the practice of deception in the sale of its product. 


' Attention is called to the fact that the label on these Kellogg cartons 
hears, in small letters, the words: “The original has this [W. K. Kellogg’s] 
signature.” Objection to their use was not charged in the bill; no such 
issue was raised at the trial; and the use was not enjoined. Counsel for 
the Company admitted in the argument before us that its use, common as 
applied to other Kellogg products, should not have been made on cartons 
of shredded wheat; and stated that the use had been discontinued long 
hefore entry of the “clarifying” decree. 
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Fourth. By its “clarifying” decree, the Circuit Court of Ap- 


peals enjoined Kellogg Company from using the picture of the two 
“Shredded Wheat” biscuits in the bowl only in connection with an 
injunction against manufacturing the pillow-shaped biscuits and 
the use of the term “Shredded Wheat.” on the grounds of unfair 
competition.” The use of this picture was not enjoined on the 
independent ground of trade-mark infringement. Since the Na- 
tional Biscuit Company did not petition for certiorari, the question 
whether use of the picture is a violation of that trade-mark although 
Kellogg Company is free to use the name and the pillow-shaped 
biscuit is not here for review. 

Decrees reversed with direction to dismiss the bill. 

Mr. Justice McReyno.tps and Mr. Justice BurLer are of opinion 
that the decree of the Circuit Court of Appeals is correct and should 
be athrmed. To them it seems sufficiently clear that the Kellogg 
Company is fraudulently secking to appropriate to itself the bene- 
fits of a good-will built up at great cost by the respondent and its 
predecessors. 

°In its opinion clarifying the mandate, the Circuit Court of Appeals, 


after considering the provisions concerning the name and the form of the 
biscuit, said (96 F. [2d] 875: 

“The only remaining question is whether, in view of the fact that the 
order of April 12, 1937, did not specifically provide for an injunction 
against the violation of the two-biscuit-in-a-dish trade-mark (although it 
was intended to do se) we have any jurisdiction to amend the mandate so 
as to include specifically such a provision. As there may be some doubt 
on this question, we will not amend the mandate so as to provide a specific 
injunction against the use of the two-biscuit-in-a-dish trade-mark. Its 
use on’ a carton or in advertising matter, when the defendant is not  per- 
mitted to use the word “Shredded Wheat” as a trade-name or to advertise 
or sell biscuits in the pillow-shaped form, would manifestly be so improper 
and so likely to mislead that we will assume that the appellee will not use 
= 





wu 
~I 
-~ 
<=) 


BROWN-FORMAN DIST. CO. V. BLOCIT LIQ. IMP., INC. 


Brown-ForMAN Distittery Co. v. ArrHurR M. Biocu Ligvor 


Importers, INc. 
United States Circuit Court of Appeals, Seventh Circuit 


October 25, 1938 


Trape-MarKs—INFRINGEMENT—TEst. 

There is no absolute test in fact or in law by which a court can de- 
termine whether one trade-mark infringes another, but there are many 
judicial expressions which furnish a practical standard or test. 

Trape-MarkKs—INFRINGEMENT—“OLpD Foster” AND “Op Forester’ —Con- 
PLICTING Marks. 

The words “Old Foster’ held to be confusingly similar to “Old 
Forester,” both trade-marks being used on whiskey. 

In equity. Action for trade-mark infringement. Appeal from 
the United States District Court, Eastern District of Wisconsin. 


Athrmed. 


Thomas M. Galphin, Jr., for Brown-Forman Distillery Co. 
Casanova Young, of Milwaukee, Wis., for Arthur M. Bloch 


Liquor Importers, Ine. 


Treanor, C, J.: This cause comes to this court as an appeal 
by the defendant below from an injunction decree based upon a 
holding that the defendant had infringed plaintiff's trade-mark. 
The district Court found, and so held, that the defendant’s use of 
the words “Old Foster,” as a trade-mark of a whiskey, bottled and 
sold by the defendant, constituted an infringement of plaintiff's 
trade-mark “Old Forester.’ which had been registered pursuant to 
the Federal Trade-Mark Act of 1905; and which had been used 
since 1870 by the plaintiff, or its predecessors in business, on labels 
of bottles of whiskey, distilled, bottled and sold by the plaintiff and 
its predecessors. The defendant-appeliant summaries the errors 
set forth in the assignment of errors as follows: The court erred in 
decreeing that the trade-marks in suit, namely “Old Forester” and 
“Old Foster,” are confusingly similar. 

The gist of plaintiff's allegations in his complaint is that “the 
name ‘Old Foster’ used by defendant is a colorable and deceptive 


imitation of plaintiff's old established trade-mark ‘Old Forester’ 
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and the similarity, both visual and auditory, of the words ‘Old 
Foster’ to the words ‘Old Forester’ is so great that the sale by de- 
fendant of whiskey labeled ‘Old Foster’ is calculated to deceive and 
has deceived and will continue to deceive purchasers into the belief 
that the defendant’s whiskey is the product of plaintiff, unless such 
sale is enjoined by this court.” 

There is no absolute test in fact or in law by the application of 
which a court can determine whether defendant’s trade-mark in- 
fringes an older trade-mark of plaintiff. But there are many 
judicial expressions which furnish a practical standard, or test. 
Most of the statements are variations of the following language of 
Lord Cranworth in Seizo v. Provenzende (L. R. 1 Ch. D. 192): 

What degree of resemblance is necessary is, from the nature of things, 
a matter incapable of definition a priori. All that courts of justice can do 
is to say that no trader can adopt a trade-mark so resembling that of a 
rival as that ordinary purchasers, purchasing with ordinary caution, are 
likely to be misled. 

In Gehl v. Hebe Co. [12 T.-M. Rep. 154], this court affirmed a 
decree of the trial court which was based upon a fiiding that the 
defendant’s use of the word “Meje’”’ constituted an infringement of 
the plaintiff’s trade-mark “Hebe,” both of which were used in labels 
which were attached to substantially the same milk products. In 
the course of its opinion this court pointed out the probability of 
confusion in the mind of the average consumer when trade-marks 
having marked similarity “in general form and sound” of, words are 
applied to substantially the same products. 

In the case of Northam-IWarren Corporation v. Universal Cos- 
metic Co. [17 T.-M. Rep. 203], this court, in its opinion and de- 
cision reversing a decree of the District Court, held that the trade- 
mark ‘‘Cutex’”’ was infringed by the defendant's unregistered trade- 
mark “Cuticlean,” the two marks being used for substantially the 
same goods. The following statement of the test which was applied 
in the Northam-Warren case, in view of the language used, is strik- 
ingly apposite to the facts in the instant case: 


Whether there is an infringement of a trade-mark does not depend 
upon the use of identical words, nor on the question as to whether they are 
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so similar that a person looking at one would be deceived into the belief 
that it was the other; but it is sufficient if one adopts a trade-name or a 
trade-mark so like another in form, spelling, or sound that one, with a not 
very definite or clear recollection as to the real trade-marks, is likely to 
become confused or mislead. 

It is not probable that a person comparing the two trade-marks 
“Qld Foster” and “Old Forester’’ would fail to distinguish between 
them; but, as stated in the Northam-Warren opinion, the significant 
question is whether a person with a general impression of the real 
trade-mark would be likely to be confused or misled by the form of 
the other mark. Also, in the instant case, there was evidence that 
much of plaintiff’s product was sold in taverns where it is served by 
the drink, and that whiskey served in that manner is bought “more 
by the name than by the label.” There is no doubt merit in plain- 
tiff’s suggestion that there is such a marked auditory similarity be- 
tween the words used in the two trade-marks, as these words would 
be pronounced by the public generally, that there would be a proba- 
bility of confusion between the two trade-names by users and by 
vendors, when sales are made by the drink. 

Defendant correctly insists that the word “Old” considered 
alone cannot be the subject of infringement. But when the word 
“Old” is a part of the trade-mark which is claimed to be infringed, 
and is also used as a part of the allegedly infringing trade-mark, we 
must consider the word “Old” as an element in the claimed simi- 
larity, both visual and auditory. The presence of “Old” as the 
first word of both marks gives a common element which easily 
blends visually and phonetically with both “Forester” and “Foster.” 

In a recent case decided by this court (John Morrell & Co. v. 
Boyd W. Doyle, et al., 97 F. [2d] 282 [28 T.-M. Rep. 286], the 
trade-marks in question contained the words “Red Heart” and 
“Strongheart” respectively, the words “Red Heart’ being super- 
imposed upon the representation of a red heart; while the “Strong- 
heart” mark was in the form of a circle with the picture of a dog in 
the center, the word “Strongheart” appearing in a semi-circular 
form above the picture of the dog. The “Strongheart’”” mark was 


colored in gray in contrast to the red color of the “Red Heart” 
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mark. The common word element in the foregoing marks was 
“Heart”; but this element of similarity was overshadowed by the 
dissimilar elements of color and sound. There was no probability 
of ocular confusion and only a very slight probability of auricular 


confusion. In the instant case the trade-marks are used regularly 






as a part of the labels, but there are neither verbal nor pictorial ele- 
ments accompanying the words “Old Forester” or “Old Foster” 
which tend to distinguish them or to neutralize the obvious tendency 
to visual and auditory confusion. 

The District Court found that “The name ‘Old Foster. as ap- J 
plied to whiskey, is confusingly similar to the name ‘Old Forester’ 
and a colorable imitation thereof, and likely to deceive the public | 
in the purchase of plaintiff's business.” We hold that the trial 
court did not err in so finding. ‘The conclusions by law followed 
the foregoing and other findings, which are not in question, and 
there is no contention that the decree does not conform to the con 
clusions of law. 


The decree of the District Court is affirmed. 
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Comrrtirion—Morion Preorure Pusrticrry—UNAvTHOoRIZED ADVER 
TISEMENTS. 

In the absence of a contract between plaintiff and defendant, the 
former, a concern engaged in the production and sale of motion pictures, 
or in leasing same to exhibitors, was not entitled to restrain defendant, 
engaged in the preparation and sale of advertising matter, from selling 
to plaintiff's exhibitors certain advertising matter relating to plaintiff's 
motion pictures, actors and actresses; nor did defendant's advertise 
ments infringe the right of privacy of players whose names were men 


tioned therein. 


In 


motion to dismiss. 


UNREAIR 



















equity. Action for unfair competition. On defendant's 


Granted. 
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Keaton, Wells & Johnston, all of Oklahoma City, Okla, for 
plaintiff. 

Embry, Johnson, Crowe & Tolbert, all of Oklahoma City, Okla., 
for defendants. 


Vaveut, D. J.: The plaintiffs allege that the Paramount Pic- 
tures. Inc., a New York corporation, is engaged in the production 
of motion pictures and that its subsidiary and co-plaintiff, Para- 
mount Pictures Distributing Company, Inc., is engaged in the gen- 
eral distribution and sale of motion pictures produced by the parent 
company. ‘That the defendant is a corporation doing business in 
the State of Oklahoma and engaged in the business of producing, 
printing, selling and distributing advertising accessories for use in 
advertising and exploiting motion pictures in motion picture theaters 
located in the State of Oklahoma and elsewhere, which advertising 
accessories consist of printed sheets or lithographs containing the 
names, drawings, cartoons and caricatures of prominent actors and 
actresses in the motion picture profession and the title of the motion 
picture in which the said actors and actresses are claimed to appear. 

Plaintiffs further allege that Paramount Pictures, Inc., has for 
the past fifteen years or more produced each year not less than fifty 
feature motion pictures for distribution to motion picture theaters 
in the United States and the entire world, and not less than fifty 
feature motion pictures have been exhibited in each of said years in 
motion picture theaters in the United States and in the State of 
Oklahoma, and that it will in all probability continue its production 
at approximately the same rate in the future. 

That the plaintiff, Paramount Pictures Distributing Company, 
Inc.. is a wholly owned subsidiary corporation and was organized 
for the purpose of distributing motion pictures for exhibition in 
theaters in the United States and has for many years regularly 
engaged in the business of distributing exclusively for plaintiff. 
Paramount Pictures, Inc., its motion pictures for exhibition in 
motion picture theaters located in the State of Oklahoma and else- 


where, which pictures are known as “Paramount Pictures.” That 
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the feature motion pictures have been produced at great cost and 
plaintiffs further allege that said pictures have attained the highest 
standard of distinctive quality and exceptional merit and enjoy an 
extremely valuable reputation in the mind of the general public and 
that such pictures are identified in all advertising and publicity 
material prepared by plaintiffs and on the screen as “Paramount 
Pictures.”’ 

That the producing company eemploys well-known actors and 
outstanding personalities as stars and featured players to appear in 
its motion pictures and has many contracts in force with said per- 
sonalities for appearance and performance in motion pictures pro- 
duced by or for it, and that said personalities so utilized by said 
plaintiff have attained outstanding prominence in the public mind. 

The plaintiffs further allege that proper publicity and advertis- 
ing is indispensable to the stars and featured players appearing and 
performing in the motion pictures as well as to the motion pictures 
themselves. The plaintiffs further recognize that, because of the 
necessity for advertising said motion pictures in a manner in keep- 
ing with the outstanding quality of said pictures and the prominence 
of the personalities utilized in the production of said pictures, large 
sums of money are expended annually in advertising and publicizing 
nationally in newspapers, magazines and other periodicals, and over 
the radio its motion pictures, as well as the stars and featured 
players appearing therein. That they cause special advertisements 
to be prepared and written so as to attract the attention of the gen- 
eral public to the motion pictures and to the stars and the featured 
players appearing therein. 

That the plaintiff, Paramount Pictures, Inc., also employs a 
special staff of artists to prepare special drawings, pictures, photo- 
graphs and to prepare special lithograhs, posters, display signs, 
billboards, press sheets and various other advertising material and 
accessories which are produced at great cost to it and that said 
advertising accessories are of highly artistic merit and are produced 
by plaintiff, Paramount Pictures, Inc., for the purpose of announc- 


ing to the public in the most favorable and most attractive manner 
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the said motion pictures and the stars and featured players appear- 
ing therein. 

That the said motion pictures produced by or for Paramount 
Pictures, Inc., are copyrighted under the copyright laws of the 
United States; that said motion pictures are licensed under copy- 
right by plaintiff, Paramount Pictures, Inc., or by plaintiff, Para- 
mount Pictures Distributing Company, Inc., for exhibition at motion 
picture theatres in the United States, including the State of Okla- 
homa, by written contract under and pursuant to which the licensee 


for a consideration is granted a limited license to exhibit the motion 


pictures for a number of days specified in said contract at a specified 


theater or theaters and upon completion of said exhibition the 


BRET Wien te We 


licensee is required to return the print of said motion pictures to 


the plaintiffs ; that the title in said motion pictures vests at all times 


eee 


in Paramount Pictures, Inc., subject, however, to the right of the 


| i licensee to exhibit said motion pictures in accordance with the pro- 
visions of the written contract entered into between the plaintiffs 
and the licensee. The fee paid by the licensee to the plaintiffs is 
either a fixed sum or a sum equal to a stated percentage of the gross 
admission receipts of the licensee’s theater and where the fee is a 
portion of the receipts received by the licensee for the exhibition 
: of any of said pictures, the receipts are diminished by improper ad- 
vertising, exploitation and publicity of the pictures and the stars 

: and featured players who appear therein. 

The plaintiffs further allege that the contract between plaintiffs 
and a licensee provides that the exhibitors in all advertising and ex- 
ploitation of each of their motion pictures licensed to them shall ad- 
vertise and announce each of said motion pictures as ‘““A Paramount 
Picture’” and shall otherwise adhere to the form of announcement 
continued in the advertising material used by the plaintiffs in re- 
spect of each of their motion pictures 

That the plaintiffs at great cost produce, manufacture and print 
a large supply of said advertising accessories so that these will at 


all times be available to the exhibitor for the purpose of advertising 
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and exploiting the said motion pictures in conjunction with the 
exhibition of said motion pictures at the exhibitor’s theater. 

That the defendant, without the consent of the plaintiffs and 
without the consent of the actors and actresses employed by the 
plaintiffs, produces, manufactures, distributes and sells advertising 
accessories, purporting to relate to and advertise and exploit the 
motion pictures produced and distributed by the plaintiffs, which 
advertising accessories unfairly and improperly use the names of 
the actors and actresses employed by the plaintiffs and the titles of 
the motion pictures produced and distributed by plaintiffs. 

That said advertising accessories so produced, manufactured, 
printed and distributed by the defendant do not contain the name 
of the plaintiffs or identify their motion pictures as “Paramount 
Pictures” and contain misleading and erroneous information and in- 
corporate therein pictures, cartoons and caricatures of the stars and 
featured players employed by the plaintiffs in a grotesque, inartistic 
and inferior manner and which do not afford to the said stars and 
featured players the advertising, publicity and exploitation credit 
which they would otherwise receive by the use of the advertising 
accessories produced and distributed by the plaintiffs, and that 
the reputation of the plaintiffs, and of the stars and featured 
players, is damaged by the use of said inferior advertising pre- 
pared and offered for sale by said defendant. 

In their amendment to the bill of complaint, the plaintiffs refer 
to certain motion pictures, which have been advertised by the de- 
fendant. For instance, they allege that for the picture “Cleopatra,” 
the poster prepared by the defendant shows the head of Claudette 
Colbert, depicting her as a negress instead of a white woman and 
that the advertising matter omits the name of Joseph Schildkraut, 
which under contractual requirements plaintiffs are required to 
insert in all advertisements, and that the words, “A Paramount Pic- 
ture,” are omitted from the advertising. 

Similar allegations are made with reference to some thirty other 
pictures and the general allegations are that in said advertisements 


the name, “A Paramount Picture,’ and the words, “Adolph Zukor 
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Presents,” are omitted; that the faces drawn on the posters are not 
true likenesses of the players; that the names of many of the players 
are not displayed in proper type; that the standing and reputation 
of the players require that their names be printed in larger type 
than the inferior players; that in some of the advertising matter the 
names of certain players appearing in the pictures are omitted en- 
tirely; that the names of the directors are omitted; and, that on 
the whole, the artistic work of the defendant in said advertising is 
of crude, inferior and cheap character. 

The plaintiffs pray for injunctive relief against the defendant 
an accounting of the profits, damages, costs and general relief. 

The defendant has filed its motion to dismiss and alleges that 
the complaint fails to state facts sufficient to constitute a cause of 
action in favor of plaintiffs and against the defendant. 

The parties have carefully briefed this case and the court has 
given the pleadings and briefs very careful consideration. 

There is no question in the mind of the court but that the public 
recognizes that Paramount pictures are among the leading pictures 
in the motion picture business, which is now one of the largest busi- 
ness enterprises in this country. It must be observed, however, 
from the complaint that there is no contractual relation whatever 
between the plaintiffs and this defendant. That each is engaged 
in an independent business. One of the plaintiffs is engaged in the 
production of motion pictures and its subsidiary corporation and co- 
plaintiff is engaged in the sale and distribution of: the productions 
of the parent corporation, and since the distributing company is a 
wholly owned subsidiary of the parent corporation, in this opinion 
I shall make no distinction between the two as that is not material. 

The sole purpose of plaintiffs, so far as the business element is 
concerned, is the sale or lease of the motion pictures. By that is 
meant either the exhibition of said motion pictures under a lease or 
license agreement or otherwise. Where the plaintiffs receive a 
stipulated sum for the use of their pictures by theaters, the adver- 
tising would be immaterial except for such advertising as the plain- 


titfs desired to make. Naturally, where the fee to be paid by the 
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licensee for the use of a picture is a certain part of the proceeds 
received by a theater for the exhibition of any picture, the success 
of that exhibition would affect the amount received. ‘The contracts 
between plaintiffs and the licensee are not set up in the complaint 
and are not material. But it appears to this court that if the plain- 
tiffs desired to control the character of advertising used by the 
licensee, it could be done in the contract. But if the licensee is 
free to provide his own advertising matter, he may have the right to 
procure such advertising matter in such manner and from such 
sources as, in his judgment, will produce the best results in his 
community. 

The business of the defendant is an independent business. It 
is engaged in the general printing of advertising matter as alleged 
in the complaint and the business of the defendant is just as im- 
portant to it as the business of the plaintiffs is to them. 

It is true that the complaint alleges that the plaintiffs have pre- 
pared advertising matter at a great cost and of a highly artistic 
nature and that they are desirous of having all theaters use their 
advertising matter. The complaint, however, is silent on the matter 
of the price of said advertising matter prepared by the plaintiffs 
as compared to the price charged by the defendant. It does em- 
phasize, however, that the advertising matter prepared by the plain- 
tiffs is highly artistic and that the advertising matter prepared by 
the defendant is of a cheap, inferior grade. 

It appears to the court that the owner of the theater would be as 
much interested in securing the best results from a show or exhibi- 
tion in his theater as would the plaintiffs. It is not alleged that 
the defendant exhibits the advertising matter. It merely manu- 
factures the character of advertising which the theater owner is 
willing to purchase and the theater owner is free to purchase this 
advertising matter from the defendant or not, as he chooses. He 
has an opportunity to purchase his advertising matter from the 
plaintiffs and the fact that he is as much interested in the financial 
results of the exhibitions of the pictures as the plaintiffs and that 


he chooses to purchase the advertising matter prepared by the de- 











PARAMOUNT PICTURES, INC. V. THE LEADER PRESS, INC. 589 


fendant, would indicate that the theater owner is not of the same 
opinion as the plaintiffs as to the value of the advertising matter 
manufactured by the defendant. 

There is no contention in the complaint that the advertising 
matter manufactured by the defendant infringes a copyright. The 
sole question is whether or not it constitutes such unfair competition 
as to justify the relief sought by the plaintiffs. 

In their briefs, plaintiffs contend that the use of the names and 
pictures of these stars is an invasion of the stars’ legally protected 
right of privacy. 

There is little merit to this contention because common observa- 
tion teaches us that the greatest asset to a star is constant publicity. 
But aside from that, the theater owner has as much right to publicize 
and advertise a picture, which he is exhibiting, as have the plaintiffs 
and his contract with the plaintiffs, under the allegation of this 
complaint, gives him the right to advertise the stars, the plot, and 
any other particulars which he desires. The fact that the names 
of some of the stars are not in as large letters as the plaintiffs like 
and that the printing of said names in the manner alleged interferes 
with the priority of importance and eminence of the stars might 
affect the vanity of the stars and producers but would have little to 
do with the prominence which the public attaches to the various per- 
sonalities. Neither the stars nor the plaintiffs are in a position to 
claim the right of privacy for the stars because their productions, 
faces and names are sold to the public. 

In Melvin v. Reid et al., 297 Pac. 91, the California Supreme 
Court said: 

The right of privacy was unknown to the ancient common law. 

* * * 


It is a purely personal action, and does not survive, but dies with the 


person. 
* * * 


It does not exist where a person has become so prominent that by his 
very prominence he has dedicated his life to the public, and thereby waived 
his right to privacy. There can be no privacy in that which is already 
publie. 
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Jones v. Herald Post Co., 230 Ky. 227, 18 S. W. |2d| 972, 
the Supreme Court of Kentucky defines the right of privacy as 


follows: 





The right of privacy may be defined as the right to live one’s life in 
seclusion, without being subjected to unwarranted and undesired publicity, 
In short, it is the right to be let alone. 21 R. C. L. 1197, 1198. There are 
times, however, when one, whether willingly or not, becomes an actor in 
an occurrence of public or general interest. When this takes place, he 
emerges from his seclusion, and it is not an invasion of his right of privacy 
to publish his photograph with an account of such occurrence. 










In 


Massachusetts Circuit Court said: 


Corliss et 





al. v. E. W. Walker Co. et al., 64 F. 280, the 


But, while the right of a private individual to prohibit the reproduction 
of his picture, or photograph should be recognized and enforced, this right 
may be surrendered or dedicated to the public by the act of the individual, 
just the same as a private manuscript, book, or painting becomes (when 
not protected by copyright) public property by the act of publication. 
The distinction in the case of a picture or photograph lies, it seems to me, 


























between public and private characters. A private individual should be 
protected against the publication of any portraiture of himself, but where } 
an individual becomes a pubiic character the case is different. A states 


man, author, artist, or inventor, who asks for and desires public recognition, 
may be said to have surrendered this right to the public. When any one 
obtains a picture or photograph of such a person, and there is no breach 
of contract or violation of confidence in the methods by which it was 
obtained, he has the right to reproduce it, whether in a newspaper, mage- 
zine, or book. It would be extending this right of protection too far to 
say that the general public can be prohibited from knowing the personal 
appearance of great public characters. Such characters may be said, of j 
their own volition, to have dedicated to the public the right of any fair 
- portraiture of themselves. 


The plaintiffs contend in their oral argument and in their briefs 
in effect that they have a right to dictate the form of advertising 
which is to be employed in exploiting the pictures made by them. 

This is a matter that could be controlled easily by contract with 
the exhibitor but since the exhibitor has the right to purchase his 
advertising and since the defendant has the right to manufacture 
advertising as part of its legitimate business, is the character of 
the advertising to be manufactured by defendant and procured by 
the exhibitor to be limited by the dictation of the producer, the 


plaintiffs herein? 


Sane 
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Many cases are cited in the briefs but the court does not regard 
them in point. ‘The principal case relied upon by the plaintiffs, a 
case Which has attracted much attention from the bar and the 
courts, is International News Service v. The Associated Press, 248 
U. S. 215. But this case certainly is not in point. None of the 
questions involved in that case are involved in the case at bar. The 
substance of that case in brief is that the Associated Press gathers 
news throughout the world, that it has an expensive organization 
for that purpose and it sells the news to the various newspapers 
throughout the nation. ‘The International News Service sought to 
utilize the production of the Associated Press’ labors and broadcast 
this news over the radio. It was enjoined, and rightly so. 

If the plaintiffs can regulate the character of advertising of an 
exhibitor, they could regulate the character of the theater in which 
he exhibits the picture, the character of the material that goes into 
the theater. Plaintiffs might contend that the appearance and con- 
struction of the theater was not in keeping with the prominence and 
importance of the stars in their employ. 

it is common knowledge that advertising matter relating to 
moving pictures is of a somewhat elastic character, and resort to 
fertile imagination rather than to accurate reproductions of likeness, 
is most frequently the rule. The advertiser resorts to cartoons and 
original sketches, not to reflect upon the personalities depicted but 
to attract attention. 

Many of the contentions made by the plaintiffs with respect 
to the criticisms of advertisements of certain pictures prepared by 
defendants are extremely trivial. The -picture of “Cleopatra” is 
an example. The public heard of Cleopatra long before this picture 
“Cleopatra” appeared. She was an important character in Roman 
and Egyptian history. Her family tree has long been in question 
as well as her personal appearance and her reputation for chastity, 
and it is by no means settled whether or not a true picture of 
Cleopatra should be depicted in a light or a dark complexion. It 
might be observed, however, that if Cleopatra were no more attrac- 


tive or fascinating than she is made to appear in some historical 
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sketches, the judgment, if not the sanity, of Cwsar and Mark 
Anthony might be inquired into. The public is not so interested 
personally in Claudette Colbert, a person of great beauty and 
charm, as it is in Claudette Colbert, an actress attempting to im- 
personate Cleopatra. So there might be a difference of opinion as 
to the proper manner of advertising this particular picture. 
Plaintiffs allege that the poster advertising “The Big Broadcast 
of 1937” includes the names of Randolph Scott and Jane Frohman, 
who did not appear in the picture, and misspells the name of 
Eleanore Whitney; that it omits the words, “Adolph Zukor Pre- 
sents’ and “A Paramount Picture’; that the first names of George 
Burns and Gracie Allen are omitted; that the last names of these 
performers are in smaller type than the names of Jack Benny and 
Bob Burns, whereas the plaintiffs are required to use the same size 
type for each of these performers; that in the plaintiffs’ form of 
advertising, the title of the picture, “The Big Broadcast of 1937,” 


” 


should be what is known as “100%” and that the names of all per- 
formers should be in “50%” in comparative size; that the poster 
prepared by the defendant obviously is of inadequate artistry to be 
suitable for the advertising needs of the plaintiffs and therefore 
totally inferior. 

The allegations in the complaint with reference to the advertis- 
ing of other pictures, are substantially the same as that contained 
in the foregoing paragraph. 

It is not necessary for the court to comment upon the serious- 
ness of these complaints nor upon their merits, for the names to 
be carried upon the advertising matter, while a matter of contract 
between the producer and the various personalities appearing in 
the pictures, are not a matter of contract between the producer 
and this defendant, as hereinbefore stated, and the plaintiffs have 
a remedy to control, absolutely, the character of advertising of their 
pictures by proper provisions in the contract with the exhibitor. 
The defendant exhibits no advertising but merely manufactures 


and prints advertising matter for sale to the exhibitor. 
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It appearing, therefore, that the defendant is engaged in an 
independent business; that it prepares its advertising matter in 
accordance with such information as is available to it; that there is 
no contractual relation of any character between the plaintiffs and 
the defendant, the acts of the defendant complained of by the plain- 
tiffs do not constitute unfair competition and to sustain the conten- 
tions of the plaintiffs in this case would merely add the assistance 
of this court to the creation of a monopoly in the advertising of 
motion pictures. The acts of the defendant are legitimate, are not 
in violation of law, and are in keeping with the freedom ordinarily 
exercised by an independent advertiser. 

The motion to dismiss is sustained. An exception is allowed 
the plaintiffs. A form of decree, consistent with this opinion, may 


he submitted. 


KayLon, Inc. v. COLLEGIATE MANUFACTURING Co., INc. 
New York Supreme Court, New York County 
October 25, 1938 


Unrarr Competirion—“Tom mies” anp “JEER Backets’—Imiratinc Pasama 
DesigN Nor Prorecrep sy Patent—Temporary INJUNCTION OrprER 
REVERSED. 

Where appellant had not obtained a design patent for its particular 

style of pajama, and had not shown that said design had acquired a 

secondary meaning pointing to its product exclusively, the order 

granting a temporary injunction restraining respondent from imitating 
plaintiff's pajama was reversed. 

In equity. Action for unfair competition. Appeal from an 

order of the New York Supreme Court, Special Term, granting an 


injunction pendente lite. Reversed. 


Lawrence Kovalsky, of counsel (Joseph W. Ferris with him on 
the brief), Goldstein § Goldstein, all of New York City, for 
appellant. 


Charles Sonnereich, of New York City, for respondent. 


Before, Martin, P. J.; O’) Matitey, GLENNoN, UNTERMYER, and 
Coun, JJ. 






TWENTY-EIGHT 





TRADE-MARK REPORTER 


Coun, J.: Defendant has been restrained by injunction granted 
pendente lite from manufacturing, exhibiting and selling pajamas 
imitating the appearance of plaintiff's pajamas manufactured and 
sold by it under its trade-marks ‘““Tommies” and “Jeer Backets.” 

Plaintiff obtained registration of the trade-mark “‘Tommies” 
from the United States Patent Office, on June 16, 1936, for ladies’ 
pajamas. In the fall of 1937 it adopted the name “Jeer Backets” 
to identify a particular ladies’ pajama manufactured by it. This 
pajama set was made of printed percale cloth with witty sayings 
imprinted all over the garment. The cut of the pajama was the 
man tailored type with colored piping, buttons and fringe on the 
sash. It is the design of this particular pajama which defendant 
has copied. It does not appear that the name “Jeer Backets” was 
registered as a trade-mark. 

Plaintiff concedes that it has no design patent for this type of 
pajama and it makes no claim that defendant has appropriated or 
simulated its trade-mark or any of its labels. Moreover, there is no 
showing that plaintiff's pajama has acquired any secondary mean- 
ing in the sense that the public desiring to purchase this type and 
style of garment seeks one made only by plaintiff. The record be- 
fore us does not establish that the consuming public have come to 
recognize the pajama made by the plaintiff as its product or that it 
was interested in, or knew who manufactured it. 

Since plaintiff has placed the pajamas upon the market without 
securing the protection of the patent laws, it thereby published the 
design of the pajamas and no longer has any exclusive property 
therein (Tabor v. Hoffman, 118 N. Y. 30, 35). In the absence of 
a showing of any unfair competition, such as an attempt by defend- 
ant to mislead or deceive the public or to “palm off” its product as 
the plaintiff’s, equity will not aid plaintiff by restraining another 
from copying and selling the article in question (Montegut v. Hick- 
son, Inc., 178 App. Div. 94 |7 T.-M. Rep. 389]; Boyshform Bras- 
siere Co., Inc. v. Modisform B. Co., Inc., 205 App. Div. 14 [13 
T.-M. Rep. 175]; Margolis v. National Bellas Hess Co., Inc., 139 



















a ete haere 
————————— 





Salata aieeenecoa acacia eae amen 


ae 


APPLICATION OF AMER. CYANAMID & CHEM. CORP. 595 


Mise. 738, aff'd 235 App. Div. 839; Nims on Unfair Competition 
and T'rade-Marks, 3d ed., p. 110). 

While it is true that plaintiff in its moving affidavits has alleged 
that its product has acquired a secondary meaning and that defend- 
ant has attempted to have the purchasing public believe that de- 
fendant’s garment was plaintiff's, no adequate proof to justify such 
assertions has been presented. At the trial plaintiff may establish 
its claim to the injunctive relief prayed for in its complaint, but 
on the papers submitted it has not shown a clear legal right to the 
preliminary relief granted. In such circumstances a temporary 
injunction should not have been allowed (Elk Street Market Cor- 
poration Vv. Rothenberg, 233 App. Div. 243; Moran vy. Lasette, 221 
App. Div. 118, 121). 

The order granting the temporary injunction should be reversed. 
with $20 costs and disbursements, the motion denied, and the cause 
set down for trial on the Day Calendar at Special Term for Novem- 
ber 14, 1938. All concur. 


Ix THE MATTER OF THE APPLICATION OF AMERICAN CyANAMID & 


CHEMICAL Corp. 
United States Court of Customs and Patent Appeals 
Serial No. 339,007 


November 28, 1938 


Trape-MarkKs—REGIsTRaATION—“PLANK™ ON REINFORCED SLABS OF CEMENTI- 


‘rious Marertar—Descriptive Tero. 
The word “Plank” appearing as part of the trade-mark “Gypstee¢l 
evpsum Plank” held descriptive of the goods. Therefore, the mark was 
held unregistrable without a disclaimer of the said word. 


TrapE-Marks—Recistration-——“Gypsum Steer. PrLank’—ReEQUIREMENT. CE 


DIscLAIMER. 
In an application to register the words “Gypsteel gypsum Plank” as 
a trade-mark for pre-cast, incombustible, reinforced slabs of cementi- 
tious material, the Commissioner’s decision refusing to register the 
mark without a disclaimer of the word “Plank” was affirmed. 


‘TrapE-Marks—Reaistration—Section 5 or Acr or 1905—MEANING. 


Section 5 of the Trade-Mark Act of 1905, which provides that no 
mark shall be registered “that .... consists merely in words or devices 
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which are descriptive of the goods” requires that the Commissioner 
shall not refuse to register a mark unless it is, as a whole, descriptive. 


On appeal from a decision of the Commissioner of Patents re- 
fusing to register a trade-mark. Affirmed. For the Commissioner's 


decision see 27 T.-M. Rep. 586. 


Ellis S. Middleton, of Stamford, Conn., and Walter M. O’Brien, 
of Washington, D. C., for appellant. 
R. F. Whitehead, Solicitor for Patent Office, Howard S. Miller, 


Law Examiner, for the Patent Office. 


Buianp, J.: The Structural Gypsum Corporation made appli- 
cation in the United States Patent Office for the registration of its 
trade-mark “Gypsteel gypsum Plank’’ for use on pre-cast, incom- 
bustible, reinforced slabs of cementitious material. In the applica- 
tion the word “gypsum” was disclaimed. 

The mark consists of the three words “Gypsteel gypsum Plank,” 
the word “gypsum” being in small letters in a box superimposed on 
a portion of the word “Plank.” In some manner not shown by the 
record, appellant is now regarded as the owner of the mark and the 
party in interest here. 

The Examiner of Trade-Marks required that the applicant dis- 
claim the word “Plank” before the mark could be registered, hold- 
ing that the word “Plank’”’ was descriptive of the applicant's goods. 
The applicant did not disclaim the word “Plank,” and registration 
was finally refused. From the decision of the Examiner, the appel- 
lant appealed to the Commissioner of Patents who affirmed the de- 
cision of the Examiner. Il'rom the decision of the Commissioner, 
appellant has appealed to this court. 

In appellant’s notice of appeal to this court it has assigned 
eleven reasons for appeal. It will not be necessary for us to con- 
sider all of them. ‘The first is that “The Commissioner erred in 
refusing registration.” Other reasons of appeal challenge the 
holding of the Commissioner that the word “Plank’’ is descriptive 
and not merely suggestive. The eleventh reason of appeal is to 


the effect that the Commissioner erred in not holding that, regard- 
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less of the descriptive character of the term “Plank,” it had ae- 
quired a secondary meaning, and denotes origin in the applicant. 

Appellant has appealed from the decision of the Commissioner 
refusing to register his composite mark as presented, with the word 
“gypsum” disclaimed. The only statutory authority we know of 
which would justify the refusal of the Commissioner to register a 
trade-mark under the Trade-Mark Act of 1905 is found in section 
5 thereof where there is a provision that states in substance that no 
mark shall be refused registration if it distinguishes its owner’s 
goods from other goods of the same class unless it possesses certain 
objectionable characteristics (not including descriptiveness ). 

It is then specially provided in said section 5 that no mark 
shall be registered which “consists * * * merely in words or devices 
which are descriptive of the goods.’ The mandate to register a 
mark is broad and compelling. The mandate not to register is 
equally compelling if the mark consists merely in words or devices 
which are descriptive of the goods. 

It will be noted that the prohibition of the statute uses the word 
“consists,” not “comprises,” although the latter term was used twice 
in the first part of the section. The plain language of the section 
as a whole requires that the Commissioner shall not refuse to register 
a mark unless the mark as a whole is descriptive. Appellant has 
raised the point that the refusal to register by the Commissioner 
is not because the mark as a whole is descriptive but that his refusal 
is based upon the fact that one undisclaimed word is descriptive. 
Appellant states that: 
descriptiveness of the single word “Plank” is not at issue; the mark which 
must be found to be “merely” descriptive is the composite mark ”Gypsteel 
Gypsum Plank.” The word “Gypsteel” is the subject of a separate regis- 
tration, No. 197,098. 

As far as we have been able to ascertain, this is the first time 
this exact issue has been presented to any court for decision. Most 
of appellant’s brief is devoted to the contention that the term 
“Plank” is not descriptive and that it is merely suggestive. 

There are several affidavits in the record in which the affiants 


state that the mark suggests to them a product made by applicant, 
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and that to them the mark has no other significance since the 
merchandise in no way resembles wood in appearance. Following 


the case of Elgin National Watch Co. v. Illinois Watch Case Co., 





179 U. S. 665, this court held in Barber-Colman Co. v. Overhead 
Door Corporation, 20 C. C. P. A. (Patents) 1118, 65 F. |2d| 147 
(23 T.-M. Rep. 251|, that if a mark was descriptive it could not be 


registered as a trade-mark, regardless of any secondary meaning 
































which it might have acquired. It was there pointed out that the 
owner of a mark, which at one time had been descriptive but which 
had acquired a secondary meaning, could find protection for his 
mark irrespective of its registrability. Under these authorities we 
therefore conclude that appellant’s eleventh reason of appeal is 
without merit. 

There is no statutory authority authorizing disclaimers, nor is 
there any Patent Office rule on that subject. The practice of filing 
disclaimers in the registration of trade-marks has, however, during 
the last thirty years, acquired the status of settled law. The his- 
tory of its development and frequent use is an interesting one. — Its 
utility has been emphasized in Patent Office decisions, textbooks, 
and court decisions. In 1909 the Patent Office inaugurated the 
disclaimer practice in connection with registration under the Trade- 
Mark Act of 1905. ‘The office permitted the registration of marks 
containing descriptive matter if the applicant disclaimed any right 
in the descriptive matter apart from the mark as shown. In John- 
son V. Brandau, 32 App. D. C. 348, in 1909, the Court of Appeals 
of the District of Columbia disapproved of the practice which per 
mitted registration of descriptive terms in composite marks without 
the cancellation of the descriptive portion, and reversed the Patent 
Office holdings in this regard. Other cases to the same effect 
pointed out the reason for the court’s attitude. See Nairn Linoleum 
Co. v. Ringwalt Linoleum Works, 46 App. D. C. 64. 

The Supreme Court of the United States in Estate of F. D. 
Beckwith, Inc. v. Commissioner of Patents, 252 U. S. 588 [10 T.-M 
Rep. 255], reversed a holding of the Court of Appeals of the Dis 


trict of Columbia which had held a mark to be non-registrable un- 
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less the descriptive portions of the same were eliminated. The 
petitioner had filed an application to register a composite mark 
comprising the head of an Indian on a scroll with the name of the 
Indian, ““Doe-Wah-Jack,” all surrounded by a circle. Outside the 
circle were the words “Round Oak” and “Moistair Heating 
System.” The Commissioner found that the mark would be regis- 
trable if it did not contain the words “Moistair Heating System,” 
and in accordance with previous rulings of the Court of Appeals it 
was ordered that the mark might be registered if the said descrip- 
tive words were erased or removed and that the filing of a disclaimer 
would not suffice to secure the registration. Upon appeal to the 
Court of Appeals the Commissioner’s decision was affirmed. In re- 
versing the decision of the Court of Appeals, the Supreme Court of 
the United States, after reviewing the history of the growth of the 
disclaimer doctrine, had this to say: 


Thus the proviso quoted, being simply an expression in statutory form 
of the prior general rule of law that words merely descriptive are not a 
proper subject for exclusive trade-mark appropriation, if the application 
in this case had been to register only the words “Moistair Heating System” 
plainly it would have fallen within the terms of the prohibition, for they 
are merely descriptive of a claimed property or quality of the petitioner’s 
heating system—that by it moisture is imparted to the air in the process of 
heating. But the application was not to register these descriptive words 
“merely,” alone and apart from the mark shown in the drawing, but in a 
described manner of association with other words, “Round Oak,” which are 
not descriptive of any quality of applicant’s heating system, and as a 
definitely positioned part of an entirely fanciful and arbitrary design or 
seal, to which the Commissioner found the applicant had the exclusive right. 

Since the proviso prohibits the registration not of merely descriptive 
words but of a trade-mark “which consists .... merely” (only) of such 
words—the distinction is substantial and plain—we think it sufficiently 
clear that such a composite mark as we have here does not fall within its 
terms. In this connection it must be noted that the requirement of the 
statute that no trade-mark shall be refused registration, except in desig- 
nated cases, is just as imperative as the prohibition of the proviso against 
registration in cases specified. 

While there is no specific provision for disclaimers in the trade-mark 
statute, the practice of using them is commended to our judgment by the 
statement of the Commissioner of Patents that, so far as known, no harm 
came to the public from the practice of distinguishing, without deleting, 
non-registrable matter in the drawing of the mark as registered, when a 
statement, forming a part of the record, was required that the applicant 
was not making claim to an exclusive appropriation of such matter except 
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in the precise relation and association in which it appeared in the drawing 
and description. 

It seems obvious that no one could be deceived as to the scope of such 
a mark, and that the registrant would be precluded by his disclaimer from 
setting up in the future any exclusive right to the disclaimed part of it, 
It seems obvious also that to require the deletion of descriptive words 
must result often in so changing the trade-mark sought to be registered 
from the form in which it had been used in actual trade that it would 
not be recognized as the same mark as that shown in the drawing, which 
the statute requires to be filed with the application, or in the specimens 
produced as actually used, and therefore registration would lose much, 
if not all, of its value. The required omission might so change the mark 
that in an infringement suit it could be successfully urged that the regis- 
tered mark had not been used, and user is the foundation of registry (§ 2). 
Of this last the case before us furnishes an excellent example. To strike 
out “Moistair Heating System” from the applicant's trade-mark would 
so change its appearance that its value must be largely lost as designating 
to prior purchasers or users the origin of the heating system to which it 
was applied. 

The commercial impression of a trade-mark is derived from it as a 
whole, not from its elements separated and considered in detail. For this 
reason it should be considered in its entirety (Johnson v. Brandau, supra) 
and to strike out any considerable part of it, certainly any conspicuous 
part of it, would be to greatly affect its value. Of course, refusal io 
register a mark does not prevent a former user from continuing its use, 
but it deprives him of the benefits of the statute, and this should not be 
done if it can be avoided by fair, even liberal, construction of the act, 
designed as it is to promote the domestic and foreign trade of our country. 


* * 





* 





Such being the ultimate facts of this controversy, we cannot doubt 
that the Court of Appeals fell into error in ruling that the words “Moistair 
Heating System” must be “eliminated” from the trade-mark of the applicant 
as it had been theretofore used, and that the requirement of the act of 
Congress for the registration of trade-marks would be fully complied 
with if registration of it were permitted with an appropriate declaration on 
the part of the applicant that no claim is made to the right to the exclusive 
use of the descriptive words except in the setting and relation in which 
they appear in the drawing, description and samples of the trade-mark 
filed with the application. 


While the exact question presented here was not presented to 
the Supreme Court in the Beckwith case, supra, nevertheless that 
court flatly held that the composite trade-mark would be entitled 
to registration if the descriptive terms “Moistair Heating System” 
were disclaimed. The court pointed out in that case the same situ- 
ation that confronts us here—that the mandate of the statute is not 
to register a mark which as a whole “consists * * * merely” of 


descriptive words. In the Beckwith case, supra, it was clear that 
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the trade-mark did not consist merely of descriptive words or de- 
vices. Since the Supreme Court held that the mark was registrable 
if the descriptive terms were disclaimed, it would seem to follow 
that in the opinion of the court the applicant was not entitled to 
register the mark unless it disclaimed the descriptive term. Un-’ 
questionably, if the Patent Office has a right to require disclaimers 
(and that it does have such a right seems no longer to be an open 
question), it also has the right to enforce its requirements by a re- 
fusal to register in event its requirements are not met. While this 
court has not been called upon heretofore to decide the exact ques- 
tion presented here, the reasoning in some of its decisions is 
applicable and in harmony with the views herein expressed. See 
Warner-Patterson Co. v. Charles Y. Malcomb, 17 C. C. P. A. 
(Patents) 984, 39 F. [2d] 274 [20 T.-M. Rep. 187]; and California 
Canneries Co. v. Lush’us Products Co., 18 C. C. P. A. (Patents) 
1480, 49 F. [2d] 1044 [21 T.-M. Rep. 520]. 


The whole subject of disclaimers is discussed with much clarity 











and thoroughness in Derenberg’s “Trade-Mark Protection and Un- 
fair Trading’ (1936), Section 50, pp. 561 et seq. The history of 
the practice, similar to that of England, as it has grown up in the 
Patent Office and acquired a status sanctioned by courts is recited 
and many of the cases are analyzed. Particularly dees this author- 
ity show that under the court decisions the practice of disclaiming 
descriptive terms in trade-marks for the purpose of obtaining 
registration has not affected the owner’s common law rights and for 
this reason one of the early objections to the practice is no longer 
to be made. At page 564 the authority says: 

By this decision (referring to the Beckwith case, supra) the dis- 
claimer was not only recognized, but the court, going a step further, ad- 
vised the Patent Office and its appellate court to interpret the statute 
liberally and to cooperate with the applicants as much as possible. 

In the light of the settled law with reference to the disclaimer 
practice as is above set out, it follows that upon this record, if 
the term “Plank,” which was ordered disclaimed and which appli- 
cant declined to disclaim, is descriptive of its goods, the Commis- 


sioner did not err in refusing registration. 
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Appellant has argued at considerable length that the term 
“Plank” described none of the qualities of its merchandise and that 
it is merely suggestive of some characteristic of the same, and 
quotes from Funk & Wagnalls New Standard Dictionary, edition 
of 1916, the definition of “plank” as follows: 

A broad piece of sawed lumber, differing from a board only in being 
thicker, ie., in general, any board more than 1% inches and less than 4% 
inches in thickness and at least 6 inches wide; a thick board; lumber when 
sawed into planks; anything made of plank lumber, as a table; figuratively, 
anything that sustains or unholds; a support. 

Irom the above definition it argues that the term “always con- 
notes wood.” We find in the edition of 1931 the same definition 
that is quoted by appellant and we also find as a part of the defini 
tion of the term “plank” as there given the following: “‘a slab of 
stone.” 

Webster’s New International Dictionary, 1932, among the 
several definitions of the term “plank” gives the following: 


1. A heavy thick board. 


“Board” is defined in the same authority as: 


5. A square or oblong piece of thin wood or other material used for 
some special purpose; as, a molding board; a board or surface painted sr 
arranged for a game; as, a chessboard; a backgammon board; an apparatus 
devised for some special purpose made chiefly of boards or resembling a 
board: as, a blackboard; a bulletin board; a sounding board; a springboard. 

It seems settled that the term “plank” is frequently used in the 
sense of defining the shape of an article not necessarily composed 
of wood. In this sense, the application of the term “Plank” to 
slabs of applicant’s incombustible goods upon which it uses the 
mark would be descriptive of the form of such slabs or planks. And, 
it seems obvious that applicant’s use of the term is to describe the 
form and character of its merchandise since the specimen showing 
the use of the mark represents “Gypsteel gypsum Plank’’ to be in 
such plank or board form (2 inches thick and 15 inches wide) as to 
be suitable for roofs, floors, partitions and ceilings of buildings. It is 
stated that it is easy to handle and is as adaptable as wood. 

Upon this record we hold that the Commissioner of Patents com- 


mitted no error in affirming the decision of the Examiner of Trade 
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Marks in refusing registration of appellant’s mark, and the de- 


cision of the Commissioner is affirmed. 


KinG Kota MANUFACTURING Company v. Coca-CoLta CoMPANY 


(Tue Coca-CoLta Company, Substituted ) 
United States Court of Customs and Patent Appeals 
Opposition No. 14,785 


November 28, 1938 


, 


‘TrapE-Marks—REGtistrRation—“KinG Kora” anv “Coco-Coia”—Cown rrictr- 
ING Marks. 

The words “King Kola,” shown in association with the device of a 
crown, held to be confusingly similar to the words “Coca-Cola,” both 
words being used on non-alcoholic beverages and syrups for their 
preparation. 

On appeal from a decision of the Commissioner of Patents. sus- 


taining a trade-mark opposition. Affirmed. 


Clarence A. O’Brien, Clarence R. Gorman, Joseph A. L’Connell, 
all of Washington, D. C., for appellant. 

Edward S. Rogers, of Chicago, Ill., Thomas L. Mead, Jr., 
Brown & Phelps, all of Washington, D. C., and Frank Trout- 


man, of Atlanta, Ga., for appellee. 


Garrett, P. J.: | We are here called upon to review the de- 
cision of the Commissioner of Patents, speaking through the Assist- 
ant Commissioner, in which he reversed the decision of the Examiner 
of Interferences and sustained the opposition of appellee to appel- 
lant’s application for the registration, as a trade-mark for use on a 
syrup and non-alcoholic beverage, of the notatian “King Kola,’ 
printed in block type arranged in V-shaped formation in association 
with the representation of a crown located within such formation. 

Appellant’s application was filed under date of February 23, 
1935, use of the mark being alleged “since July 20, 1934.” Follow- 


ing publication of the notice of application. appellee filed notice of 
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opposition to the registration, pleading therein various registrations 
by it and its predecessors in business of the notation “Coca-Cola” 
used on products conceded to be of the same descriptive properties 
as the products of appellant. Appellee alleged use of its mark as 
early as 1886. Among the certificates of registration cited is one of 
January 31, 1893, and another of January 31, 1928. 

Both parties took testimony and we are confronted with quite 
a voluminous record. Much of the testimony on behalf of appellee 
is directed to the matter of showing confusion actually to have oc- 
curred and this question is argued pro and con in the briefs. It 
was the view of the Examiner of Interferences that such testimony, 
so far as this case is concerned, was not material on the right of 
registration. As we interpret the decision of the Commissioner, he 


concurred in this view. He states: 





Both parties took testimony and have filed elaborate briefs. However, 
the issue to be determined is too simple to require extended discussion. 

... The determinative question presented on appeal is whether these 
two trade-marks so nearly resemble each other that their concurrent use 
on such goods would be likely to confuse the public or to deceive pur- 
chasers. 

We concur in the view so expressed as to the simplicity of the 
issue to be determined. Indeed, the brief on behalf of appellant, 
while arguing other questions which, under some circumstances 
might be regarded as pertinent in the case, states: 

The only question in this case is whether there is such similarity be- 
tween appellant’s composite trade-mark, which consists of the words “King 
Kola” and the representation of a crown, and appellee’s trade-mark “Coca- 
Cola” that is calculated to deceive the ordinary purchaser. 

We are clearly of the opinion that the word portion of appel- 
lant’s proposed mark constitutes its dominant feature. When the 
nature of the merchandise to which it is applied is considered, it 
is difficult to conceive of a purchaser giving the slightest considera- 
tion or thought to the symbol embraced in the representation of a 
crown. 

In the case of Steinreich v. The Coca-Cola Co., 21 C. C. P. A. 
(Patents) 722, 67 F. [2d] 498 [24 T.-M. Rep. 11], cited in the 


decision of the Commissioner in the instant case, this court affirmed 
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the concurring decisions of the tribunals of the Patent Office, hold- 
ing “Vera-Coca” to be confusingly similar with “Coca-Cola,” citing 
and discussing other cases in which there had been conflicts between 
“Coca-Cola” and other marks, as well as cases involving other con- 
flicting words. The brief on behalf of appellee here brings to our 
attention numerous other cases where its mark has been involved in 
either registration or unfair competition cases, but it does not seem 
necessary to review those cases here. 

We concur in the view that there is such a similarity between 
the marks that confusion would likely result from their use on 
products having the same descriptive properties. 

The decision of the Commissioner of Patents is accordingly 


athrmed. 


Bianp, J., took no part in the consideration or decision of this 
case. 


Lenroot, J., concurs in the conclusion. 


IN THE Martrrer oF THE APPLICATION OF SOUTHERN METAL 


Propucts Corp. 
United States Court of Customs and Patent Appeals 
Serial No. 368,990 
November 28, 1938 


Trape-MarKks—ReGistRaTIonN—“EcoNOMASTER” AND  “ELECTRO-MASTER”— 
ConriictinG Marks. 

The word “Economaster” held confusingly similar to the word 
“Electro-master,” both words being used as trade-marks on electric 
stoves and parts thereof. 

On appeal from the decision of the Commissioner of Patents re- 
fusing to register a trade-mark. Affirmed. For the Commissioner’s 


decision see 27 T.-M. Rep. 917. 


Stone, Boyden & Mack, of Washington, D. C., for appellant. 
R. F. Whitehead, Solicitor for Patent Office, and Howard S. 
Miller, Law Examiner, for the Patent Office. 
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Lrenroort, J.: This is an appeal from a decision of the Commis- 
sioner of Patents, affirming a decision of the Examiner of Trade- 
Marks rejecting appellant’s application, filed on September 4, 
1935, under the Trade-Mark Act of February 20, 1905, for the 
registration of the mark “Economaster” in script form as a trade- 
mark for use on electric cook stoves. Said application was refused 
in view of the registration of the mark “Electromaster” issued to the 
Electro-Master Company on March 13, 1934, upon an application 
filed on September 7, 1929, for use on electric cooking stoves and 
parts thereof. 

Both tribunals of the Patent Office found that the marks “‘Kcono- 
master” and “Electromaster” were confusingly similar, the marks 
being used upon identical goods. ‘The Commissioner in his de- 
cision stated: 

; I am clearly of the opinion that the registration applied for was 
properly refused. I think that applicant’s mark bears too near a resem- 
blance to the registered mark for both to be used on identical merchandise, 
without a reasonable probability, at least, that confusion would result. 

Appellant appealed from the decision of the Commissioner and 
before us contends that the said marks are not confusingly similar. 
Its counsel point out that the purchase of electric cook stoves is 
attended with care and discrimination, and cite decisions of this 
court to the effect that this is a factor to be considered in determin 
ing the question of similarity of marks. They also correctly point 
out the difference in significance of the marks. 

After giving full consideration to the differences between the 
marks in sound, appearance, and significance, and the character ot 
goods upon which they are used, we do not feel warranted in hold- 
ing that the Commissioner erred in his decision. Appellant’s coun 
sel cites a number of cases in this court where marks having a com 
mon suffix or one or more common syllables were held not to be 
confusingly similar. On the other hand, the Examiner of ‘Trad 
Marks in his statement upon appeal cited a number of cases in this 
court in which it was held that certain marks having a common 


suffix were held to be confusingly similar. 
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It is sufficient to say upon this point that no general rule for 
determining similarity of marks can be formulated, for, as was 
said by us in the case of The Procter §& Gamble Co. v. J. L. Prescott 
(o., 18 C. C. P. A. (Patents) 1433, 49 F. [2d] 959 [21 T.-M. Rep. 


314]. the question of confusing similarity of marks used upon goods 





of the same descriptive properties is largely a matter of opinion. 

We believe that there is at least substantial doubt as to whether 
confusion or mistake in the mind of the public or deception of 
purchasers would result from the use of the two marks upon identi- 
cal goods, and under the familiar rule such doubt should be resolved 
against the newcomer, appellant, inasmuch as it has a wide field to 
choose from in selecting its mark. 

We find no error in the decision of the Commissioner and it is 


attirmed. 


i DeEcISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Frazer, A. C.: Held that the notice of opposition filed by 
opposer to the registration of a trade-mark by applicant was 
properly dismissed on the ground that the notice of opposition did 
not state facts sufficient to entitle opposer to judgment since it 
alleged neither confusing similarity between the trade-marks nor 
that the goods of the parties were of the same descriptive properties. 
He further held, however, that the mark in question consisting of 

ereen disk as applied to rubber heels and rubber soles was not 
registrable in view of prior registrations and admissions by the 
applicant. 

In his decision he stated that there was of record in the opposi- 
tion proceedings a registration of May 28, 1901, of a circular figure 
or ball colored red, for goods including rubber boots and shoes, 
and that it was stipulated in the record that a red circular figure 
trade-mark had been used in interstate and foreign commerce for 
many vears for the same goods upon which applicant seeks regis- 


tration. 
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In his decision, after stating that it was manifest that applicant’s 
marks differed from those above referred to only in color, and citing 
and quoting from 4A. Leschen & Sons Ropes Co. v. The American 
Steel § Wire Co., 19 C. C. P. A. 851, 55 Fed. [2d] 455 [22 T.-M. 
Rep. 50], and A. Leschen & Sons Rope Co. v. Broderick & Bascom 
Rope Co., 36 App. D. C. 451, the Assistant Commissioner said: 


Upon the record I think the Examiner of Interferences should have 
refused the application to register, not only because applicant’s mark is 
confusingly similar to a trade-mark long since registered for merchandise 
of the same descriptive properties as that with which applicant uses its 
mark, but also because applicant has stipulated in effect that a known 
trade-mark, identical with its own save for color, was “owned and in use 
by another and appropriated to merchandise of the same descriptive prop- 
erties,” and, in the langauge of the stipulation, that such use had con- 
tinued “for a great many years prior to the adoption and use of the mark 
for which applicant seeks registration.” 

That an application to register may thus be refused for ev parte 
reasons in an opposition proceeding is well established. Falls v. Scholl 
Mfg. Co., Inc., 24 C. C. P. A. 90 Fed. [2d] 499.1 





Frazer, A. C.: Held that applicant is not entitled to register 
the term “Zettol” as a trade-mark for an antiseptic and germicide in 
view of the prior use and registration by opposer of the term 
“Dethol” as a trade-mark for insecticide, disinfectants and germi- 
cides. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks as applied thereto confusingly 
similar. 

With respect to the question of the goods, the Assistant Com- 
missioner said: 
That the goods are of the same descriptive properties I think there 
is small room for doubt. As pointed out by the Examiner of Interferences 
in his decision: 

“The goods of both parties are .... suitable for use in the home and 
for general sanitation and deodorizing purposes. Both are liquids adapted 
for use by spraying, and as shown by the testimony are sold in small con- 
tainers largely through the drug trade.” 

It is true that applicant’s product is intended primarily for personal 


use, and ordinarily is not applied by means of a spray. - Also there are 
numerous other differences between the goods, which are stressed by 


‘Mishawaka Rubber and Woolen Manufacturing Company v. Brad- 
stone Rubber Company, Opp’n No. 15,062, 163 M. D. 146, October 12, 1938. 
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applicant, and properly so. Such differences, however, are material only 
as they tend to lessen the probability of confusion, which would unques- 
tionably arise if the goods were identical. 

With respect to the marks, he said: 


The two words “Dethol” and “Zettol” comprise the same number of 
letters and syllables, and do not differ greatly in either sound or appear- 
ance. ‘They are both fanciful expressions without meaning other than their 
trade-mark significance, and would thus be more easily confused than if 
they were words in common use. 


and then after citing and quoting from the decision in Malone v. 
Horowitz, 17 C. C. P. A. 1252, 41 Fed. [2d] 414 [20 T.-M. Rep. 
162], he said: 


I have carefully considered the arguments presented in applicant’s be- 
half and the authorities cited in support thereof, but I am not convinced 
that the Examiner of Interferences erred in sustaining the opposition.? 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for mattresses and box springs, the word ‘““Cushion- 
aire.”’ in view of the prior use and registration by opposer of the 
term “Spring-Air” as a trade-mark for padded mattresses, pillows, 
and cushions. 

He noted that the goods were in part at least identical and the 
opposer was the first to use his mark and therefore the only ques- 
tion to be decided was whether “Cushionaire’”” as applied to the 
goods stated was confusingly similar to “Spring-Air” as applied to 
the goods of the other party. 

He then said: 


Applicant points out that the two marks neither look alike nor sound 
alike, and that if the word “spring” in opposer’s mark is presumed to refer 
to a season of the year, there would not be the slightest resemblance in 
meaning.” Considering the nature of the goods, however, I do not think 
such a presumption warranted. On the contrary, it seems to me that the 
word “spring,” when applied to a mattress would invariably connote elas- 
ticity or resiliency, just as would the word “cushion” in applicant’s mark. 


And then after stating that opposer is not entitled to the 
monopoly of the word “air” as applied to mattresses and that ordi- 
narily the mere occurrence of this word in two marks would not be 
likely to cause confusion, he said: 


2 Dethol Manufacturing Co., Inc. v. The R. T. French Company, Opp’n 
No. 16,506, 163 M. D. 150, October 14, 1938. 
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But when added as a suffix to two words so similar in significance as 
spring” and “cushion,” and applied to identical goods of the character 
here involved, the resulting combinations suggest precisely the same idea, 
and I think the marks as a whole may thus be confused by reason of its 
common occurrence. At least there is sufficient probability of such con- 
fusion as to leave the question open to doubt, and such doubt must be 
resolved in opposer's favor.* 


“ 







Goods of Different Descriptive Properties 



















Frazer, A. C.: Held that applicant is entitled to register the 
notation “O’Kee-Dokee” as a trade-mark for non-alcoholic maltless 
beverages, notwithstanding the prior use by opposer of the term 
“O-Ke-Doke,” as a trade-mark for cheese-coated popcorn. 

The ground of the decision is that the goods are not of the same 
descriptive properties. 

With reference to the goods the Assistant Commissioner, after 
noting the opposer’s argument that the cheese popcorn had been 
advertised as a thirst creator and thus been popularized for con- 
sumption with beverages, and that the product was for sale in many 


establishments which handle soft drinks, said: 





These points merit attention of course, and in close cases similar cou- 
siderations have sometimes been deemed by the courts to be controlling 
importance. It seems to me, however, that the goods here involved are so 
completely different in all essential respects that neither the possibility of 
their conjoint use nor the fact of their sale through common channels is of 
sufficient weight to affect materially the question at issue. I am clearly of 
the opinion that such goods do not possess the same descriptive properties, 
and do not belong to the same general class of merchandise.* 


Goods of Same Descriptive Properties 
} I 
















Frazer, A. C.: Held that P. & S. Plum, Ltd., was not entitled 
to register the term “Blue Gold” as a trade-mark for blue cheese, 
in view of the prior use by Minnesota Valley Canning Company, of 
the term “Blue and Gold,” as a trade-mark for canned peas and 
corn, and that the registration obtained by P. & S. Plum, Ltd., 


should be canceled. 


°’ Charles Karr Company vy. The Stearns & Foster Co., Opp’n No. 17,056, 
163 M. D. 157, October 28, 1938. 

+ Kraft-Phenix Cheese Corporation v. Consolidated Beverages, Limited, 
Opp’n No. 16,406, 163 M. D. 152, October 20, 1938. 
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The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar. 
In his decision the Assistant Commissioner said: 

I am constrained to agree with the Examiner of Interferences that the 
marks are substantially identical; and while the goods of the parties are 
specifically different, they are nevertheless merchandise of the same decrip- 
tive properties within the meaning of section 5 of the Trade-Mark Act. 
See Joseph Tetley & Co. v. Bay State Fishing Co., 23 C. C. P. A. 969, $2 
Fed. [2d] 299 [26 T.-M. Rep. 217], and cases there cited. This being true 
it necessarily follows that in my opinion respondent’s registration was im- 
properly granted, and should now be canceled.® 


Fpazer, A. C.: Held that applicant is not entitled to registe: 
the term “‘Essofleet’? and “Stanfleet,’ as trade-marks for refined, 


semiretined, and unrefined oils made from petroleum, both with and 


without admixture of animal, vegetable, or mineral oils, for power, 


fuel, and lubricating purposes, and lubricating greases, in view of 
the prior adoption and use by opposer of the word “Fleet,” used as 
a trade-mark for gasoline. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks as applied thereto are confus- 
ingly similar. 

After noting applicant's argument that “Fleet” is the common 
appellation of groups of commercial motor vehicles and that these 
goods are sold exclusively to consumers who operate such com- 
mercial vehicles and are not obtainable by individual motorists at 
service stations, the Assistant Commissioner said: 

Assuming that opposer does not also sell to so-called fleet operators in 
competition with applicant, I am inclined to agree with applicant's counsel 
that so long as this particular sales method is maintained there is slight 
probability of confusion. As pointed, out by the Examiner of Interfer- 
ences, however, applicant may change its trade practices at will; and if 
applicant’s “Essofleet” and “Stanfleet” oils and greases were made avail- 
able to the general public along with opposer’s “Fleet” gasoline I think 
that confusion would be inevitable. As to the suggestion that opposer’s 
mark is descriptive it need only be observed that this fact, if it be a fact, 
affords no justification for disregarding its similarity to applicant’s marks. 
Opposer’s mark is registered, and its validity is not open to question in 


5 Minnesota Valley Canning Company v. P. & S. Plum, Ltd., Canc. 
No. 3127, 168 M. D. 154, October 24, 1938. 
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these proceedings. Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 
Fed. (2d] 752 [27 T.-M. Rep. 78].° 





Interference—E vidence 


Frazer, A. C.: Held that Monica, of Brooklyn, N. Y., was 
entitled to an award of priority of adoption and use of the term 
“Delmonico,” as applied to champagne, and that it was properly 
held that the registration which he had obtained for that mark 
should not be cancelled. 

In his decision after stating that it was not disputed that Del- 
beck & Cie, Société a Responsabilité Limitée, of Rheims, France, 
had not proved a use prior to that of Monica, after the prohibition 
era, and that the question in issue was whether that company had 
established use prior to that era, and then after stating that the 
record did not establish that such prior use had been clearly proven, 
the Assistant Commissioner said: 


To establish a use earlier than February, 1934, appellant relies on the 
testimony of one witness and certain documentary exhibits. It seems to ve 
tacitly conceded by appellant’s counsel that the testimony was largely 
hearsay, and that no proper foundation was laid for the introduction of the 
exhibits; but the point is made that such evidence was received without 
objection. While this circumstance doubtless entitles the evidence to be 
considered for what it is worth, certainly nothing is thereby added to its 
intrinsic weight. In my opinion appellant’s evidence, when given its 
natural probative value, is insufficient to support a finding that appellant 
was using its trade-mark in the United States immediately preceding the 
advent of national prohibition, or had so used it at any earlier time subse- 
quent to the year 1897.7 


Frazer, A. C.: Held that Century Distilling Co. had not estab- 
lished use of the trade-mark “Century” for gin prior to the filing 
of the application for registration of the same mark for non- 
alcoholic, cereal, malt beverages by Ph. Schneider Brewing Co. and 
had not established continuing use from an earlier date by its 
alleged predecessors in business and that therefore the Century Dis- 
tilling Co. was not entitled to register the mark. 


6 The El Dorado Refining Company v. Standard Oil Company of New 
Jersey, Opp’n Nos. 16,720 and 16,671, 163 M. D. 155, October 27, 1938. 

7 Delbeck & Cie, Société a Responsabilité Limitée v. Joseph Della 
Monica, Inter. No. 2337 and Canc. No. 3147, 163 M. D. 153, October 20, 1938. 
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In his decision, after noting that more than half of applicant’s 
brief on appeal was devoted to an argument that the goods are not 
of the same descriptive properties, the Assistant Commissioner said: 


Assuming, arguendo, that the assertion is true, it is my opinion that 
upon the present record applicant is estopped to say that the goods are 
not of the same descriptive properties, and that for the purposes of this 
case the point need not be decided. Not only was the interference declared 
upon applicant’s request, but it was prosecuted to judgment before the 
Examiner of Interferences without a suggestion that the request had been 
improperly granted; nor is any such suggestion to be found in the reasons 
for appeal. It appears for the first time in applicant’s brief on appeal, 
and its utter inconsistency with applicant’s former position precludes its 
consideration at this late stage of the proceeding. 


Then, after stating that the remaining question was as specific- 
ally stated in applicant’s brief: 


Does the evidence show continuity of ownership and use by Century 
Distilling Company and its predecessors since any date prior to 1908, the 
date claimed for first use by Ph. Schneider Brewing Company? 


he said: 


Applicant itself did not commence use of the trade-mark in question 
until January, 1934, at the earliest; so that to antedate the interfering 
registration applicant was under the necessity of proving use by others, 
and through them its own title as assignee. This I think it has failed to 


do. 

The Assistant Commissioner discussed fully the evidence as to 
these alleged uses and transfers, stating with reference to the 
alleged transter from the party Klein who in turn had purchased 
the business of one Freiler, to the applicant that Klein’s alleged 
transfer, obviously ineffective as such, is evidenced by a letter dated 
November 22, 1933, and said: 

This letter contains recitals to the effect that Klein is the “successor to 
the business and trade-mark properties of Phillip Freller, . .. among which 


trade-marks is the brand ‘Century Club’ for whisky, originally registered 
at the United States Patent Office, certificate No. 61,379”; and Klein 
thereby “grants permission and releases all claims to and in the word 
‘Century’ for gin or other distilled alcoholic liquors to be manufactured, 
sold or distilled by the Century Distilling Company.” The certificate re- 
ferred to is the one which had been permitted to expire during the pro- 
hibition period. 


And then, after pointing out that on April 2, 1934, Klein, as 


president of a corporation known as Liquor Dealers Supply Co., 
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signed an application for registration of the notation “Century 
Club,” and two weeks later assigned to applicant the registration 
granted on that application, he said: 

Just how Liquor Dealers Supply Co. claimed to have acquired title to 
the mark does not appear. Certainly it could not have been through 
Mr. Klein, for he had expressly abandoned such rights therein as he may 
have had when he signed and delivered the letter of November 22, 1933. 
Applicant owns the registration for what it is worth; but the earliest date 
of use thereby established is the filing date of the application on which it 
issued, namely, April 3, 1934. 

Then, after pointing out that the Examiner of Interferences 
had questioned the sufficiency of the evidence to prove Freiler’s use 
of the mark and Klein's alleged acquisition of Freiler’s title thereto, 
he said: 
While I agree that such evidence is far from satisfactory, I am willing 
to assume for the purposes of the present decision that Freiler used the 
mark continuously for at least eight years immediately prior to 1914; that 
in 1914 he transferred his business, including the mark, to Klein; and that 
Klein continued its use until 1919. All that is of no avail to Klein's 
asserted title; and in my opinion the evidence bearing on that point, if 


not conclusively to the contrary, is at least too contradictory and incon 
sistent to support an affirmative finding.* 


Part of Corporate Name 


Trazer, A. C.: In the below entitled case, after the decision 
dismissing the notice of opposition had become final, opposer not 
having appealed, a request was filed by it that the Commissioner of 
Patents exercise his supervisory authority and reject all future 
applications for trade-mark registration involving the word “Pack 
ard,” it being stated therein that the Packard Motor Car Company 
should not be put to the expense of opposing numerous applications 
for such registration. 

In his decision the Assistant Commissioner stated that the 
obvious answer to that request was that the Examiner of Trade- 
Marks refuses registration of all trade-marks which in his opinion 
should not be registered and the chief purpose of the opposition pro- 
ceeding is to correct possible errors committed by that official. 


‘Century Distilling Co. v. Ph. Schneider Brewing Co., Inter., No. 2790, 
163 M. D. 158, October 28, 1938. 
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He then said: 


The instant case, however, well illustrates the impropriety of the re- 
quested order that all marks including the word “Packard” be refused 
registration. Applicant’s marks is “Packard Lifetime Lektro Shaver” in 
association with a design, and is used on motor driven razors. To say 
that this constitutes an approriation of opposer’s corporate name, “Packard” 
Motor Car Company, which is the theory upon which opposer seeks rejec- 
tion of all applications involving the word “Packard,” would in my opinion 
he clearly unwarranted. 

It is pointed out that “Packard, Inc.” is the name of a Pennsylvania 
corporation, as I have previously had occasion to observe, this fact is of 
no avail to opposer. The right to object to the use of its corporate name as 
a trade-mark is one which may be waived or enforced by the owner at its 
election. In no event can such use be said to injure another within the 
meaning of the Trade-Mark Act.2 


Packard Motor Car Company v. Lektro Shave Corporation, Opp’n 
No. 15,697, 163 M. D. 143, October 7, 1938. 
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